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Defendants/Counterclaim-Plaintiffs, WildCard Systems, Inc., eFunds Corporation, and 

Fidelity National Information Services, Inc. (collectively, “FIS” or “Defendants”), pursuant to 

Federal Rule of Civil Procedure 54(d)(1), 35 U.S.C. § 285, 28 U.S.C. §§ 1920 and 1927, Local 

Rule 7.3(c), and the Court’s inherent power hereby file this Motion for a Bill of Costs and 

Attorneys’ Fees Under Local Rule 7.3, seeking a taxation of costs in the amount of $4,307.03, an 

award of attorneys’ fees in the amount of $1,689,688.87, and an award of $27,168.75 in non-

taxable fees and expenses against Plaintiff, Alexsam, Inc. (“Alexsam” or “Plaintiff”).1   

FIS filed a motion for costs and fees on August 16, 2016.  D.E. 160.  On August 30, 

2016, Alexsam filed a notice of appeal to the Eleventh Circuit.  D.E. 163.  On September 1, 

2016, Alexsam served a draft motion for fees on FIS, purportedly under Local Rule 7.3.  On 

September 16, 2016, FIS filed a motion to stay issues related to attorneys’ fees (D.E. 169), which 

the Court granted the same day.  D.E. 171.   

The Eleventh Circuit transferred Alexsam’s appeal to the Federal Circuit on February 21, 

2017, agreeing with FIS that Alexsam selected the wrong appellate forum.  Ex. 2.  On January 9, 

2018, the Federal Circuit entered judgment for FIS on all issues under Fed. R. App. P. 36, and 

issued its mandate on February 15, 2018.  D.E. 175.   

FIS met and conferred with Alexsam within 21 days of the appellate court’s mandate, and 

filed a Renewed Motion within 30 days of the mandate—on March 19, 2018 (D.E. 177)— 

pursuant to this Court’s order.  D.E. 171.  On April 10, 2018, the Court denied FIS’s Renewed 

Motion without prejudice, and instructed FIS to file its motion for attorneys’ fees and costs in 

                                           
1 Pursuant to Local Rule 7.3(a), a verified statement regarding (1) the judgment or other order 
which gives rise to the motion, as well as the statute, rule, or other grounds entitling the moving 
party to the award; (2) the amount of sought; (3) any applicable fee agreements; (4) the identity, 
experience, qualifications, hours expended, hourly rates, and tasks for each timekeeper for whom 
fees are sought; and (5) invoices for all non-taxable fees and expenses is attached as Exhibit 1. 

Case 0:15-cv-61736-BB   Document 192   Entered on FLSD Docket 06/08/2018   Page 2 of 24



2 

accordance with Local Rule 7.3.  D.E. 188.  Before filing this Motion, FIS served a copy on 

Alexsam and met and conferred with Alexsam pursuant to the guidelines of Local Rule 7.3.  In 

support of its Motion, FIS states as follows: 

INTRODUCTION 

As the prevailing party, FIS is entitled to its taxable costs.  In addition, FIS should be 

awarded its reasonable attorneys’ fees to compensate FIS and as a sanction against Alexsam’s 

bad-faith, exceptional, and vexatious conduct throughout this litigation and Alexsam’s appeal.  

From this lawsuit’s inception, Alexsam has pursued frivolous, unsupported claims, refused to 

accept reasonable compromises, and otherwise engaged in exceptional and vexatious conduct 

that, overall, evince bad faith and warrant sanctions under 35 U.S.C. § 285, 28 U.S.C. § 1927, 

and this Court’s inherent authority.  

Alexsam initiated this lawsuit by filing a Complaint asserting claims based on a contract 

(referred to as the “SLA”) that Alexsam itself had unequivocally terminated more than five years 

earlier.  Alexsam had all the evidence and binding legal authority demonstrating termination in 

its possession before the lawsuit was filed and not only ignored it, but also concealed it from its 

initial pleading, precluding early resolution on a motion to dismiss.   

As though initially filing its baseless contract claims was not enough, even after the Court 

granted summary judgment to FIS, Alexsam continued to maximize the costs of this lawsuit 

through its vexatious tactics.  Alexsam filed a frivolous motion for reconsideration that, as this 

Court recognized, “merely reiterate[d] the same arguments previously asserted” and accused the 

Court of disregarding evidence that was “specifically cited to in the Court’s Order.”  D.E. 158 at 

2–3.  In addition, after the Court granted summary judgment to FIS on Alexsam’s contract 

claims, Alexsam refused to consent to voluntary dismissal of FIS’s remaining compulsory 

counterclaim of patent invalidity.  Alexsam’s stated purpose for its refusal was that it believed it 
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could obtain judgment on the merits through its motion for partial summary judgment, yet in its 

reply on that motion, Alexsam expressly requested dismissal without prejudice—just as FIS had 

offered weeks earlier—and this is the same relief the Court ultimately granted.  See D.E. 141 at 

2; D.E. 156 at 5.  Due only to Alexsam’s intransigence, this dismissal did not occur until after 

FIS was forced to obtain a costly expert report in preparation for its compulsory invalidity 

counterclaim.    

Worst of all, while Alexsam was refusing to accept FIS’s offer of dismissal without 

prejudice, Alexsam was preparing a new complaint in state court asserting the same fraud-

related claims this Court barred Alexsam from asserting in an untimely amended pleading.2  

Even though the new complaint had already been filed, Alexsam neither served the complaint 

nor disclosed this fact to FIS until after the parties’ mediation.  This is undisputed.  Alexsam was 

attempting to coax FIS into dismissing its counterclaim with prejudice so that FIS could not 

bring this claim in Alexsam’s new lawsuit.  The price for this unsuccessful gambit was tens of 

thousands of dollars in additional attorneys’ fees incurred by FIS.   

Alexsam continued to multiply the proceedings and drive up costs once this case was 

dismissed.  Ignoring unambiguous law that the “Federal Circuit shall have exclusive jurisdiction 

of an appeal from a final decision of a district court of the United States . . . in any civil action 

arising under, or in any civil action in which a party has asserted a compulsory counterclaim 

arising under, any Act of Congress relating to patents,” 28 U.S.C. § 1295, Alexsam appealed to 

the Eleventh Circuit, rather than a Federal Circuit.  D.E. 163.  This forced FIS to file an 

                                           
2 Compare D.E. 84, Alexsam’s Proposed First Amended Complaint at ¶¶ 65-88 (Alexsam’s 
fraud-related claims in its rejected amended pleading in this case) with Alexsam, Inc. v. Fidelity 
Nat’l Info. Servs., Inc., Case No. 0:16-cv-61909-BB (S.D. Fla.), D.E. 1-3 at ¶¶ 44-68 (Alexsam’s 
fraud-related claims in its new state court complaint). 
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unnecessary motion to dismiss or transfer the appeal, which Alexsam opposed based on two 

unjustifiable theories: (1) that even though FIS’s invalidity claim is based on sections of U.S. 

Code: Title 35 (i.e., the Patent Statute), FIS’s invalidity counterclaim does not “arise under” 

patent law;3 and (2) that even though FIS’s invalidity counterclaim would admittedly limit 

Alexsam’s damages,4 it is not compulsory.  The Eleventh Circuit promptly rejected Alexsam’s 

arguments and transferred the appeal to the Federal Circuit, see Ex. 2—where Alexsam raised 

the same two theories again.5  Again, they were rejected.  See D.E. 175.     

In short, Alexsam did more than merely assert claims that were factually and legally 

baseless from the outset.  Indeed, Alexsam asserted its frivolous claims in a manner that, at every 

turn, unreasonably multiplied the proceedings and, despite FIS’s best efforts, resulted in far more 

fees and costs than were necessary.  Even if each individually dubious tactic Alexsam employed 

is not sanctionable on its own, cumulatively they compellingly demonstrate bad faith. 

Particularly at the inception of yet another frivolous lawsuit likely to feature the same tactics, it 

is imperative that the Court dissuade Alexsam from continuing to litigate in bad faith by 

sanctioning its conduct.6  Without action by this Court, Alexsam will continue to pursue 

                                           
3 See., e.g., Ex. 3 at 11 (“[Defendants’] invalidity argument does not arise under the patent laws   
. . .”).  
4 See, e.g., id. at 13 (“If [Defendants] were to demonstrate that all claims of the patents are 
invalid, this would only cut off (but not eliminate) damages . . .”).   
5 See, e.g., Ex. 4 at 10 (“[Defendants’] Invalidity Counterclaim Did Not Arise Under The Patent 
Laws”); 25 (“The [invalidity] counterclaim here did not meet the test to be deemed compulsory    
. . . [in part because] if [Defendants] had demonstrated that all claims of the patents are invalid, 
this would have only cut off (but not eliminated) damages.”). 
6 In fact, in a concurrent case against MasterCard, Alexsam has employed the same tactic it 
attempted here of belatedly asserting baseless fraud claims when its breach of contract 
allegations appear insufficient.  See Alexsam, Inc. v. MasterCard Int’l, Inc., Case No. 1:15-cv-
02799 (E.D.N.Y.), D.Es. 67, 68, 78.  There, Magistrate recommended rejecting Alexsam’s 
attempt to insert fraud-related claims as “futile,” noting that the claims in Alexsam’s “proposed 

(Continued) 
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frivolous claims and drive up FIS’s fees and costs, thus using the judicial process improperly to 

increase its chances of extracting money from FIS merely to avoid the expense of litigation.     

For these reasons, FIS respectfully asks the Court to award FIS its costs as the prevailing 

party and to sanction Alexsam by requiring it to pay FIS’s reasonable attorneys’ fees incurred 

because of Alexsam’s bad-faith, exceptional, and vexatious conduct in this lawsuit.  

FACTUAL & PROCEDURAL BACKGROUND 

For purposes of efficiency and convenience, FIS incorporates the terminology and factual 

and procedural background set forth in FIS’s Motion for Summary Judgment (“MSJ”), D.E. 74, 

the Court’s Order granting the MSJ, D.E. 106, and FIS’s opposition to Alexsam’s Motion for 

Summary Judgment, D.E. 130.  In this Motion, FIS briefly outlines the facts that particularly 

demonstrate Alexsam’s bad faith throughout this litigation. 

                                                                                                                                        
amended pleading are concededly very weak.”  Id., D.E. 113.  Alexsam then sought to seal 
portions of the Magistrate’s decision, id., D.E. 114, which the Magistrate harshly admonished 
because Alexsam itself had previously made the material public.  Id., D.E. 118 at 7-8 
(“Advocacy must be zealous, but it may not be pointless. The Court expects that, in the future, 
[Alexsam’s] counsel will more carefully consider whether a motion has a legitimate purpose and 
a colorable basis in fact and law before bringing it.”).  Repeating the pattern of this case, 
Alexsam next accused the Magistrate of “rel[ying] upon an inaccurate understanding of certain 
essential facts and conclusions of law” in denying Alexsam’s motion to amend its complaint.  
Id., D.E. 119 at 2.  Incredibly, undeterred by previous warnings, Alexsam also sought to redact 
portions of its objections to the Magistrate’s report, an effort the Magistrate rejected by noting 
that “part of the redacted language in plaintiff’s objections is disclosed, sometimes almost 
verbatim, in its own proposed amended complaint.”  Id., D.E. 122 at 2.  After Alexsam’s 
chicanery, the Court in that case upheld the Magistrate’s recommendations regarding Alexsam’s 
fraud-related claims over Alexsam’s objections.  Id., D.E. 132.  This aside demonstrates that 
Alexsam’s counsels’ behavior is not unique to this case, and sanctions are the appropriate 
deterrent.  See Nat'l Hockey League v. Metropolitan Hockey Club, 427 U.S. 639, 643 
(1976) (holding that the most severe sanctions “must be available to the district court in 
appropriate cases, not merely to penalize those whose conduct may be deemed to warrant such a 
sanction, but to deter those who might be tempted to such conduct in the absence of such a 
deterrent.”). 
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A. Alexsam Asserted Frivolous Claims Based on a Contract It Terminated 
Years Before This Lawsuit, and FIS Obtained Summary Judgment.  

This lawsuit began when, in June 2015, Alexsam sued Defendants for breaching the same 

contract—the SLA—that Alexsam itself had unequivocally terminated nearly six years prior.  See 

generally D.E. 1, Ex. 1.  Despite having access to the undisputed facts and binding legal 

authority7 demonstrating that the SLA was terminated, Alexsam persisted in filing this frivolous 

lawsuit and setting FIS on a course to incur almost two million dollars in needless litigation 

expense.  Not only did Alexsam ignore the evidence of termination in filing the Complaint, but it 

also completely omitted any reference to these critical facts.  See D.E. 1, Ex. 1.  Consequently, 

this Court was unable to consider whether the SLA was terminated until after the parties had 

commenced discovery and entered the summary-judgment phase.  See D.E. 51 (“[W]hether the 

Settlement Agreement was breached or terminated early is a question of fact and one that the 

Court cannot resolve at this stage of the pleadings.”); D.E. 158 at 1–2 (noting the Court could not 

resolve the case earlier even though “much of the same evidence was available at the motion to 

dismiss stage”).  Moreover, by leaving FIS no choice but to answer rather than attempting to 

                                           
7 A review of Alexsam’s briefing on the MSJ and motion for reconsideration reveals that 
Alexsam has never cited any authority for its central argument in opposing the MSJ—
specifically, that a party’s termination of an agreement is not effective unless it has proved a 
predicate breach.  See generally D.E. 92, 122.  
Conversely, from the outset of the MSJ briefing, FIS cited a binding decision from the Florida 
court of appeals demonstrating that even wrongful breaches are effective, which Alexsam all but 
ignored.  See D.E. 65 at 7 (citing Lougas v. Sophia Enters., Inc., 117 So. 3d 839, 842 n.1 (Fla. 
4th DCA 2013)).  Even when this Court cited Lougas in its Order granting the MSJ, Alexsam 
still ignored it, erroneously purporting to chastise the Court for not citing Florida case law.  See 
D.E. 122 at 7 (erroneously stating the Court “did not actually cite any case law from Florida to 
support its conclusion that a termination based on a mistake can be effective”); but see D.E. 106 
at 11–12 (“‘The fact that the termination may have been improper does not negate the fact of 
termination.” (quoting Lougas, 117 So. 3d at 841 n.1)).  This inattention to binding authority 
even when cited by the Court demonstrates Alexsam’s indifference to legal authority and desire 
to extract concessions by maximizing the costs of litigation for its targets.   
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obtain early dismissal, Alexsam forced FIS to assert its invalidity counterclaim, a costly but 

compulsory counterclaim to Alexsam’s frivolous contract claims.  See D.E. 1, Ex. 7. 

FIS proceeded diligently, obtaining leave to file an early motion for summary judgment 

to determine that Alexsam terminated the SLA on which its breach of contract claims was based, 

and thus Alexsam’s claims should be dismissed, see D.E. 67, and the Court granted this MSJ on 

June 8, 2016.  D.E. 106.  Based on the undisputed evidence and binding legal authority, all of 

which was available before the lawsuit was filed, the Court held that the SLA was terminated 

regardless of whether an underlying breach had been proven.  See id. at 10 (“Proof that an actual 

breach occurred, however, is not required for the termination to be effective.”). This decision 

was upheld on appeal.  See D.E. 175. 

B. Alexsam Refuses to Stipulate to Dismissal Without Prejudice After FIS 
Obtains Summary Judgment on the Contract Claims, Only to Subsequently 
Request the Exact Same Relief.  

The parties learned of the Court’s sealed order granting the MSJ on June 14, 2016, see 

Ex. 5, and, two days later, on June 16, 2016, Alexsam moved for summary judgment seeking 

dismissal with prejudice of FIS’s invalidity counterclaim based on res judicata grounds.  See 

D.E. 117.8  On June 20, 2016, Alexsam’s counsel sent FIS’s counsel a letter stating that it 

“seems rather apparent that [the invalidity] counterclaim should be dismissed voluntarily by FIS 

at this point. And, if so, the case would be concluded.”  Ex. 6 at 1–2. 

The same day, FIS’s counsel contacted Alexsam’s counsel about resolving the case.  

Because voluntary dismissal would have prevented FIS from reasserting invalidity in a future 

                                           
8 Only weeks later, after FIS incurred significant expenses preparing their court-ordered expert 
report, Alexsam modified its request to dismissal without prejudice. 
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lawsuit, FIS suggested that the parties covenant not to sue and thus resolve all disputes.9 See Ex. 

7 (email from Alexsam’s counsel acknowledging receipt of offer for “a dismissal/covenant not to 

sue”).  On June 22, 2016, Alexsam refused FIS’s first offer, stating that Alexsam would not 

agree to a covenant not to sue and, further, that Alexsam believed its res judicata motion was 

“well founded.”  Id.  (Unbeknownst to FIS, Alexsam was already plotting another lawsuit.)   

Still seeking to avoid wasting resources, on June 26, 2016, FIS offered to stipulate to 

dismissal of its counterclaim without prejudice (i.e., the same relief Alexsam would eventually 

explicitly request only after forcing FIS to incur substantial additional expense).  See Ex. 8 

(email from Alexsam’s counsel acknowledging the same).  On June 27, 2016, Alexsam rejected 

Defendants’ offer, id., later explaining that the offer “provided no benefit to Alexsam.”  Ex. 9.  

Two weeks later, on July 7, 2016, Alexsam filed its new state-court complaint against FIS, 

asserting fraud, negligent misrepresentation, and promissory estoppel.  It is now apparent that 

Alexsam would not settle for anything less than dismissal with prejudice, so as to bar FIS from 

asserting invalidity in the frivolous new lawsuit Alexsam had already been plotting.  

C. Alexsam Drives Up Discovery Costs for the Remaining Invalidity Claim, 
Breaks Explicit Promises Made in Open Court, and Mediates in Bad Faith.  

In refusing FIS’s offer to dismiss without prejudice, Alexsam knew FIS had no choice 

but to fully develop its invalidity counterclaim, given the July 25, 2016 deadline to submit expert 

reports.  Accordingly, Defendants continued to seek discovery related to invalidity from 

Alexsam, which Alexsam inexcusably resisted despite promising to produce the materials at the 

                                           
9 Though Defendants’ offers were made pursuant to Fed. R. Evid. 408, settlement offers may be 
used for determining the reasonable attorneys’ fees awarded to the prevailing party.  See, e.g., 
A.D. v. Cal. Highway Patrol, 712 F.3d 446, 460–61 (9th Cir. 2013); Lohman v. Duryea Borough, 
574 F.3d 163, 167–68 (3d Cir. 2009); Sheppard v. Riverview Nursing Ctr., Inc., 88 F.3d 1332, 
1337 (4th Cir. 1996); Moriarty v. Svec, 233 F.3d 955, 967 (7th Cir. 2000). 
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outset of discovery.  See D.E. 109 at 3 (citing Alexsam’s discovery responses).  Alexsam forced 

FIS to move to compel and participate in a hearing before Magistrate Judge Valle, during which 

Alexsam promised, without any reservations or conditions, to produce “all invalidity documents, 

including the prior art, invalidity contentions, expert reports and deposition testimony and trial 

testimony related to invalidity.”  Ex. 10 at 7–8.  Despite this explicit agreement made in Judge 

Valle’s presence, Alexsam quickly broke its word.  Just one week before FIS’s expert report was 

due, Alexsam refused to produce deposition testimony from Robert Dorf, the named inventor of 

the Alexsam Patents and Alexsam’s corporate representative.  Ex. 11.  Thus, Alexsam forced FIS 

yet again to seek emergency relief from the Court.  D.E. 147. 

Meanwhile, the parties met for a mediation in Tampa, Florida on July 12, 2016.  At this 

point Alexsam’s new complaint against FIS had already been filed for nearly a week.  However, 

Alexsam would not actually serve the new complaint on FIS until July 20, 2016, and Alexsam 

failed to disclose that it had already filed a new lawsuit against FIS until after the mediation, thus 

engaging in bad-faith, unethical negotiations.  See, e.g., R. Regulating Fla. Bar 4-4.1(b) 

(prohibiting a lawyer from failing to disclose material facts to third parties when necessary to 

avoid fraud), 8.4(c) (“A lawyer shall not . . . engage in conduct involving dishonesty, fraud, 

deceit, or misrepresentation . . . .”).  Put simply, by withholding this critical information that was 

plainly material to the parties’ negotiations, Alexsam’s counsel attempted to induce Defendants 

into a settlement under false pretenses.  Given this deception, the mediation was entirely futile, 

as no agreement the parties reached could have been upheld.10  

                                           
10 See In re Malden Mills Indus. Inc., 361 B.R. 1, *8 (D. Mass. 2007) (vacating an agreed decree 
to close a case because one party withheld its intent to file a new case in another venue as soon 
as the previous case was resolved and stating that “by seeking the Creditor Trust’s assent with 
knowledge of the tactical shift to Delaware on the venue transfer motion, and by offering a 

(Continued) 
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Not until July 15, 2016, after Defendants had spent significant resources to comply with 

deadline for expert reports and completed a mediation made futile by Alexsam, did Alexsam 

suddenly request, for the first time, that the Court dismiss Defendants’ counterclaim without 

prejudice.  D.E. 141.  Defendants proposed this cost-saving compromise weeks earlier, but, at 

the time, Alexsam saw “no benefit” to this offer.  Ex. 9.  Only after forcing significant 

expenditures upon FIS did Alexsam see things differently.  Indeed, Alexsam became so emphatic 

about a dismissal without prejudice of the invalidity counterclaim that it submitted two more 

filings seeking essentially the same relief.  D.E. 146, 149. 

Alexsam could have asked for dismissal of FIS’s counterclaim without prejudice at any 

point after the Court dismissed Alexsam’s claims—most obviously, after FIS expressly offered 

to do exactly that.  Instead, Alexsam waited until the last possible minute, its only discernable 

purpose being to inflict as much unnecessary cost on FIS as possible.  Predictably, given the 

costs associated with litigating an invalidity claim, FIS incurred substantial expenses during the 

crucial end-of-discovery phase of this lawsuit, necessitated only by Alexsam’s intransigence.11  

Alexsam further increased FIS’s expenses by appealing to the wrong court.    

Because of the foregoing misconduct, accumulated over the course of this lawsuit, FIS 

should be awarded its taxable costs and, to compensate FIS and as a sanction against Alexsam, 

                                                                                                                                        
misleading, or at least an incomplete explanation in response to a direct question, the Debtor and 
Agent demonstrated a serious breach of the duty of candor, which the Court cannot condone. . . . 
Even if not outright fraud, this clearly rises to the level of ‘something approaching deceit.’”) 
(internal citations omitted).  
11 For instance, FIS’s average lead-counsel attorneys’ fees from the beginning of this case in July 
2015 through May 2016 were approximately $47,000/month.  FIS’s lead-counsel attorneys’ fees 
rose significantly in June and July 2016, to $224,857.20 and $187,783.96, respectively.  FIS also 
incurred $25,068.75 in expert fees in those two months. See Ex. 1. 
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its reasonable attorneys’ fees incurred in defending against Alexsam’s exceptional and vexatious 

litigation tactics. 

MEMORANDUM OF LAW 

A. As the Prevailing Party, FIS Is Entitled to Recover Its Costs. 

A prevailing party is “one who has been awarded some relief by the court; i.e., some 

court-ordered change in the legal relationship between the plaintiff and the defendant.”  Morillo-

Cedron v. Dist. Dir. for the U.S. Citizenship & Immigration Servs., 452 F.3d 1254, 1257 (11th 

Cir. 2006).  “A party who has obtained some relief usually will be regarded as the prevailing 

party even though he has not sustained all his claims.”  Head v. Medford, 62 F.3d 351, 354 (11th 

Cir. 1995) (internal quotation marks omitted).  

Here, FIS is the prevailing party, having obtained dismissal with prejudice of all of 

Alexsam’s claims.  See D.E. 106.  As the prevailing party, FIS is entitled to its costs under Rule 

54(d)(1).  Recoverable costs include:  

(1) Fees of the clerk and marshal; (2) Fees for printed or electronically recorded 
transcripts necessarily obtained for use in the case; (3) Fees and disbursements for 
printing and witnesses; (4) Fees for exemplification and the costs of making 
copies of any materials where the copies are necessarily obtained for use in the 
case; (5) Docket fees under section 1923 of this title; (6) Compensation of court-
appointed experts, compensation of interpreters, and salaries, fees, expenses, and 
costs of special interpretation services under section 1828 of this title.  

28 U.S.C. § 1920.  Losing parties challenging requested costs have the “burden of demonstrating 

that a cost is not taxable, unless the knowledge regarding the proposed cost is within the 

exclusive knowledge of the prevailing party.”  Monelus v. Tocadrian, Inc., 609 F. Supp. 2d 1328, 

1333 (S.D. Fla. 2009). 

There is no question that Defendants are the prevailing party, as the Court dismissed 

Alexsam’s claims on summary judgment, D.E. 106, and all of this Court’s decisions in 

Defendants’ favor were upheld on appeal.  D.E. 175.  Thus, Defendants are entitled to their 
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taxable costs.  See Fed. R. Civ. P. 54(d)(1); 28 U.S.C. § 1920.    Accordingly, Alexsam should be 

ordered to pay Defendants’ costs in the amount of $4,307.03, as detailed in FIS’s Bill of Costs.12 

B. FIS Should Also Be Awarded Its Reasonable Attorneys’ Fees As a Sanction 
For Alexsam’s Bad-Faith Conduct.  

In addition to awarding costs, the Court should also award FIS its reasonable attorneys’ 

fees under 35 U.S.C. § 285, 28 U.S.C. § 1927, and the Court’s inherent power.  This is necessary 

to rectify Alexsam’s and its counsel’s bad-faith, exceptional, and vexatious conduct throughout 

this case, and to deter similar behavior in other matters, such as the frivolous fraud-related case 

Alexsam has already filed against FIS. 

In cases involving issues of patent law, the court “may award reasonable attorney fees to 

the prevailing party” if the case is “exceptional.” 35 U.S.C. § 285. Section 285 is “remedial” in 

purpose, and “it is clear that the aim of § 285 is to compensate a defendant for attorneys’ fees it 
                                           
12 FIS is contemporaneously filing a separately Bill of Costs (Form AO133). FIS’s Bill of Costs 
includes an attorney affidavit declaring that FIS’s “costs are correct and were necessarily 
incurred in this action and that the services for which fees have been charged were actually and 
necessarily performed,” and attaches invoices for the requested costs.  As indicated in the Bill of 
Costs and supporting affidavit, FIS’s taxable costs for this case include (1) the Court’s removal 
fees; (2) the costs of processing electronic copies for documents produced in this case; and 
(3) the fees for the transcript of a July 1, 2016 hearing which was cited in FIS’s motion to 
compel Alexsam to comply with Alexsam’s discovery obligations (D.E. 147).  Under § 1920(1), 
a prevailing party may recover filing fees paid to the clerk of the court.  28 U.S.C. § 1920(1); see 
also EEOC v. W & O, Inc., 213 F.3d 600, 623 (11th Cir. 2000).  Further, “the Notice of Removal 
filing fee [] has been ‘explicitly recognized as a taxable ‘fee of the clerk’ under 28 U.S.C. 
§ 1920(1)” by this Court. Covington v. Arizona Beverage Co., LLC, No. 08-21894-CIV, 2011 
WL 810592, at *3 (S.D. Fla. Jan. 25, 2011), report and recommendation adopted, No. 08-21894-
CIV, 2011 WL 777883 (S.D. Fla. Mar. 1, 2011) (citations omitted).  Under § 1920(4), a 
prevailing party may recover “[f]ees for exemplification and the costs of making copies of any 
materials where the copies are necessarily obtained for use in the case.” This includes the costs 
of making copies of pleadings, discovery, documents provided to the opposing party, and 
documents prepared for the court’s consideration. Sensormatic Elec. Corp. v. Tag Co. US, No. 
06-81105, 2009 WL 3208649, at *9 (S.D. Fla. Oct. 2, 2009).  Under § 1920(2), a prevailing party 
may recover “[f]ees for printed or electronically recorded transcripts necessarily obtained for use 
in the case.” 28 U.S.C. § 1920(2). 
 

Case 0:15-cv-61736-BB   Document 192   Entered on FLSD Docket 06/08/2018   Page 13 of 24



13 

should not have been forced to incur.”  Kilopass Tech., Inc. v. Sidense Corp., 738 F.3d 1302, 

1313 (Fed. Cir. 2013).  In deciding the applicability of § 285, courts “look to the rights at issue 

and whether they properly invoke the patent laws.” See Interspiro USA, Inc. v. Figgie Intern. 

Inc., 18 F.3d 927, 933 (Fed. Cir. 1994) (citing Chemical Eng'g Corp. v. Marlo, Inc., 754 F.2d 

331, 333–34, 222 USPQ 738, 740 (Fed. Cir. 1984). “It matters not whether those rights arise in a 

patent suit or in an action to enforce an agreement settling that litigation.”  Id.  As both 

Alexsam’s breach of contract claims and FIS’s invalidity counterclaim invoke the patent laws, 

§ 285 applies to all aspects of this case.  See, e.g., D.E. 51 (“Here, Defendant’s invalidity 

counterclaim as well as its patent-related affirmative defenses, including non-infringement, 

require the Court to determine whether the Licensed Patents are valid . . . as well as to apply 

patent claim terms to the accused services to determine if they are subject to the Settlement 

Agreement.”); Ex. 2 at 2 (“The SLA provided . . . that no party had any obligation under the 

agreement, if the patents were held invalid. The defendants' [invalidity counterclaim], which 

asserted that the relevant patents were not valid, was therefore directly and logically related to 

Alexsam's breach of contract claim.”).13 

Additionally, an “exceptional” case is “simply one that stands out from others with 

respect to the substantive strength of a party’s litigating position . . . or the unreasonable manner 

in which the case was litigated.” Octane Fitness, LLC v. ICON Health & Fitness, Inc., 134 S. Ct. 

1749, 1756 (2014). “District courts may determine whether a case is ‘exceptional’ in the case-by-

                                           
13 As it has before, Alexsam may argue that this case does not relate to patent law because 
Alexsam asserted only breach of contract claims.  Indeed, during the meet and confer for this 
Motion Alexsam’s counsel insisted that FIS should not be awarded fees under § 285 because this 
Court, the Eleventh Circuit, and the Federal Circuit, all made the same mistake of treating this 
case as a patent case.  This argument “impermissibly elevates form over substance,” Interspiro, 
18 F.3d at 933, and has been rejected by this Court, the Eleventh Circuit, and the Federal Circuit. 
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case exercise of their discretion, considering the totality of the circumstances.” Id. Relevant 

factors may include: frivolousness, motivation, objective unreasonableness (both in factual and 

legal components of the case), and the need in particular circumstances to advance 

considerations of compensation and deterrence. Id. at 1756 n.6 (quoting Fogerty v. Fantasy, Inc., 

510 U.S. 517, 114 S.Ct. 1023, 127 L.Ed.2d 455 (1994)).  Moreover, the requisite evidentiary 

standard for proving an “exceptional” case is a preponderance of evidence, and no bad faith or 

independently sanctionable, vexatious, or wanton conduct is required.  Id. at 1757-58 (expressly 

rejecting the former “clear and convincing” evidence standard).  District courts also have 

discretion in deciding the manner that attorney fees are calculated, Harris Corp. v. Ericsson Inc., 

417 F.3d 1241, 1260 (Fed. Cir. 2005), and fees incurred during an appeal of an exceptional case 

may be recovered without a separate showing that the appeal itself was exceptional.  See Action 

Star Enter. Co. v. KaiJet Tech. Int'l, Ltd., 2015 WL 12752877, at *2 (C.D. Cal. June 24, 2015); 

see also Vehicle Interface Techs., LLC v. Jaguar Land Rover N. Am., LLC, 2016 WL 3436396, at 

*2-3 (D. Del. June 15, 2016).  Indeed, under § 285 recoverable fees “include those sums that the 

prevailing party incurs in the preparation for and performance of legal services related to the 

suit.” Mathis v. Spears, 857 F.2d 749, 757 (Fed. Cir. 1988); see also.” Qualcomm Inc. v. 

Broadcom Corp., 2007 WL 9677112, at *7-8 (S.D. Cal. Oct. 29, 2007), report and 

recommendation adopted,  2007 WL 4351017 (S.D. Cal. Dec. 11, 2007). 

Sanctions are also appropriate under § 1927.  “Any attorney or other person admitted to 

conduct cases in any court of the United States or any Territory thereof who so multiplies the 

proceedings in any case unreasonably and vexatiously may be required by the court to satisfy 

personally the excess costs, expenses, and attorneys’ fees reasonably incurred because of such 

conduct.”  28 U.S.C. § 1927.  Thus, § 1927 provides an avenue “for imposing sanctions upon 
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errant attorneys who harass other attorneys during the course of litigation.” Thomas v. Tenneco 

Packaging Co., Inc., 293 F.3d 1306, 293 F.3d at 1328 n.32 (11th Cir. 2002) (citing 28 U.S.C. 

§ 1927)). Bad faith is the touchstone of sanctions under § 1927, and “[a] finding of bad faith is 

warranted where an attorney knowingly or recklessly raises a frivolous argument, or argues a 

meritorious claim for the purpose of harassing an opponent.”  Thomas, 293 F.3d at 1320 (internal 

quotation marks omitted); see also Amlong & Amlong, P.A. v. Denny’s, Inc., 500 F.3d 1230, 

1240–41.  “A party also demonstrates bad faith by delaying or disrupting the litigation or 

hampering enforcement of a court order.”  Thomas, 293 F.3d at 1320 (internal quotation marks 

omitted).  Importantly, bad faith is an objective standard that does not depend on an evaluation of 

an attorney’s subjective intent.  Amlong, 500 F.3d at 1241 (“Thus, objectively reckless conduct is 

enough to warrant sanctions even if the attorney does not act knowingly and malevolently.”).  

Further, a court’s inherent authority allows it to address litigation abuses not directly 

addressed by statutory or rule-based sanction provisions.  Peer, 606 F.3d at 1314. (“While the 

other sanction mechanisms only reach certain individuals or conduct, the inherent power extends 

to a full range of litigation abuses and must continue to exist to fill in the interstices.”) (internal 

quotation marks omitted); see also Shepherd v. Am. Broadcasting Cos., 62 F.3d 1469, 1474 

(D.C. Cir. 1995) (“When rules alone do not provide courts with sufficient authority to protect 

their integrity and prevent abuses of the judicial process, the inherent power fills the gap.”); 

Chambers v. NASCO, Inc., 501 U. S. 32, 50 (1991) (noting that “if in the informed discretion of 

the court, neither the statute nor the Rules are up to the task, the court may safely rely on its 

inherent power” in imposing appropriate sanctions); but see Thomas, 293 F.3d at 1320 (“This 

inherent power to sanction errant lawyers, in fact, can be invoked even if procedural rules exist 

which sanction the same conduct.”) (internal quotation marks omitted).  A court’s broad, 
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inherent authority to sanction parties for bad-faith conduct is well established.  See, e.g., Peer v. 

Lewis, 606 F.3d 1306, 1314 (11th Cir. 2010); Thomas, 293 F.3d at 1320.  “The key to unlocking 

a court’s inherent power is a finding of bad faith.”  Barnes v. Dalton, 158 F.3d 1212, 1214 (11th 

Cir. 1998); see also Thomas, 293 F.3d at 1320.  

In this case, there is ample evidence of exceptional conduct and bad faith sufficient to 

unlock the Court’s power to sanction Alexsam by awarding FIS its fees.  First, Alexsam based 

this entire case on the frivolous contention that FIS breached the SLA that Alexsam itself had 

long-since terminated.  Moreover, Alexsam purposefully withheld the evidence of termination 

from the Court when it filed the Complaint in order to prolong this baseless case and drive up 

FIS’s costs.  This shows Alexsam’s willingness from the beginning to embrace questionable 

litigation tactics, a pattern that would unfortunately continue. 

Second, after the Court dismissed Alexsam’s claims with prejudice in a thoroughly 

reasoned order, Alexsam baselessly sought reconsideration in a motion that “merely reiterate[d] 

the same arguments previously asserted.”  D.E. 158 at 2.  In the motion for reconsideration, 

Alexsam demonstrated far more than mere negligence in failing to reconcile undisputed facts 

with binding legal authority.  Not only did Alexsam accuse the Court of disregarding evidence 

that was “specifically cited to in the Court’s Order,” id. at 3, but it also falsely stated that the 

Court “did not actually cite any case law from Florida to support its conclusion,” D.E. 122 at 7, 

when the Court plainly did so twice, D.E. 106 at 11–12 (citing Lougas, 117 So. 3d 839).  It is 

difficult to imagine a more obvious example of “recklessly pursu[ing] a frivolous claim.”  

Schwartz v. Millon Air, Inc., 341 F. 3d 1220, 1225 (11th Cir. 2003). 

Third, Alexsam frustrated FIS’s ability to pursue its counterclaim with frivolous 

discovery disputes.  Malautea v. Suzuki Motor Co., Ltd., 987 F.2d 1536, 1545 (11th Cir. 1993) 
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(sanctioning a party for multiplying proceeding by unreasonably resisting discovery).  Alexsam   

forced FIS to move to compel obviously relevant information Alexsam originally agreed to 

produce.  See D.E. 109 at 3 (citing Alexsam’s discovery responses). Alexsam’s bad faith is 

evidenced by what transpired during and after the hearing.  Under Judge Valle’s direct 

supervision, Alexsam promised to finally produce “all invalidity documents, including the prior 

art, invalidity contentions, expert reports and deposition testimony and trial testimony related to 

invalidity.”  Ex. 10 at 7–8.  Yet even this promise made in open court did not deter Alexsam 

from continuing to refuse to produce plainly relevant materials, quickly necessitating another 

hearing only avoided by the Court’s dismissal without prejudice of FIS’s counterclaim.  See D.E. 

147.  

Fourth, Alexsam refused FIS’s offer to dismiss its counterclaim without prejudice, stating 

that Alexsam wanted to pursue dismissal with prejudice via its motion for summary judgment 

based on res judicata (for which Alexsam provided no support).  Yet in the reply to that very 

motion, Alexsam suddenly requested dismissal without prejudice—exactly what FIS had offered 

weeks earlier.  Alexsam filed two more motions seeking essentially the same relief, further 

multiplying the proceedings on this issue unnecessarily.  See D.E. 146, 149.  In the interim, FIS 

had to expend significant resources preparing its invalidity expert report and continuing to 

litigate this case.  See Takeda Chem. Indus., Ltd. v. Mylan Labs., Inc., 549 F.3d 1381, 1391 (Fed. 

Cir. 2008) (confirming that courts may use their inherent powers to award expert fees); see also 

Apotex, Inc. v. UCB, Inc., 2015 WL 11622480, at *3 (S.D. Fla. Dec. 4, 2015). 

Fifth, Alexsam mediated in bad faith.  Roughly a week before the mediation, Alexsam 

filed a second complaint against FIS in Florida state court, but Alexsam did not disclose this fact 

to FIS until after the mediation concluded and Alexsam’s counsel left, when the mediator handed 
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a copy of this complaint to counsel for FIS.  Ex. 12.  Instead, Alexsam attempted to fraudulently 

induce FIS into entering into a settlement at the mediation without full information.  This 

conduct is deceitful, if not an outright attempt at fraud. See In re Malden, 361 B.R. at *8; R. 

Regulating Fla. Bar 4-4.1(b), 8.4(c).  Although not dispositive, courts often consider local rules 

and other standards of professional conduct to determine whether sanctions are appropriate.  See, 

e.g., Clark v. Alfa Ins. Co., 2001 WL 34394281, at *7 (N.D. Ala. Feb. 7, 2001).   

Sixth, despite having its claims dismissed and this Court’s rulings in FIS’s favor 

summarily affirmed on appeal, Alexsam served and threatened to file its own motion for 

attorneys’ fees based on allegedly vexatious and bad faith conduct by FIS.  Alexsam contends 

that once the Court dismissed Alexsam’s breach of contract claims, FIS should have withdrawn 

its invalidity counterclaim.  Yet that is exactly what FIS offered to do. See Exs. 7-9.  Alexsam, 

however, rejected this offer because FIS insisted on a dismissal without prejudice.  Id.  Alexsam 

found that condition untenable, of course, because Alexsam already had another suit against FIS 

in the works—a suit for which invalidity is a complete defense.  See Alexsam, Inc. v. Fidelity 

Nat’l Info. Servs., Inc., Case No. 0:16-cv-61909-BB, (S.D. Fla.), D.E. 1 at 6-7, ¶¶ 9-10.  In sum, 

Alexsam wanted both the freedom to sue FIS again and the power to preclude FIS from raising 

defenses in any such case.   

Finally, Alexsam appealed this Court’s decisions to the wrong circuit court (the Eleventh 

Circuit), compelling FIS to move to transfer the appeal to the right one (the Federal Circuit), and 

yet again incur unnecessary expenses.  In doing so, Alexsam flouted the explicit rule that cases 

involving patent law claims must be appealed to the Federal Circuit, something the Eleventh 

Circuit had no difficulty concluding.  See Ex. 2 at 2 (“Because the defendants have asserted a 
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compulsory counterclaim that arises under federal patent law, the Federal Circuit has exclusive 

jurisdiction over this action.” (citing 28 U.S.C. § 1295(a)(1)). 

This entire case was baseless, and FIS should not have had to incur any attorneys’ fees, 

let alone the significant fees incurred after the parties learned on June 14, 2016 that the Court 

dismissed Alexsam’s claims.  At any time after learning of the Court’s Order, Alexsam could 

have asked the Court or FIS to dismiss the invalidity counterclaim without prejudice, but 

Alexsam chose to wait until the eve of when FIS’s invalidity expert reports were due.  Indeed, 

FIS proposed the same well in advance of the court-ordered mediation and expert-report 

deadlines, which would have conserved significant court and party resources.  But Alexsam 

deliberately chose not to, knowing that, if it waited, it could drive up FIS’s costs with the expert-

report deadline looming.  (Alexsam, for its part, did not serve an expert report.)  Alexsam’s 

dubious strategic decisions, and the bad-faith tactics employed in pursuing them, justify 

awarding FIS its attorneys’ fees. 

C. FIS’s Request is Documented and Reasonable 

Courts calculate attorneys’ fees using the “lodestar” approach, which involves 

multiplying the attorneys’ reasonable hourly rate by the reasonable time expended on the case.  

See, e.g., Pennsylvania v. Delaware Valley Citizens' Council for Clean Air, 478 U.S. 546, 566 

(1986).  Because patent law is a specialized practice, courts look to the rates within the patent 

law field, rather than the local forum, to determine their reasonableness, especially when both 

parties rely on out-of-state counsel.  See LendingTree, LLC v. Zillow, Inc., 2014 WL 12738633, 

at *3-4 (W.D.N.C. Dec. 8, 2014). Thus, to gauge the reasonableness of hourly rates charged in 

patent litigation, courts routinely look at AIPLA’s semi-annual Economic Survey, which reports 

the average billing rates for intellectual property attorneys based on their experience. See, e.g., 

View Eng’g, Inc. v. Robotic Vision Sys., Inc., 208 F.3d 981, 987-88 (Fed. Cir. 2000).  However, 
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higher rates can be justified by the attorney’s skill, experience, or reputation, see Asahi Glass Co. 

v. Guardian Indus. Corp., 2013 WL 936451, at *3 (D. Del. Mar. 11, 2013) (finding above-

average rates reasonable where counsel had years of experience), and where a prevailing party 

“has obtained excellent results, his attorney should recover a fully compensatory fee.” Mathis v. 

Spears, 857 F.2d 749, 755 (Fed. Cir. 1988) (citation omitted).   

FIS is represented in this case primarily by Florida-based attorneys from McGuireWoods 

LLP and Washington, D.C.-area attorneys from Finnegan, LLP. FIS has submitted detailed time 

records reflecting the work of its attorneys through March 31, 2018, as to Finnegan and January 

31, 2018, as to McGuireWoods.14  See Ex. 1 at Appx. 1.  FIS was reasonable in selecting counsel 

outside of Florida because of the patent law issues implicated here, its attorneys’ rates are 

reasonable, and Finnegan’s rates (especially after applied discounts) are commensurate with 

those in the 2016 Economic Survey for large law firms like Finnegan, which has over 150 

intellectual property attorneys and agents and has been widely recognized as a preeminent 

intellectual property firm.15  Compare Ex. 13 with Ex. 1 at Appx. 1. 

CONCLUSION 

WHEREFORE, for the foregoing reasons and authorities, Defendants respectfully request 

that the Court award Defendants their taxable costs in the amount of $4,307.03.  Further, 

Defendants respectfully request that the Court, under 35 U.S.C. § 285, 28 U.S.C. § 1927, and its 

inherent authority, find that Defendants are entitled to recover attorneys’ fees of $1,689,688.87 

and non-taxable costs of $27,168.75 from Alexsam and/or its attorneys.

                                           
14 Although fees incurred in preparing and litigating this motion are recoverable, FIS has self-
imposed a deadline on its request to reduce the burden on the parties and the Court.  See Action 
Star, 2015 WL 12752877, at *3-4. 
15 See https://www.finnegan.com/en/firm/finnegan-facts.html, at “Fact #2” and “Fact #4”. 
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 CERTIFICATE OF COMPLIANCE WITH LOCAL RULE 7.1(a)(3) and 7.3 

Pursuant to S.D. Fla. L.R. 7.1(a)(3), counsel for FIS certify that they have conferred with 

counsel for Alexsam, who does not agree to the relief requested herein.  Counsel for FIS also 

certifies that FIS served Alexsam with a copy of this Motion on May 10, 2018, and that Alexsam 

served written objections to FIS’s Motion on June 1, 2018.  Alexsam provided written objections 

to FIS’s requests for entitlement and liability (e.g., generally regarding FIS’s attorneys’ rates, 

alleged duplication of efforts, and non-attorney costs), but Alexsam did not identify in writing 

any particular time entry to which it objects.  FIS requested that Alexsam identify specific time 

entries, at least with respect to the alleged duplicative billing, in advance of the parties’ meet and 

confer, but Alexsam did not.  Nonetheless, the parties met and conferred in good faith regarding 

Alexsam’s objections on June 6, 2018.  The parties discussed Alexsam’s objections but were 

unable to resolve by agreement any issues of entitlement to fees or amount.  

/s/ R. Benjamin Cassady 
Attorney 

 

VERIFICATION OF COUNSEL 

In accordance with Southern District of Florida Local Rule 7.3, I verify under penalty of 

perjury that the foregoing is true and correct.  Executed on June 7, 2018. 

/s/ R. Benjamin Cassady 
Attorney 
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Dated: June 8, 2018 MCGUIREWOODS LLP 

  /s/ Emily Y. Rottmann 
R. Eric Bilik (FL Bar No. 987840) 
ebilik@mcguirewoods.com 
Emily Y. Rottmann (FL Bar No. 93154) 
erottmann@mcguirewoods.com 
MCGUIREWOODS LLP 
50 North Laura Street, Suite 3300 
Jacksonville, Florida 32202 
Telephone: (904) 798-3200 
Facsimile:  (904) 798-3207 
 - and -  
Jeffrey Berkowitz (admitted pro hac vice) 
jeffrey.berkowitz@finnegan.com 
FINNEGAN, HENDERSON, FARABOW,  
GARRETT & DUNNER LLP 
Two Freedom Square 
11955 Freedom Drive 
Reston, Virginia 20190 
Telephone: (571) 203-2700 
Facsimile: (202) 408-4400  
R. Benjamin Cassady(admitted pro hac vice) 
r.benjamin.cassady@finnegan.com 
FINNEGAN, HENDERSON, FARABOW,  
GARRETT & DUNNER LLP  
901 New York Avenue, NW  
Washington, DC 20001 
Telephone: (202) 408-6088 
Facsimile: (202) 408-4400 

Attorneys for Defendants/Counterclaim Plaintiffs 
Wildcard Systems, Inc., eFunds Corporation, and 
Fidelity National Information Services, Inc. 

Case 0:15-cv-61736-BB   Document 192   Entered on FLSD Docket 06/08/2018   Page 23 of 24



23 

CERTIFICATE OF SERVICE 

I hereby certify that on June 8, 2018, I electronically filed the foregoing with the Clerk of 

the Court by using the CM/ECF system which will send a notice of electronic filing to: 

Edward S. Polk (Fla. Bar No. 239860) 
edward.polk@csklegal.com 
Cole, Scott & Kissane, P.A. 
9150 South Dadeland Blvd., Suite 1400 
Miami, Florida  33156 
Telephone: (305) 350-5338 
Facsimile: (305) 373-2294 
Jacqueline K. Burt (admitted pro hac vice) 
jburt@hgdlawfirm.com 
Jonathan R. Miller (admitted pro hac vice) 
jmiller@hgdlawfirm.com 
Heninger Garrison Davis, LLC 
3621 Vinings Slope, Suite 4320 
Atlanta, Georgia 30339 
Telephone:  (404) 996-0861, 0893 
Facsimile: (205) 547-5502, 5506 
W. Lee Gresham III (admitted pro hac vice) 
lee@hgdlawfirm.com 
Timothy C. Davis (Fla. Bar No. 571880) 
tim@hgdlawfirm.com 
HENINGER GARRISON DAVIS, LLC 
2224 1st Avenue North 
Birmingham, Alabama  35203 
Telephone:  (202) 326-3336 
Facsimile:  (202) 326-3332 
Attorneys for Plaintiff/Counterclaim- 
Defendant Alexsam, Inc. 

 
/s/ Emily Y. Rottmann 

Attorney 
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