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 UNITED STATES DISTRICT COURT 
MIDDLE DISTRICT OF FLORIDA 

ORLANDO DIVISION 
 

___________________________/ 
DIGITAL ASSURANCE  
CERTIFICATION, LLC, 
  Plaintiff, 
 
v.       Case No. 6:17-CV-72-ORL-41TBS 
 
ALEX PENDOLINO, JR.,  
  Defendants 
____________________________/ 
 
 

NON-PARTY LUMESIS, INC.’S RESPONSE TO  
PLAINTIFF’S AMENDED MOTION TO COMPEL 

 
Plaintiff’s Amended Motion to Compel (“Amended Motion”) must fail because (i) the Fed. R. 

Civ. P. Rule 45 subpoena (“Rule 45”, “Subpoena”) it served on non-party Lumesis, Inc. 

(“Lumesis”) goes far beyond the permissible scope of discovery allowed by Fed. R. Civ. P. Rule 

26(b) (“Rule 26”) and this District; (ii) Lumesis has already conducted an investigation of 

Defendant Alex Pendolino’s (“Pendolino”) Lumesis computer and provided the results to 

Plaintiff Digital Assurance Certification, Inc. (“DAC”); (iii) the Amended Motion is rife with 

serious material misrepresentations and gaping omissions of materially relevant facts; and (iv) 

DAC’s counsel did not confer with Lumesis’ counsel regarding the original Motion (“Original 

Motion”, Doc. 66) or this Amended Motion prior to filing as required pursuant to Local Rule 

3.01(g). 

I. BACKGROUND 
 

Pendolino was employed by DAC as a broker-dealer liaison until October 10, 2016, when 

he resigned. DAC claims that on October 5, 2016 and October 10, 2016, Pendolino used a USB 

flash drive (the “USB Drive”) with his laptop computer to access all of the documents on the 
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DAC shared network server. In doing so, DAC alleges that Pendolino allegedly misappropriated 

DAC’s “client lists, client contracts, pricing information, client reports and its methodologies, 

analyses, systems, and tools (including its Summary Page)” (defined in the Complaint as “DAC 

Trade Secrets”).1 

In early November 2016,  Pendolino sent an unsolicited resume to Lumesis, who hired 

him as a data analyst.2 Pendolino’s employment at Lumesis began on November 28, 2016.3   

In December, 2016, having learned that Pendolino was working for its direct competitor, 

DAC retained a forensics expert to examine the laptop Pendolino had used while with DAC.4 

The forensic expert determined that “[A]t and around [October 5, 2016], [unspecified] network 

locations and directories that contain [unidentified] DAC confidential information were accessed 

from the laptop.”5,6 (Bracketed information added for context).  

DAC’s expert then acknowledged that the accessed folders did not appear on the laptop 

hard drive.7  The expert further stated that it was not possible for him to even determine if any 

data was copied to the USB Drive.8  He only speculated there was no reason Pendolino would 

                                                
1 Doc. 1, Complaint, ¶¶ 29, 30, 12. DAC does not describe any of the allegedly misappropriated DAC Trade Secrets 
other than as general categories.   
2A data analyst is a completely different position than a broker-dealer liaison, with completely different 
responsibilities. See, Doc. 44, Declaration of Alex Pendolino, (“Decl. Pendolino”), ¶¶3, 62, 63, 65 
3 It should also be noted that Lumesis is located in Stamford, CT, while Pendolino works remotely from his home in 
Orlando, FL. 
4 Compl., ¶29 
5 Doc. 5, Declaration of Charles Platt, ¶11 (“Decl. Platt”). Unfiled Exhibit B to the Platt Decl. allegedly contains a 
list of all of the documents containing the allegedly misappropriated DAC Trade Secrets accessed from the laptop 
from the shared network server. However, Exhibit B has never been filed in the litigation and thus its contents, and 
the DAC Trade Secrets, have never been identified other than as broadly generic categories. 
6 It is not the forensic expert’s responsibility to opine on the content or the sensitivity of files or documents searched 
or accessed, only whether or not they were. Obviously, he cannot have first-hand, personal knowledge of whether or 
not the files or documents he alleged were accessed were “DAC Confidential”. That statement is hearsay and should 
be struck. 
7 Id., ¶10 
8 Decl. Platt, ¶ 12. 
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insert the USB Drive into the laptop other than to copy documents from the laptop,9 which Platt 

had already stated contained none of the allegedly accessed documents.   

There are no allegations in the Complaint that any of the “accessed” documents were 

copied directly onto the USB Drive. Which begs the question of how the USB Drive then could 

possibly contain the allegedly misappropriated DAC Documents if there were none on the laptop 

to copy.   

Notwithstanding its own forensic expert’s sworn testimony only that “several directories” 

under only one (1) parent directory were accessed, that no documents or files from them were 

found on the laptop, and that it was not possible for him to determine if any documents had been 

copied to the USB Drive, DAC not only claimed in the Complaint that Pendolino “accessed 

every single document on DAC’s shared drive,”10 but that Pendolino intentionally copied them to 

the USB Drive.11 DAC insists, without any basis and in contradiction to its own expert, that 

Pendolino must have misappropriated every single one of DAC’s confidential documents and 

DAC Trade Secrets and, using the USB Drive, uploaded them all onto his Lumesis work 

computer and into the Lumesis computer system. 

A. DAC’s Statement that DAC is “Without Any Prospect Of Obtaining 
the Discovery” of Pendolino’s Lumesis Issued Computer And 
Materials Stored On It Is Blatantly False.  

 
 In its Amended Motion, DAC alleges that its attempts to obtain discovery of Pendolino’s 

Lumesis-issued work computer were unavailing because Pendolino claimed that Lumesis owned 

the computer and materials stored on it and, therefore, in the absence of Lumesis’ providing the 

discovery sought in the Subpoena, DAC is unable to determine whether Pendolino uploaded any 

DAC Trade Secrets (as defined in the Complaint) to his Lumesis computer.  

                                                
9 Id.; Decl. Platt ¶12.  
10 Compl. ¶29 
11 Compl., ¶55 
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 DAC’s allegations are blatantly false. Lumesis had already undertaken a forensic 

examination of the computer Lumesis issued to Pendolino prior to the issuance of the Subpoena, 

and advised DAC that no DAC Documents, data or information had been found.  

 On January 24, 2017, Lumesis received a letter from DAC’s counsel Steven Hollman 

(“Hollman”) advising of the litigation against Pendolino, and requesting a litigation hold on 

various documents and other sources of potential information. Lumesis immediately complied 

with the request.12  

Lumesis independently conducted its own internal investigation, reviewing the single 

computer issued to Pendolino by Lumesis, including the hard drive, recycle bin, email, and all 

interfaces with Lumesis’ network systems, cloud network, and storage systems.13 Lumesis 

concluded that Pendolino had not provided it with any DAC data or documents via his Lumesis 

computer, nor did any such materials reside on that computer.14 A separate forensic examination 

of Pendolino’s computer determined that he had not inserted the infamous USB drive into the 

computer.15 As part of its investigation, Lumesis also interviewed those employees and 

management who worked with Pendolino, all of whom confirmed that Pendolino had not 

provided them, nor shared with them, any DAC documents or information, including the alleged 

“DAC Summary Page”.16 Lumesis also confirmed that Pendolino did not provide it with any 

DAC customer, pricing, services, or other sales related information.17 

                                                
12 Doc. 40, Declaration of Gregg L. Bienstock (“Decl. Bienstock”), ¶14 
13 Id., ¶¶16, 17; Doc. 41, Declaration of Timothy J. Stevens (“Decl. Stevens”), ¶8 
14 Decl. Bienstock, ¶¶17, 18; Decl. Stevens, ¶6 
15 Decl. Bienstock, ¶43; Doc. 42, Declaration of Charlie Longson, ¶¶11-14 
16 Decl. Bienstock, ¶¶19, 27-28. Lumesis has no idea what the DAC Summary Page is, and DAC has to date refused 
to provide it with any specific information about it. 
17 Id., ¶32 
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Lumesis advised DAC of the results of its investigation by letter dated February 2, 

2017,18 and confirmed in the Bienstock and Stevens Declarations. 

 Although all the evidence Lumesis could find clearly showed Pendolino did not provide 

Lumesis with any DAC documents, information, or data, Lumesis’ counsel Daniel C. Johnson 

(“Johnson”) and Steven J. Pacini (“Pacini”) offered to search Lumesis’ computer system again if 

DAC would provide the MD5 Hash value identifiers (MD5#)19 for each of the allegedly 

misappropriated DAC Documents.20  DAC refused, based on the circular reasoning that:  

“… we cannot know without additional discovery what particular DAC 
 information was misappropriated . . .”.21   

 
On June 27, 2017, Lumesis’ counsel Jill Sarnoff Riola (“Riola”) advised Hollman that a 

single DAC document had been found as a result of Lumesis’ investigations. That document had 

been forwarded to a Lumesis employee by a client on November 11, 2016, prior to Pendolino’s 

employment with Lumesis. The document was not solicited by the employee or anyone else at 

Lumesis.  The entire email string and the document were provided to DAC’s counsel, who was 

assured that Lumesis had made no use of it.22   

B. Hollman Claimed He Had Access to Lumesis’ Proprietary DIVER 
Underwriter Platform and Copies of Lumesis Trade Secrets, and 
Would Not Reveal His Source to Lumesis 

 
 On June 16, 2017, Hollman advised Johnson and Pacini that he had obtained both 

“access” to Lumesis’ proprietary and highly confidential DIVER Underwriter Platform (the 

“Underwriter Platform”) and was in possession of written documents showing what the 

                                                
18 Id., ¶16. 
19 In brief, an MD5# is a unique document identification code that can be applied to a document using the “MD5 
algorithm.” Every identical copy of the original document will have the same MD5# identification number. Thus, by 
obtaining the MD5# codes for each of the allegedly misappropriated DAC documents, Lumesis could run them 
through Pendolino’s computer and search for any documents with matching MD5# codes.   
20 Doc. 67-2, Declaration of Daniel C. Johnson (“Decl. Johnson”), ¶¶10-11; Doc. 67-3, Declaration of Steven J. 
Pacini (“Decl. Pacini”), ¶¶11-12 
21 Doc. 67-5, correspondence from Hollman to Pacini, June 26, 2017. 
22 Doc. 67-6, June 27, 2017 correspondence from Riola to Hollman 
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Underwriter Platform “does.”23  He claimed that he obtained the documents “properly”, but 

refused to provide any information to Lumesis’ counsel about how he obtained such access and 

documents.24 Johnson and Pacini made it clear that the Underwriter Platform and documents 

related to it contain Lumesis’ trade secrets and highly proprietary confidential information 

(“Lumesis Trade Secrets”,25 “Lumesis Information”26), and Lumesis could only assume such 

“access” and “possession” were obtained through misappropriation.27   

During subsequent correspondence between Hollman and counsel for Lumesis, Hollman 

vehemently denied having said he had access to the Underwriter Platform and continued to 

allege that DAC had obtained documents relating to it “lawfully”.  

 Hollman’s continuous refusals to voluntarily provide Lumesis with the requested 

information regarding the Underwriter Platform, as well as his discourteous, dismissive, and 

generally uncooperative manner, caused Lumesis and its counsel to seriously distrust him.  

 Accordingly, Lumesis added a provision to the proposed confidentiality agreement draft 

precluding Hollman and his law firm (but not other DAC counsel) from accessing or reviewing 

any Lumesis Trade Secrets or Lumesis Information.   

 On July 28, 2017, Lumesis served its Second Amended Objections and Responses to the 

Subpoena on DAC (“Second Amended Responses”).28  

C. Plaintiff  DAC’s Failure To Confer Pursuant To Middle District Of 
Florida Local Rule 3.01(g)  

 

                                                
23 Doc. 67-2, Declaration of Daniel C. Johnson (“Decl. Johnson”), ¶¶4-9; Doc. 67-3, Declaration of Steven J. Pacini 
(“Decl. Pacini”), ¶¶4,5, 6, 10    
24 Decl. Johnson, ¶¶8, 9; Decl. Pacini, ¶7, 9 
25 Doc. 67-4, Declaration of Timothy Stevens in Support of Motion to Quash, (“MTQ Stevens”), ¶6 
26 Id. 
27 Decl. Pacini, ¶27 
28 Doc. 67-9. Lumesis’ First Amended Responses and Objections were served on June 27, 2017 (“First Amended 
Responses” also “Superseded Responses”). 
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 On Wednesday, August 16, 2017, at 4:13 p.m., Hollman called Riola and they had a three 

(3) minute telephone call.29 Hollman immediately stated the call was a 3.01(g) conferral and 

asked Riola whether it was still Lumesis’ position that he not be allowed to access Lumesis 

confidential information. Riola confirmed that was the case. Hollman said he would have to 

“bring it to court”.  Ms. Riola asked him why he was unwilling to advise her what he allegedly 

did say to Johnson and Pacini rather than continuing to vehemently deny what they said, and that 

if he told her what he did say, perhaps they could avoid going to court. Hollman repeated that he 

never mentioned having access to the electronic version of Underwriter, and that he only said his 

client had copies of reports that it obtained in a way it believes was legitimate.  He refused to 

provide any further information on that point. Riola said she would confer with Johnson and get 

back to Hollman the next day.30  

 The conversation ended there. At no time did Hollman mention the Motion to Compel, 

the Subpoena, or production of documents. The only item discussed was Lumesis’ insistence that 

Hollman be precluded from accessing Lumesis Trade Secrets and Lumesis Information.31 

Clearly, three (3) minutes is insufficient time to have a substantive conferral on both topics.  

 Riola emailed Hollman the next afternoon, Thursday, August 17, 2017, advising that 

Lumesis agreed to remove the preclusive provision from the confidentiality agreement draft.32 At 

4:38 p.m. that same day, Hollman sent Riola an email, agreeing to finalize the confidentiality 

agreement, adding “I am presuming that your position on the timing and content of production in 

response to the subpoena request otherwise is unchanged, but please let me know if the Lumesis 

                                                
29 Declaration of Jill Sarnoff Riola (“Decl. Riola”), Exhibit A hereto, ¶3 
30 Id. ¶¶4-6  
31 Id. ¶6 
32 Id., ¶9.  
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position has evolved in light of the resolution on terms for the confidentiality agreement.”33 

 Without waiting for a response, and with absolutely no Local Rule 3.01(g) conferral on 

the issue, by 2 pm the next day, DAC filed the original Motion to Compel (“Original Motion”).34 

The Certificate of Conferral within the Original Motion indicated that Hollman’s three minute 

conversation with Riola regarding the confidentiality agreement was a conferral for the Original 

Motion. It was not. At no time during that August 16, 2017 conversation did Hollman mention a 

Motion to Compel, the Subpoena, or production of documents. The only item discussed was 

Lumesis’ insistence that Hollman be precluded from accessing Lumesis Trade Secrets and 

Lumesis Information.35 

 On Tuesday, August 22, 2017, counsel for Lumesis arranged its own 3.01(g) conferral 

with counsel for DAC,36 regarding Lumesis’ Motion to Quash.37  During the conferral it became 

clear that Hollman was unfamiliar with the contents of the Subpoena, which he had signed, and 

had not read Lumesis’ Second Amended Responses, since Riola had to bring to his attention that 

the Original Motion was based on Lumesis’ first Amended Responses, which had been 

superseded by the Second Amended Responses.38   

 Lumesis’ counsel also advised DAC’s counsel that the alleged “meet and confer” as 

claimed in the Original Motion was insufficient under the Local Rules.39 Counsel for DAC did 

not deny, and thus admitted, that Hollman did not discuss the Subpoena or the Original Motion 

in his discussion with Riola.40 Although DAC indicated it would (and did) file an amended 

                                                
33 Id., ¶8 
34 Doc. 65 
35 Decl. Riola, ¶9 
36 Id., ¶10; Declaration of Daniel C. Johnson (“Decl. Johnson”), Exhibit B hereto, ¶4 
37 Doc. 67 
38 Decl. Riola, ¶10; Decl. Johnson, ¶6 
39 Decl. Riola, ¶11; Decl. Johnson, ¶5 
40 Decl. Riola, ¶12; Decl. Johnson, ¶5 
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Motion to Compel (“Amended Motion”), the August 22, 2017 telephone conference does not 

constitute a Rule 3.01(g) conferral for the purpose of this Amended Motion, since (i) DAC did 

not deny, and therefore admitted, its failure to confer on the Original Motion; (ii) Lumesis had no 

obligation to advise DAC of its serious error in basing the Original Motion on the wrong 

document; and (iii) the mere existence of correspondence or telephone conversations between 

Lumesis and DAC over a period of months does not equate to a conferral as contemplated by the 

Local Rules.  

 Additionally, the Certificate of Conferral for this Amended Motion materially 

misrepresents the content of the August 16, 2017 telephone conference between Hollman and 

Riola by stating that “counsel for DAC spoke with counsel for Lumesis . . . advising of DAC’s 

intention to seek an order compelling production from the Court . . .”. As previously noted, not 

only did Hollman not even mention the issue of an order to compel, he admitted as much in the 

August 22, 2017 teleconference.  

II. MEMORANDUM 

A. DAC’S FAILURE TO CONFER WITH LUMESIS PRIOR TO THE 
FILING OF THIS MOTION REQUIRES THAT THE  MOTION BE 
DENIED IN ITS ENTIRETY 

 
 Counsel admitted to the Bar of this Court, including those admitted pro hac vice, are 

expected to know its Local Rules, including Rule 3.01(g) which provides, in relevant part: 

Before filing any motion in a civil case . . . the moving party shall confer with 
counsel for the opposing party in a good faith effort to resolve the issues raised 
by the motion, and shall file with the motion a statement (1) certifying that the 
moving counsel has conferred with opposing counsel and (2) stating whether 
counsel agree on the resolution of the motion. M.D. Fla. Rule 3.01(g). (Emphasis 
added).  
 

Additionally, the Case Management Order41 in this litigation specifically states that: 
 
                                                
41 Doc. 51, p. 4  
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The term “confer” in Rule 3.01(g) requires a substantive conversation in person 
or by telephone in a good faith effort to resolve the motion without court action 
and does not envision an exchange of ultimatums by email or letter. Counsel who 
merely “attempt” to confer have not “conferred.” . . . The Court will deny motions 
that fail to include an appropriate, complete Rule 3.01(g) certificate. 

See, Lincoln Benefit Life Company v. Lafrance, 2016 WL 6600976, *4 (M.D. Fla. Nov. 8, 2016);  

Selectica, Inc. v. Novatus, Inc., 2014 WL 1930426, at *2 (M.D. Fla. May 14, 2014).  

 The contentious and often condescending correspondence sent by Hollman to Lumesis’ 

counsel over the course of the last several months,42 as well as the email Hollman sent to Riola 

prior to filing the Original Motion, clearly do not fulfill this district’s “meet and confer” 

requirements. Nor does it demonstrate the level of civility and cooperation this District expects 

of counsel.  Local Rule 2.04(h) (“Attorneys and litigants should conduct themselves with civility 

and in a spirit of cooperation in order to reduce unnecessary cost and delay.”). 

 Nor did DAC meet the lesser conferral standard of  Fed. R. Civ. P. 37(a)(1) before filing 

the Motion to Compel.  

 Rule 37(a)(1), Fed. R. Civ. P., provides: 
 

On notice to other parties and all affected persons, a party may move for an order 
compelling disclosure or discovery. The motion must include a certification that 
the movant has in good faith conferred or attempted to confer with the person or 
party failing to make disclosure or discovery in an effort to obtain it without court 
action. Fed. R. Civ. P. 37(a)(1).  
 

  “The good[-]faith conferral requirement in the Local Rules is stricter than the Rule 37 

good[-]faith conferral requirement.” Knights Armament Co. v. Optical Sys. Tech., Inc., 254 

F.R.D. 470, 472 (M.D. Fla. 2008). “The term ‘confer’ in Rule 3.01(g) requires a substantive 

conversation in person or by telephone in a good[-]faith effort to resolve the motion without 

                                                
42 Docs. 67-5, 7; Docs. 68-3, 4 
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court action. Counsel who merely ‘attempt’ to confer have not ‘conferred.’” Selectica, 2014 WL 

1930426, at *2. 

 DAC’s counsel’s obligation to confer meaningfully with Lumesis’ counsel prior to filing 

a motion to compel discovery is clear by operation of both Local Rule 3.01(g) and Rule 37. A 

three (3) minute telephone conversation is simply insufficient time for a substantive conferral 

regarding the issues involved in responding to a Subpoena with 19 extremely broad requests, 

many of them not even relevant to the underlying litigation.  

  While a moving party’s failure to satisfy the stricter requirements of Local Rule 3.01(g) 

may, at the Court’s discretion, be excused in limited circumstances where the movant otherwise 

makes a good-faith effort to confer as contemplated by Rule 37(a)(1), see, e.g., Knights, 254 

F.R.D. at 472–73, failure to comply with the requirements of both Rule 37(a)(1) and Local Rule 

3.01(g) constitutes sufficient grounds to deny the relief sought by the noncompliant moving 

party, see Esrick v. Mitchell, 2008 WL 5111246, *1 and n. 6  (M.D. Fla. Dec. 3, 2008) (citing 

cases).  

 This Court should find that DAC failed to satisfy its obligation  under both rules because 

DAC never meaningfully conferred or attempted to confer in good faith -- whether in person, by 

telephone, or in writing -- on the substance of the issues underlying this Motion. Regions Bank v. 

Legal Outsource PA, 2016 WL 7228738, *2 (M.D. Fla. Mar. 10, 2016). 

B. THE SUBPOENA SEEKS INFORMATION OUTSIDE  
 THE SCOPE OF PERMISSIBLE DISCOVERY43 
 

 The Complaint alleges four (4) claims against Defendant Pendolino: (i) violation of the 

Defend Trade Secrets Act by his alleged misappropriation of DAC Trade Secrets; (ii) violation 

of the Florida Uniform Trade Secrets Act by Pendolino based on the same allegations of 
                                                
43 Lumesis has addressed its substantive objections to the specific Subpoena Requests in detail in its Motion to 
Quash (Doc. 67), and, for the sake of brevity, incorporates them by reference in this Response.  
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misappropriation of the DAC Trade Secrets; (iii) breach of contract for allegedly breaching his 

confidentiality agreement; and (iv) violation of the Computer Fraud and Abuse Act for allegedly 

copying the purportedly misappropriated DAC Trade Secrets onto a USB drive. 

  There are no claims against Pendolino alleging breach of any non-solicitation or non-

compete agreement, nor could there be, since he never entered into any with DAC.44 

 DAC claims its Requests seek “highly relevant documents”.45  But most of them have 

nothing to do with Pendolino or this case. Instead, DAC actually states it seeks information 

pertaining to:  

 “Lumesis’s (sic) apparent access to and use of DAC’s proprietary and confidential 
 business information, including but not limited to DAC’s Summary Findings 
 Page ...”46 and “documents and information which evidence Lumesis’s (sic) 
 solicitation of  DAC’s customer, Stifel ... by using DAC’s proprietary information 
 or a product strikingly similar to DAC’s Summary Findings Page and whether 
 that product was developed through the improper use of DAC confidential 
 information.”47 
 
 There are no claims in the underlying litigation against non-party Lumesis. 

Notwithstanding the very specific fact that Lumesis is not a party to this litigation, DAC clearly 

states in its Motion that:   

 “All of these [subpoena] requests are … relevant to DAC’s claims in the proposed 

Amended Complaint against Lumesis”.48 (Emphasis added). 

 DAC appears to be jumping the proverbial gun. The proposed Amended Complaint is 

exactly that – proposed. 

 Rule 26(b) by its terms, plainly applies to existing litigation, and not to anticipated 

litigation that has not been instituted.  

                                                
44 Doc. 44, Declaration of Alex Pendolino (“Decl. Pendolino”), ¶ 5 
45 Doc. 68, Amended Motion, p. 15. 
46 Id., p. 14 
47 Id., p. 15 
48 Id. 
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 Fed. R. Civ. P. Rule 26(b) Discovery Scope and Limits.  
 

(1) Scope in General. Unless otherwise limited by court order, the scope of 
discovery is as follows: Parties may obtain discovery regarding any non-
privileged matter that is relevant to any party’s claim or defense and proportional 
to the needs of the case, considering the importance of the issues at stake in the 
action, the amount in controversy, the parties’ relative access to relevant 
information, the parties’ resources, the importance of the discovery in resolving 
the issues, and whether the burden or expense of the proposed discovery 
outweighs its likely benefit. (Emphasis added). 
 

  Rule 26(g)(1)(B) (iii) provides that when counsel signs a discovery request, response, or 

objection, they are certifying that it is not “unreasonable nor unduly burdensome or expensive, 

considering the needs of the case, prior discovery in the case, the amount in controversy, and the 

importance of the issues at stake in the action.” Selectica, Inc. v. Novatus, Inc., 2014 WL 

1930426, *4 (M.D. Fla. May 14, 2014).  

 Seeking documents and information from a non-party relevant only to that non-party for 

a prospective litigation against that non-party at the very least imposes on it both an undue 

burden and an undue expense, but more appropriately should be called out for what it is -- abuse 

of the Rule 45 subpoena power to conduct early discovery of Lumesis, without Lumesis having 

the reciprocal right to conduct discovery of DAC. 

 The scope of discovery under the Federal Rules of Civil Procedure changed on December 

1, 2015. Gensler, 1 Federal Rules of Civil Procedure, Rules and Commentary, Rule 26, p. 15 

(2017).  The 2015 Amendments specifically deleted the provisions allowing discovery of matter 

“reasonably calculated to lead to the discovery of relevant evidence”, Id. at 17, and the cases 

cited by DAC to that effect are inapplicable.  

 Fed. R. Civ. P. 26(b) now requires that discoverable matter must be relevant to any 

party’s actual claim or defense, Id. at 15, not to the subject matter. Alilin v. State Farm Mutual 

Automobile Insurance Company, 2015 WL 10844232 (M.D. Fla. July 24, 2015).  
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 The Rules further require proportionality, reasonableness, convenience and, above all, 

common sense.  Gensler, Rule 26, supra at 17.  “Proportionality is now ‘an overarching’ element 

of the scope of discovery. As one court explained, ‘[t]here comes a point where the marginal 

returns on discovery do not outweigh the concomitant burden, expense, and bother. The Court’s 

role is to try and find the right balance.’” Id., at 18. 

 A party issuing a subpoena must take reasonable steps to avoid imposing an undue 

burden or expense on the person subject to the subpoena. Fed. R. Civ. P. 45(c)(1);  Selectica, 

supra. DAC has not been reasonable.   

 DAC is unequivocally engaging in abusive discovery practices. Its Amended Motion 

should be denied and it should be subject to appropriate sanctions. 

1. Subpoena Requests 1-7, and 9 are Unreasonable, Unduly 
Burdensome,  and Duplicative of Information Previously Provided by 
Lumesis to DAC 

 
 Requests 1-7, 9 and 18 all require an extremely broad range of  information, documents 

and data from or relating to the computer provided by Lumesis to Pendolino.  Lumesis has 

already done a complete forensic examination of Pendolino’s computer; no DAC Documents, 

information, or data were found.   

 Lumesis has already advised DAC that the USB Drive was not attached to the Lumesis 

computer, as well as providing DAC with the results of its own internal investigation.  

 The documents and information requested in Subpoena Requests 1-7, and 9 will not 

produce any additional information regarding the USB drive other than to confirm what the 

previous forensic examination showed – that the USB drive was never used with, nor 

attached to Pendolino’s Lumesis computer.49 The only way DAC is going to find out what is 

                                                
49 Doc. 67-8, Declaration of Michael D. Sarlo (“Decl. Sarlo”), ¶15 
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on the USB Drive is by reviewing the USB Drive, which belongs to Pendolino.50 On the 

other hand, the requested material contains Lumesis Information and Lumesis Trade Secrets51 

that are completely irrelevant to this action, and unnecessary to DAC’s discovery. The disclosure 

of such Lumesis Information and Lumesis Trade Secrets to DAC, a major Lumesis competitor,  

is completely unwarranted, has nothing whatsoever to do with any of the claims against 

Pendolino, and would put Lumesis at a distinct competitive disadvantage52 by allowing DAC  

unilateral access to the internal workings of Lumesis’ technology and business operations for 

absolutely no purpose relevant to this litigation. 

  Nor are the Requests specific to locating information directly relevant to the DAC Trade 

Secrets or to any of the claims against Pendolino. Given that DAC does not know what it is 

looking to find on Lumesis’ computers, Lumesis certainly cannot be expected to know either.  

The Requests require that Lumesis simply turn over any information found, not just reasonably  

identified information, data or documents specifically relevant to the claims against Pendolino, 

and they cannot possibly be more disproportional to DAC’s needs in relation to its claims against 

Pendolino. 

 Request 7 is particularly representative of the Subpoena’s defects. DAC seeks “all 

computer artifacts” that reference unidentified “DAC Documents, data or information.”  The 

term “computer artifacts” is undefined in the Subpoena and has no specific industry definition 

that applies in the context of the Subpoena. When asked during the August 22, 2017 

teleconference to define the term “computer artifacts”,  Hollman admitted he had no idea what it 

                                                
50 Lumesis has been advised by DAC that the USB Drive cannot be found. The situation is not unlike the old joke 
about the man crawling around on the sidewalk, under a lamp post one night, intently looking for something. His 
friend walks by and asks what he is doing. The man responds that he lost his contact lens and is trying to find it. The 
friend says where did you lose it, I’ll help you look. The man points down the block. The friend says, if you lost it 
down there, why are you looking here? The man replied, “The light’s better.” 
51 MTQ Stevens, ¶6 
52 MTQ Stevens, ¶21 
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meant and was unaware it had no meaning in the context of the Request.53 Coupled with the 

similarly amorphous “DAC Document”,  DAC brings a motion before this Court to compel 

Lumesis to produce something DAC itself can’t define.  

 Requiring Lumesis to search through the entire Lumesis Network for information, data, 

or documents that DAC cannot describe or define is irresponsible on DAC’s part, and wholly in 

violation of the both the spirit and letter of Rules 26(b) and 45, as well as Local Rule 2.04(h).   

  2. Subpoena Requests 6, 8, 9, 13, 14, 15, 16, 17, and 19 Are Not  
   Relevant to the Claims in the Litigation, Unduly Burdensome, 
   Expense, and Harassing. 
 
 Subpoena Requests 6, 8, 9, 13, 14, 15, 16, 17, and 19 seek matter not relevant to the 

specific claims of the Complaint, are outside the scope of permissible discovery, and should be 

denied. 

 These Requests require substantial information only relating to, or regarding, the business 

and technology of non-party Lumesis itself. These Requests seek, inter alia, disclosure of 

Lumesis Trade Secrets and Lumesis Information regarding its research and development and 

internal business policies;54 unlimited forensic images of its internal computer networks, storage 

systems, and proprietary platforms, employees’ computing devices (including their personal 

devices); client information, and the like, under the guise of searching for unknown, unidentified, 

and undescribed “DAC Documents”.55    

 None of the Requests are limited to locating specific DAC documents containing DAC 

Trade Secrets. The documents and information requested are completely irrelevant to this action, 

and unnecessary to DAC’s discovery in the pending case. As DAC specifically makes clear in 

the Amended Motion, these Requests are unauthorized “early discovery” of non-party Lumesis, 

                                                
53 Decl. Riola, ¶14; Decl. Johnson, ¶6 
54 MTQ Stevens, ¶17-21 
55 Id. 
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based on the claims set forth in the proposed Amended Complaint. But the Amended Complaint 

has not been made a part of the pending action, Lumesis is not a party, and DAC is doing 

nothing more than abusing the subpoena power of Rule 45. 

  3. Subpoena Requests 8, 12, 18, and 19 Refer to Third 
   Parties Not Relevant to Any Claims in the Complaint 
 
 Subpoena Requests 8, 12, 18, and 19 refer to unidentified “DAC clients”,  Stifel, Inc. and 

its employees, and to U.S. Bank.  DAC has made no claims against Pendolino alleging breach of 

a non-solicitation or non-compete agreement. In fact, the names of most, if not all, of DAC’s 

clients are a matter of public record and listed on DAC’s own website at www.dacbond.com. 

 Requests seeking information relating to Pendolino’s or Lumesis’ business activities with 

any third parties, whether or not clients of either or both Lumesis or DAC, are wholly irrelevant 

to the underlying litigation.    

 Lumesis is free to compete with DAC for clients, and clients are free to move from DAC 

to Lumesis and vice versa. DAC, however, is not free to hide behind a Rule 45 subpoena to 

inquire into Lumesis’ business dealings.   

  Further, producing all of these requested documents would require reviewing every 

Lumesis employee’s computer and computing device (work computer, cell phone, laptop, tablet, 

etc.), the entire Lumesis Network – computer systems, shared network servers, cloud servers, 

outlook/email servers, and the like, at great expense56 and for absolutely no purpose relevant to 

the underlying litigation.  

C. LUMESIS’ SECOND AMENDED RESPONSES AND OBJECTIONS 
WERE SPECIFIC, NOT BOILERPLATE, AND DAC DID NOT ENGAGE 
IN GOOD FAITH NEGOTIATIONS REGARDING WITH LUMESIS 
REGARDING THE SUBPOENA REQUESTS 

 

                                                
56 Decl. Sarlo, ¶¶11, 14 
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 DAC refers to Lumesis’ Responses as “boilerplate”. To the contrary, Lumesis’ Second 

Amended Responses are detailed and specific. DAC’s “boilerplate” argument is unchanged from 

its Original Motion, filed only four (4) days before this Amended Motion, based on Lumesis’ 

first Amended Responses and Objections.  

 During the August 22, 2017 teleconference between counsel, Lumesis’ counsel had to tell 

DAC’s counsel that its Motion was based on the Superseded Responses.57 DAC then filed this 

Amended Motion, presumably to address the Second Amended Responses.  

 DAC was clearly unaware that it had based its Original Motion on the wrong document 

until Lumesis’ counsel raised the issue and, since the Second Amended Responses on which this 

Amended Motion is based are specific and detailed, it seems that DAC never bothered to read the 

Second Amended Responses prior to bringing either the Original or Amended Motions.58   

 DAC goes to great length to list the dates of letters and phone calls between counsel for 

both parties to attempt to show its “good faith” negotiations, but fails to detail their substance. As 

discussed, supra, DAC has consistently refused to provide Lumesis with any truly reasonable 

descriptors, search words, or MD5#s to enable Lumesis to search its computer system for 

relevant material. To the contrary, DAC has insisted on the broad-brush approach because it has 

no idea what it is looking for.  

 Similarly, Lumesis was willing to enter into a confidentiality agreement until Hollman 

told Lumesis’ counsel that he had access to the proprietary and highly confidential Underwriter 

Platform and that DAC had documents relating to it, which it had obtained “lawfully”. In fact, 

Lumesis was still willing to enter into the agreement; it simply required that Hollman and his 

                                                
57 Decl. Riola, ¶10 
58 Id.  
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firm (but not any other of DAC’s counsel) not have access to any of the Lumesis Information or 

Lumesis Trade Secrets.  

 The correspondence attached as Exhibits to both Lumesis’ Motion to Quash and DAC’s 

Motion to Compel59 clearly show DAC’s unwillingness to negotiate for any position but its own. 

 During the August 22, 2017, teleconference, Riola specifically stated it was a Rule 

3.01(g) conferral and went into great detail discussing the issues that Lumesis had with the 

Requests, including that Lumesis had received estimates from its forensic computer expert that 

the costs for producing all of the material requested could run in excess of $100,000. Among 

other things, the issues discussed included that the detailed search requests for Pendolino’s 

computer would not show anything that Lumesis had not already produced, the meaning of the 

term “computer artifacts”, and that the Requests geared solely to Lumesis were wholly outside 

the scope of the Federal Rules.60   

CONCLUSION 

 DAC has misused and abused the subpoena power of Fed. R. Civ. P. Rule 45 to attempt 

to obtain documents, data and information from Lumesis to which DAC simply is not entitled. 

Lumesis has indicated its willingness to search Pendolino’s Lumesis computer if DAC provides 

it with identifiable and relevant search parameters. DAC has refused to do this.  In turn, Lumesis 

has refused to turn its entire computer network system over to DAC for what amounts to an 

unfettered scavenger hunt through Lumesis’ business and technology to enable DAC to conduct 

early discovery of a proposed litigation that does not exist. 

                                                
59 Docs. 67 and 68 
60 Hollman stated that the Lumesis requests were relevant because they were “likely to lead to the discovery of 
relevant evidence”. He was politely informed by Ms. Riola that the Federal Rules had been revised in December, 
2015, and Rule 26(b) no longer contained that provision. Decl. Riola, ¶15; Decl. Johnson, 7. However, the Amended 
Motion, which was filed after the teleconference, still contained legal argument and case citations to the superseded 
Rule 26.  
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 DAC filed this Amended Motion only after Lumesis pointed out that it had filed its 

Original Motion based on the Superseded Response.  DAC apparently did not read the Second 

Amended Responses before filing the Amended Motion, or it would have known they were 

specific and detailed, and not “boilerplate and vague”. The Amended Motion contains legal 

arguments that are inapplicable because the relevant law changed almost two (2) years ago. The 

Certificate of Compliance continues to contain material misrepresentations, even after discussion 

with Lumesis counsel, making them more egregious. 

 Most importantly, DAC does not discuss or justify a single one of its Requests, or for that 

matter, any of Lumesis’ Second Amended Responses, under applicable law. The Amended 

Motion comes down to nothing more than “give it to me because I want it.” 

 DAC’s Motion to Compel should be denied, DAC and its counsel should be subject to 

sanctions for filing a frivolous motion, and Lumesis should be awarded its attorneys’ fees. 

Respectfully submitted September 7, 2017. 
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