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UNITED STATES DISTRICT COURT 
MIDDLE DISTRICT OF FLORIDA 

ORLANDO DIVISION 

DIGITAL ASSURANCE CERTIFICATION, LLC, 

Plaintiff, 

v. 

ALEX PENDOLINO, JR., 

Defendant. 
/

Case No. 6:17-CV-72-ORL-41TBS 

PLAINTIFF'S RESPONSE TO LUMESIS, INC.'S MOTION TO QUASH  

Plaintiff, Digital Assurance Certification, LLC ("DAC"), hereby responds in 

opposition to the motion filed by non-party Lumesis, Inc. ("Lumesis") to quash the subpoena 

served by DAC on May 9, 2017 [Doc. 67] (the "Motion").  While Lumesis is currently not a 

party to this action, and thus was served with the subpoena pursuant to Rule 45 of the Federal 

Rules of Civil Procedure, DAC has pending a motion for leave to amend the complaint to add 

Lumesis as a party to this action [Doc. 60].     

I. Pertinent Background 

A.  Case Overview 

This is a trade secret misappropriation case involving Defendant Alex Pendolino 

("Pendolino"), formerly a DAC employee and now employed with DAC's competitor, 

Lumesis.  DAC filed its Verified Complaint on January 17, 2017.  [Doc. 1]  Although 

Defendant Pendolino's motion to dismiss or for definite statement is fully briefed (see Docs. 

45, 49) and remains pending, Plaintiff subsequently filed a motion for leave to amend the 
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complaint [Doc. 60] and believes its proposed Amended Complaint [Doc. 60-1] moots 

Pendolino's  motion to dismiss.   

As explained in the motion for leave to amend, in addition to revising certain general 

allegations, DAC also seeks to add Defendant Pendolino's new employer, Lumesis, to the 

action.  As described in detail in the motion for leave and the proposed Amended Complaint, 

in the course of DAC's continued investigation into the circumstances of Defendant 

Pendolino's new employment with Lumesis, DAC has discovered that after Pendolino's 

employment, Lumesis began marketing materials that bear a substantial resemblance to 

DAC's own proprietary product.  See, e.g., Proposed Amended Compl. [Doc. 60-1] at ¶¶ 66–

70.  In addition, one of DAC's clients, Stifel Financial Corporation, recently left DAC to 

become a customer of Lumesis, id. at ¶ 66, and Lumesis recently produced to DAC a copy of 

a DAC proprietary product that Lumesis alleges it received from Stifel.   

B. DAC's Subpoena 

After propounding discovery requests upon Defendant Pendolino and receiving 

Pendolino's repeated response and objection that he was unable to produce documents and 

materials contained on Lumesis's computer and network system, DAC served its Rule 45 

subpoena duces tecum upon Lumesis on May 9, 2017.  See Exhibit 1 hereto.  On May 23, 

Lumesis served its responses to the subpoena, objecting to each and every request.  Counsel 

for DAC and Lumesis have engaged in numerous communications regarding Lumesis's 

objections.  Lengthy telephone conferences between the attorneys occurred on May 30, 2017 

and June 16, 2017.  Lumesis served its amended responses to the subpoena on June 27, 2017.  
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Lumesis then served its second-amended responses on July 28, 2017.  Several letters and 

emails were exchanged between counsel in an effort to resolve Lumesis's objections.   

DAC attempted to alleviate Lumesis's concerns about the potential disclosure of 

confidential information by proposing Lumesis join in a confidentiality agreement already 

being contemplated between DAC and Defendant Pendolino.  Lumesis initially asserted that 

the confidentiality agreement was a matter between Defendant Pendolino and DAC but 

subsequently joined in discussions over its form.  Leading up to DAC's filing of its motion to 

compel on August 18, 2017, it appeared the parties would not reach agreement on the 

provisions of the confidentiality agreement; however, upon DAC's counsel advising Lumesis's 

counsel it would include the confidentiality issue in its motion to compel, Lumesis changed 

position and agreed to enter into the three-party confidentiality agreement.  See Declaration of 

Steven Hollman, filed herewith, ¶ 26.

C. DAC's Counsel Does Not Have Access to Lumesis Trade Secrets 

 It was during a lengthy conference call between counsel on June 16, 2017 addressing 

Lumesis's objections to the subpoena, that Lumesis's counsel claims DAC's attorney, Mr. 

Hollman, disclosed that he had Lumesis's confidential DIVER platform information.  See 

Lumesis Motion at 5-7.  This is a disappointing distortion of the conversation that occurred. 

During the call, counsel for Lumesis asserted that as a non-party, it had no 

responsibility to search for any of the information requested in the subpoena, and that the 

information was irrelevant in any event because DAC had no good faith belief that Lumesis 

was involved in any misappropriation of DAC information.  In response, Mr. Hollman stated 

that DAC had reason to believe that Pendolino and a DAC client connected with Mr. 
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Pendolino were involved in providing information to Lumesis to help make its report format 

(referred to by Lumesis in its motion as its DIVER platform) more like DAC's.  Mr. Hollman 

further explained that DAC had become apprised that, since the commencement of Mr. 

Pendolino's employment, Lumesis had indeed made changes to its report format to make it 

more closely resemble the DAC Summary Findings Page.  See Hollman Decl. ¶ 12.  Thus, 

DAC's counsel was explaining to Lumesis's counsel exactly why the documents requested 

were relevant to its case.  See Declaration of Todd Pittenger, ¶ 7.  Thereafter, Lumesis's 

counsel accused Mr. Hollman of having access to Lumesis's DIVER platform and several 

communications were exchanged between counsel regarding this side dispute.  Although Mr. 

Hollman and co-counsel Mr. Pittenger have stated unequivocally that Lumesis's counsel 

misunderstood Mr. Hollman's statement and neither he nor DAC had access to Lumesis's 

DIVER platform, Lumesis and its counsel refuse to accept this assurance. 

As set forth in the declaration of Mr. Hollman filed herewith, neither he nor DAC have 

access to Lumesis's DIVER platform.  Hollman Decl. ¶ 23.  Also as explained by Mr. 

Hollman, the information concerning Lumesis's DIVER report came to DAC in the ordinary 

course of business.  See id. ¶ 15.  DAC's primary role in the municipal market is that of a 

dissemination agent.  DAC represents thousands of issuers across the United States.  DAC 

develops and maintains compliance websites for its clients, including the history of all of their 

secondary market filings.  Id.  As issuers come to market, SEC Rule 15c2-12 requires the 

underwriter to describe (for investors) the issuer's 5 year filing history (referred to as a 5 year 

look back report).  In performing its services, DAC also provides underwriters with 5 year 

look-back reviews for new bond issues.  Id.
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As a market professional, DAC's dissemination agent clients routinely ask for DAC to 

comment on the accuracy of an underwriter's 5 year look back reports.  Id.  These 

communications occur as part of DAC's normal dissemination agent operations.  Therefore, 

DAC's client service managers sometimes receive reports generated by Lumesis.  Id.  The 

receipt of these Lumesis-generated reports have occurred both prior to Pendolino's 

employment at Lumesis in November 2016, and after.  Id.  The changes in Lumesis's reports 

from before December 2016 to those generated after December 2016 are visually very 

obvious, with the post-December 2016 reports showing a dramatic resemblance to DAC's 

proprietary Summary Findings Page.  Id.  The level of duplication of DAC's format in 

Lumesis's post-2016 reports is so extensive that it even includes DAC's graphics and report 

layouts.  Id.

D. The Pending Discovery Motions 

DAC initially filed its motion to compel production on August 18, 2017 [Doc. 65].  

An additional telephone conference occurred on August 22, 2017, and DAC amended its 

motion to compel and filed the amended motion that same date [Doc. 68].  Lumesis filed its 

motion to quash the subpoena [Doc 67] also on August 22, 2017. 

 Lumesis essentially makes three arguments in support of its motion: (1) as Lumesis is 

a non-party, DAC should get the documents from Pendolino instead; (2) the requests seek 

Lumesis's confidential and trade secret information; and (3) the subpoena is overly broad, 

unduly burdensome and seeks irrelevant information.  On the contrary, as set forth below, 

DAC took care to narrowly tailor its requests, has no interest in Lumesis's purported 
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confidential or trade secret information, and has made efforts to relieve the burden imposed 

upon Lumesis.   

II. DAC is Unable to Obtain the Requested Documents from Pendolino 

DAC initially sought the documents it seeks from Defendant Pendolino.  However, 

Pendolino responded that his work-issued computer and materials stored on it, as well as any 

materials provided by Pendolino and contained on Lumesis's network, are the property of 

Lumesis and, therefore, objected to the production of any documents or electronic devices or 

electronically stored information on the bases that such material must be sought from 

Lumesis.  See Exhibit 2 attached hereto - Defendant Pendolino's Response to DAC's First 

Request for Production, at Response Nos. 1-2, 4-6, 10.    

Indeed, Pendolino's objections indicate that DAC's confidential or trade secret 

information has been placed on or is stored on Lumesis's system.  For example, request for 

production # 2 to Pendolino requests: 

Any program or service used to store any of DAC's Confidential or Trade 
Secret Information or any Documents that contain DAC's Confidential or 
Trade Secret Information. 

See Exhibit 2b attached hereto at Request No. 2.  In response, in addition to a lengthy general 

objection concerning breadth and burdensomeness, Pendolino also objected that: 

…Finally, Defendant objects to the production of any electronic device, 
program or service to the extent that it is owned by Lumesis, Inc. and not by 
Defendant.  

Ex. 2 at Response No. 2.  The requests were propounded to Pendolino, seeking documents in 

Pendolino's custody and control, and yet, he felt obliged to disclose that he objected to 

documents that may be stored on Lumesis's network system.  If Pendolino had never 
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transmitted, saved, uploaded, stored, or provided DAC documents to the Lumesis network 

system, or a Lumesis employee, why did he feel obliged to state that he could not provide any 

information from Lumesis's system?  See also Ex. 2, Responses to Nos. 1, 4-6, 10. 

Because Pendolino's responses indicate that DAC documents may reside on his 

Lumesis-issued computer, or in Lumesis's network system, and further state that he is not 

authorized to produce such documents, DAC was left with no choice other than to seek the 

documents from Lumesis.  Furthermore, although Lumesis is currently a non-party, it has 

behaved as a party since the very beginning of this case, including by filing declarations 

(through Pendolino) in opposition to DAC's motion for limited expedited discovery and in 

opposition to DAC's motion for preliminary injunction.  See Doc. 40 - Decl. of Gregg 

Bienstock; Doc. 41 – Decl. of Timothy Stevens; Doc. 42 – Decl. of Charlie Longson.  

III. DAC, as the Long-Recognized Frontrunner in the Municipal Bond Compliance 
and Monitoring Market, Neither Needs Nor Wants Lumesis's Proprietary 
Information 

One of Lumesis's overarching themes of its motion to quash is that DAC's subpoena is 

merely a fishing expedition for Lumesis's proprietary and confidential information.  This 

contention has no basis in reality.  DAC, unlike Lumesis, is recognized as a "first-mover" in 

the municipal bond market by developing a proprietary compliance tool in the municipal bond 

marketplace that is broadly used by tax-exempt bond issuers and underwriters to meet 

regulatory compliance and reporting obligations.  See Expert Report of Robert Fuller attached 

hereto as Exhibit 31 at § III.(C)-(D); see also Proposed Am. Compl. [Doc. 60-1] ¶¶ 32-36, 38, 

1 In compliance with the Court's Amended Case Management and Scheduling Order [Doc. 
59], DAC served its expert reports upon Defendant Pendolino on September 1, 2017. 
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40-42.  DAC has been using, while continuously enhancing, its proprietary process for 

compliance and monitoring, and its specialized method of reporting since as early as 2000.  

See Proposed Am. Compl. [Doc. 60-1] ¶ 42.  

In comparison, Lumesis is a recent entrant to the municipal bond compliance and 

monitoring field.  Lumesis is backed by a venture capital firm whose representative, Philip 

Moyer has been soliciting DAC's CEO for information and collaboration since 2011.  In 2015, 

Mr. Moyer sought to make introductions between DAC's CEO and Lumesis's co-founder and 

CEO, Gregg Bienstock, advising that Mr. Bienstock sought to explore potential synergies 

with DAC.  See id. ¶¶ 52-55.  As DAC was not looking for a partner or joint venture, it 

declined to provide Mr. Bienstock with any information about DAC's proprietary business 

model and platform.  See id. ¶ 55.   

Thus, while Lumesis would benefit from obtaining information concerning DAC's 

methodology, report format and pricing, DAC has no need for such information from 

Lumesis.  See Ex. 3 § III.(E).  As explained by Mr. Fuller, while "second-comers" like 

Lumesis have tried to develop reporting and disclosure services to compete with DAC, none 

have been able to match DAC's level of detail, fluidity of information and compliance.  See 

id.  Therefore, a later implementer like Lumesis would derive significant benefit by gaining 

access to proprietary information regarding DAC's methodology and its report format.  Id.  In 

essence, in order to compete with DAC, Lumesis will benefit from having its "DIVER" tool 

appear to look and act like the DAC's proprietary Summary Findings Page, in order to entice 

DAC clients or prospects to switch to Lumesis.  DAC, on the other hand, with its wide client 
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base and long-established compliance and reporting tool, has no need to change its product or 

to emulate Lumesis. 

Furthermore, although Lumesis complains that the subpoena requires disclosure of 

Lumesis trade secrets and proprietary information, the subpoena specifically requests DAC 

documents and materials in Lumesis's possession.  Nowhere in the motion does Lumesis 

explain how or why DAC's materials and information could ever be deemed Lumesis's 

proprietary information. 

IV. The Subpoena Is Not Overly Broad or Unduly Burdensome and Does Not Seek 
Irrelevant Information 

Contrary to Lumesis's assertion that the subpoena is overly broad, unduly burdensome 

and seeks irrelevant information, DAC took great care to draft the requests narrowly to target 

(i) DAC materials that were provided to Lumesis by Pendolino, (ii) DAC materials placed 

onto Lumesis's network or devices by Pendolino, (iii) DAC materials provided to Lumesis by 

a third party who received them from, or acting through a connection with, Pendolino, 

(iv) data and information concerning Pendolino's use of Lumesis's computer and network 

system, and (v) documents concerning Pendolino's and Lumesis's communications concerning 

Pendolino's employment with Lumesis.  

Federal Rule of Civil Procedure 45 empowers parties to obtain documents, 

information, and testimony from non-parties.2  The scope of discovery under Rule 45 is the 

same as the scope of discovery under Rule 26.  Baptiste v. Centers, Inc., No. 5:13-CV-71-OC-

22PRL, 2013 WL 3196758, at *2 (M.D. Fla. June 21, 2013); see also Chambers v. Sygma 

2 As noted above, DAC has moved for leave to add Lumesis as a party to this action.  Upon 
such leave being granted, Lumesis would be obligated to engage in discovery as a party. 
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Network, Inc., Case No. 6:12-cv-1802-ORL-37TBS, 2013 WL 1775046, at *3 (M.D. Fla. 

April 25, 2013) (quoting Rule 26(b)(1) and applying to a Rule 45 subpoena dispute); 

Madeline LLC v. Street, No. 09-80705-MC, 2009 WL 1563526, at *1 (S.D. Fla. June 3, 2009) 

("Rule 45 must be read in conjunction with [Rule] 26, because the latter rule 'clearly defines 

the scope of discovery for all discovery devices.'")(citations omitted).  Federal Rule of Civil 

Procedure 26(b)(1) allows parties to obtain discovery regarding any non-privileged matter that 

is relevant to any party's claim or defense.  Polycarpe v. Seterus, Inc., Case No: 6:16-cv-1606-

Orl-37TBS, 2017 WL 2257571, at *1 (M.D. Fla. May 23, 2017).  "The overall purpose of 

discovery under the Federal Rules is to require the disclosure of all relevant information so 

that the ultimate resolution of disputed issues in any civil action may be based on a full and 

accurate understanding of the true facts, and therefore embody a fair and just result."  Id.

(quoting Oliver v. City of Orlando, No. 6:06-cv-1671-Orl-31DAB, 2007 WL 3232227, at * 1 

(M.D. Fla. Oct. 31, 2007) (in turn citing United States v. Proctor & Gamble Co., 356 U.S. 

677, 682 (1958))). 

Pertinent to Lumesis's motion, the Court will quash or modify the subpoena if it 

requires disclosure of privileged or other protected matter or subjects a person to undue 

burden, and may quash or modify the subpoena if it a requires disclosure of a trade secret or 

other confidential research, development, or commercial information.  Fed. R. Civ. P. 

45(d)(3)(A)(iii)-(iv), and 45(d)(3)(B)(i) and (iii).  "The party seeking to quash a subpoena 

bears the burden of establishing at least one of the requirements articulated under Rule 

45(d)(3)."  In re: Subpoena Upon NeJame Law, P.A., Case No: 6:16-mc-8-Orl-41TBS, 2016 

WL 1599831, at *4 (M.D. Fla. April 21, 2016) (quoting Malibu Media, LLC v. Doe, No. 8:14-
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CV-2351-T-36AEP, 2015 WL 574274, at *3 (M.D. Fla. Feb. 11, 2015) (further internal 

citations omitted)); Indep. Mktg. Group, Inc. v. Keen, No. 3:11–cv–447–J–25MCR, 2012 WL 

512948, at *2 (M.D. Fla. Feb. 16, 2012) ("the party opposing the Rule 45 subpoena, '[has] a 

heavy burden of proof.'") (quoting In re Duque, 154 B.R. 93, 95 (S.D.Fla.Bankr. 1993) 

(additional citations omitted)).  

A. Requests 1-5, 7, and 18 are Narrowly Focused  

Lumesis's paraphrasing of Request numbers 1-5, 7, and 18 leaves out an essential 

component of each request, namely, that each one is tied specifically to Defendant 

Pendolino's use of the computer and devices issued to him by Lumesis.  See Motion at 14-17. 

These requests, as propounded, are as follows:

Request No. 1. The Windows System and User Registries (or functional 
equivalent for non-Windows devices) for any computer device (including 
laptops, desk computers, and tablets) issued to Pendolino by Lumesis, including 
the Dell XPS desk top computer, serial number H080KB2, and including 
information sufficient to show all data related to installed software, and external 
hardware devices connected to each such computer device. 

Request No. 2: The Master File Table (or functional equivalent for non-windows 
devices) (including Filename, File Path, Last Modified, Last Accessed, Created 
and Entry Modified date and time stamps) for any computer device (including 
laptops, desk computers, and tablets) issued to Pendolino by Lumesis, including 
the Dell XPS desk top computer, serial number H080KB2, and including 
information sufficient to identify the complete file structure and distinct folders. 

Request No. 3: The Internet History and temporary file cache files for any 
computer device (including laptops, desk computers, and tablets) issued to 
Pendolino by Lumesis, including the Dell XPS desk top computer, serial number 
H080KB2, and including information disclosing the Internet History activity of 
the custodian of such computer device. 

Request No. 4: A file listing of all Cloud Storage (including Drop box, 
OneDrive, Google Drive) files synchronized locally for any computer device 
(including laptops, desk computers, and tablets) issued to Pendolino by 
Lumesis, including the Dell XPS desk top computer, serial number H080KB2, 
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and including information disclosing the Internet History of the custodian of 
such computer device. 

Request No. 5: All link files (.LNK) and Jump List entries from each custodian 
of any computer device (including laptops, desk computers, and tablets) issued 
to Pendolino by Lumesis, including the Dell XPS desk top computer, serial 
number H080KB2, sufficient to show the usage of relevant files, regardless of 
where those files were stored. 

Request No. 7: All computer artifacts for any computer device (including 
laptops, desk computers, and tablets) issued to Pendolino by Lumesis, including 
the Dell XPS desk top computer, serial number H080KB2, sufficient to show 
whether any DAC Documents, data or information has resided on, has been 
transmitted to or from, has been stored for any period of time on or in, or has 
been deleted from any such computer device, or any component or part thereof. 

Request No. 18: All Documents or information relating to DAC resulting from a 
search of the Outlook account, including any sent or received mail, of the Dell 
XPS desk top computer, serial number H080KB2, issued by Lumesis to 
Pendolino using each of the following search terms: 

• DAC 
• digital assurance 
• summary 
• client 
• Stifel 
• McPike 
• Raymond James 

Ex. 1, Req. Nos. 1-5, 7, 18 (emphasis added). 

Although Lumesis states it has already conducted a search of the computer issued by 

Lumesis to Pendolino and has determined that Pendolino never connected the "infamous USB 

drive" to his computer, see Motion at 4, its description as to what has actually been done 

shows that the search was not, in fact, complete.  See Expert Report of iDiscovery Solutions 

("iDS"), attached hereto as Exhibit 4, ¶¶ 6-7, 11.   

As explained by iDS, while Lumesis conducted certain searches to give the impression 

of completeness, the reality is that the searches were neither complete nor forensically 
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reliable.  See id. ¶¶ 7-8, 10-16.  For example: (1) Lumesis searched Pendolino's sent emails 

but not received emails, id. ¶ 8; (2) Lumesis searched Pendolino's corporate Google Drive, but 

did not investigate data from Pendolino's personal Google Drive or other cloud storage such 

as DropBox, OneDrive or Box, despite the fact that it is likely Pendolino would have used 

such personal storage options during the period between ceasing employment at DAC and 

commencing employment at Lumesis, id. ¶ 10; (3) Lumesis's search of Pendolino's sent 

emails was conducted by Lumesis CFO, L.K. Tan, rather than the forensic expert Lumesis 

had hired to conduct its early investigation, id. ¶ 12; (4) Lumesis hired FrontLine Forensics to 

investigate Pendolino's Lumesis-issued computer, but FrontLine only searched the computer 

for the one specific USB drive identified by iDS as having been connected to Pendolino's 

DAC computer, and failed to investigate whether other USB or portable devices had been 

connected to Pendolino's Lumesis-issued computer, id. ¶ 13; and (5) Lumesis's search of 

Pendolino's Lumesis-issued computer for DAC IP files, contained on the hard drive, was 

conducted by Lumesis's COO, Timothy Stevens using non-forensic tools, rather than having 

the search performed by FrontLine, id. ¶¶ 14-15.  As explained by iDS, the approach taken by 

Lumesis with respect to these various searches is confusing and results in an incomplete and 

forensically unsound result.  Id. ¶ 16; see also id. ¶¶ 7-8, 10-15.  

Although Lumesis complains that the requests are unduly burdensome, DAC's digital 

forensics expert advises that Lumesis and its expert are overstating both the cost and the 

processes necessary to conduct the limited searches that DAC has requested.  See id. ¶¶ 21-24.  

Indeed, Lumesis itself asserts it had already voluntarily conducted an investigation and 

searches pertaining to Pendolino.  DAC is simply asking that the partial search already 
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initiated be completed.  While these requests identify technical terms such as cache files, 

jump lists and artifacts, such terms are common terminology in the digital forensics field, and 

specifying such particular artifacts for searching helps to narrow, not broaden, DAC's 

requests.  See id. ¶ 25.  

Finally, Lumesis objects that certain of the search terms specified in DAC's Request 

number 18 are irrelevant because, says Lumesis, Pendolino was not restricted by a 

noncompetes agreement with DAC.  See Motion at 16.  While Pendolino may not have been 

subject to a noncompete covenant, he was obligated by a confidentiality agreement.  See

Compl. ¶¶ 13-14; Proposed Am. Compl. [Doc. 60-1], ¶¶ 49-50.  The search terms complained 

of, Stifel, McPike and Raymond James, all pertain to DAC clients that Pendolino has 

contacted since leaving DAC and whom Pendolino has purportedly offered to provide DAC-

type services through Lumesis at a lower price than DAC's.  See, e.g., Compl. ¶¶ 27-28; 

Proposed Am. Compl. [Doc. 60-1], ¶¶ 66-69.  Thus, these search terms are highly relevant to 

DAC's claims against Pendolino in this case.  

B. Requests 6 and 14–16 are Relevant and Not Outside the Scope of Rule 26 

 Lumesis complains that Request numbers 6 and 14–16 are irrelevant because they are 

not limited to specific documents or materials located on Pendolino's computer.  Lumesis also 

complains because the requests are overbroad and unduly burdensome because they require 

searching each and every employees' personal devices.  See Motion § B at 17-19.  Once again, 

Lumesis is exaggerating what is sought and the burden associated therewith.  See Ex. 4 (iDS 

Report) ¶ 28; see also id. ¶¶ 21-25.  An example of such exaggeration is Lumesis's claim that 

the requests seek Lumesis trade secrets, when the clear language of each of these requests 
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specifically seeks DAC documents, not Lumesis documents.  Although these particular 

requests are not limited to Pendolino's computer or email transmissions, as each of the 

requests seek DAC documents, they are relevant to DAC's claims in this case.   

The Federal Rules of Civil Procedure "strongly favor full discovery whenever 

possible."  Farnsworth v. Proctor & Gamble Co., 758 F.2d 1545, 1547 (11th Cir. 1985).   It is 

well-settled that discovery is broad and "a party may use a Rule 45 subpoena to 'obtain 

discovery regarding any non-privileged matter that is relevant to any party's claim or 

defense.'"  Madeline, 2009 WL 1563526, at *1 (citing Fed. R. Civ. P. 26(b)(1)); Baptiste, 

2013 WL 3196758, at *2; accord Chambers, 2013 WL 1775046, at *3.  Such "[i]nformation 

can be relevant and therefore discoverable, even if not admissible at trial, so long as the 

information is reasonably calculated to lead to the discovery of admissible evidence." Anglin 

v. Maxim Healthcare Servs., Inc., No. 6:08-cv-689-Orl-22DAB, 2009 WL 928305, at *1 

(M.D. Fla. Apr. 3, 2009) (denying motion to quash).  This broad scope of non-party discovery 

is among the reasons that "a Rule 45 subpoena should be enforced unless it is clear 'that the 

evidence sought can have no possible bearing on the issues.'" Benavides v. Velocity IQ, Inc., 

No. 8:05-CV-1536-T-30, 2006 WL 680656, at *2 (M.D. Fla. Mar. 15, 2006) (internal 

citations omitted).  

DAC's subpoena seeks documents and electronically stored information pertaining to 

Pendolino's and Lumesis's apparent access to and use of DAC's proprietary and confidential 

business information, including but not limited to DAC's Summary Findings Page which is a 

proprietary product provided to DAC clients under restrictions relating to its use.  DAC also 

seeks documents and things necessary to answer the question whether Defendant Pendolino 
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took, used, and delivered to Lumesis any DAC confidential information; whether that material 

was improperly copied or transmitted for purposes unrelated to DAC's business; and whether 

any of that confidential DAC information was transmitted to Lumesis and Lumesis's computer 

systems.  Nowhere in the motion does Lumesis explain how DAC's request for DAC

documents impinges upon Lumesis's trade secrets. 

C. Requests 8–9, 12–13, 17 and 19 are Similarly Relevant, Not Trade Secrets 
and Not Outside the Scope of Rule 26 

Lumesis lodges essentially the same objections to Request numbers 8–9, 12–13, 17 

and 19 as it did to all the other requests already addressed – that they are overbroad, outside 

the scope of Rule 26(b)(1), irrelevant to the claims in the Complaint, and that they seek 

Lumesis trade secrets.  See Motion at 20-22, §§ C-F.  DAC's response to these arguments as 

set forth above in sections IV.A-B are equally applicable here.  As explained above, all of 

these requests seek either DAC documents/materials, Pendolino communications, or Lumesis 

communications concerning Pendolino and DAC information provided by Pendolino.  Each 

of these categories are relevant to the claims asserted by DAC in the original Complaint as 

well as the proposed Amended Complaint. 

1. Requests 8, 12, and 19 seek Pendolino communications with or 
regarding DAC clients. 

Requests 8 and 19 each seek Pendolino communications with DAC clients and former 

clients, Stifel and U.S. Bank.  See Lumesis Motion § C.  Request number 12 seeks documents 

and communications between Pendolino and Lumesis regarding DAC's clients and client list.  

As explained in the Complaint and proposed Amended Complaint, DAC has reason to believe 

that Pendolino communicated with DAC clients both before and after he ceased worked at 
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DAC, advising such clients that he could help Lumesis provide a DAC-like product to them at 

a price below that being charged by DAC.  Thus, these requests are relevant to the claims 

asserted in the case.  

Notably, although Lumesis originally objected to producing any documents relating to 

Stifel, after DAC served Stifel with a subpoena, Lumesis then produced an email chain and a 

copy of a DAC proprietary report purportedly provided to Lumesis by Stifel.  This production 

shows that Stifel was communicating with Lumesis in November 2016, which Lumesis 

contends shows that Pendolino was not involved since he was not yet employed by Lumesis.  

However, as explained in the Complaint and proposed Amended Complaint, DAC has reason 

to believe Pendolino had already begun communications with Stifel while still at DAC 

suggesting that he could replicate the DAC product through another company/employer and 

provide the similar product to Stifel at a lower price once he had changed employers.  See, 

e.g., Proposed Am. Compl. [Doc. 60-1] ¶¶ 65-70. 

2. Request 9 seeks DAC-related information. 

Request number 93 seeks documents "concerning efforts by Pendolino or Lumesis to 

develop a Summary Findings Page or other record that serves the same or an equivalent 

function or object as the DAC Summary Findings Page."  "Summary Findings Page" is the 

name of DAC's proprietary report that it provides to its clients, and which is subject to terms 

of use restrictions.  As set forth above and in the Complaint, DAC has reason to believe that 

Pendolino has provided DAC trade secrets to Lumesis, and that Pendolino and Lumesis are 

utilizing that proprietary information to develop a copy-cat product to market to DAC 

3 See Lumesis Motion § D. 
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customers and prospective customers.  Thus, the documents showing Pendolino's and 

Lumesis's efforts in this regard are highly relevant to the claims in this case. 

3.  Requests 13 and 17 are related to DAC's other requests.4

Lumesis complains that Request number 13 is not relevant and Request number 17 is 

vague and overbroad.  DAC disagrees.  Request number 13 asks for Lumesis's policies 

governing the use of Lumesis computers and computer network systems that Pendolino had 

access to.  Such policies may lead to the discovery of admissible information concerning what 

happened to, or what was done with, documents brought to Lumesis by Pendolino but no 

longer residing on the Lumesis network. 

Finally, Request number 17 is quite straight forward, and seeks "Documents 

concerning the use, transfer, communication, deletion or destruction of any Documents 

covered by this Subpoena."  Ex. 1, Request No. 17.  Rather than a "catch-all" as Lumesis 

describes it, the request seeks something different from the other requests.  For example, this 

request would reach an email, between two Lumesis employees such as "what should we do 

with this information provided by Pendolino?" – whereas none of the other requests would.  

Such communications are highly relevant to the claims asserted in this case. 

V. DAC Made Efforts to Reduce Burden On Lumesis 

As set forth above, DAC narrowly tailored its requests in the subpoena so that the 

burden upon Lumesis would be reasonable.  DAC invited Lumesis to participate in the 

drafting of an agreed confidentiality agreement so that any proprietary information be 

protected by appropriate designation prior to disclosure.  In addition, in conferring with 

4 See Lumesis Motion at 22, §§ E-F. 
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Lumesis counsel to address Lumesis's many objections, on August 22, 2017, DAC's counsel 

proposed that the parties agree to an independent digital forensic vendor to provide an 

estimated cost for conducting the searches requested and further advised that DAC would be 

willing to consider bearing the reasonable costs for such third party vendor to conduct the 

searches.  Rather than take DAC up on that offer, Lumesis filed its Motion to quash.  See

Exhibit 5 attached hereto. 

Lumesis's assertion that it offered to conduct a search of its computers "for any 

specific document DAC contends Pendolino improperly accessed," is a red herring.  As stated 

in the Complaint and the previously filed iDS declaration, Pendolino connected a USB drive 

to his DAC-issued computer between October 5, 2016 and October 10, 2016.  See [Doc. 5 – 

Decl. of Charles Platt].  The iDS forensic analysis of Pendolino's DAC-issued laptop revealed 

that Pendolino accessed every file in DAC's shared drive between October 5 and October 10, 

2016.  See Compl. ¶¶ 29-30; see also Platt Decl. [Doc. 5] ¶¶ 9-10.  Thus, to identify to 

Lumesis every document that Pendolino may have misappropriated would be to give Lumesis 

all of DAC's confidential and proprietary documents.  Alternatively, Lumesis has suggested 

that instead of identifying each document, DAC should provide Lumesis with the "MD5 hash 

value" for each document that DAC is looking for.  However, iDS has explained that the MD5 

value on a document changes from merely "touching" a document, i.e., opening it, or printing 

it, or copying it, all would change the MD5 value, thus, the MD5 value on the documents 

possibly taken by Pendolino would be different in his version than in the version remaining on 

DAC's network.  See Ex. 4 ¶¶ 17-20. 
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As DAC has made every effort to narrowly tailor its subpoena requests, and to work 

with Lumesis to minimize the burden, DAC has complied with Rule 45(d)(1) and Lumesis's 

request for attorney's fees should be denied.  Finally, while at this time Lumesis is a non-party 

and, thus, DAC followed Rule 45 for seeking documents from Lumesis, DAC anticipates that 

it will be granted leave to amend the Complaint to add Lumesis as a defendant to this action. 

VI. Lumesis's Alternate Requests for Protective Order or Modification Are 
Duplicative 

At the end of the Motion, Lumesis alternatively requests that if the Court does not 

quash the subpoena, it should at least enter a protective order or modify the subpoena to 

require DAC to identify "precisely what relevant documents and information it is seeking."  

Motion at 24-25.  DAC has stated in the subpoena what documents it is seeking, and has 

addressed above the unreasonableness of Lumesis's contention that DAC should describe each 

and every document Pendolino may have taken.  Accordingly, DAC incorporates its 

arguments set forth above in opposition to Lumesis's alternative requests.  

CONCLUSION 

For the reasons discussed above, DAC requests that the Court deny Lumesis's motion 

to quash (or in the alternative modify) the subpoena, as well as deny the alternative motion for 

protective order.   

Dated:  September 8, 2017 
/s/  T. Todd Pittenger 
T. Todd Pittenger,  Fla. Bar No. 0768936 
Kelly J.H. Garcia, Fla. Bar No. 694851 
AKERMAN LLP 
420 South Orange Avenue, Suite 1200 
Orlando, FL 32801-4904 
Tel.  407.423.4000 
Fax: 407.843.6610 
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Email:  todd.pittenger@akerman.com 
Email:  kelly.garcia@akerman.com 

-and- 

Steven P. Hollman, admitted pro hac vice
SHEPPARD, MULLIN, RICHTER 
   & HAMPTON, LLP 
2099 Pennsylvania Avenue, NW, Suite 100 
Washington, DC  20006-6801 
Tel.  202.747.1941 
Fax.  202.747.3912  
shollman@sheppardmullin.com 
rmunitz@sheppardmullin.com 

Attorneys for Plaintiff 
Digital Assurance Certification, LLC 

CERTIFICATE OF SERVICE 

I HEREBY CERTIFY that on September 8, 2017, I electronically filed the foregoing 

with the Clerk of the Court by using the CM/ECF system, which will send a notice of 

electronic filing to all attorneys of record.  I further CERTIFY that on September 8, 2017, I 

served the foregoing via email upon counsel for Lumesis, Inc.: Jill Riola, and Daniel Johnson, 

Carlton Fields, 450 S. Orange Ave., STE 500, Orlando, FL 32801-3370, 

jriola@carltonfields.com, djohnson@carltonfields.com; and Steven Pacini, Latham & 

Watkins, 200 Clarendon St., Boston, MA 02116, Steven.Pacini@lw.com. 

/s/ T. Todd Pittenger
T. Todd Pittenger 
Florida Bar Number 0768936 
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