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INTRODUCTION 

The Copyright Act gives Oracle the exclusive right to reproduce its 

copyrighted software, but Oracle has no right to exclude others from 

maintaining and supporting that software.  Oracle’s license agreements 

expressly allow Oracle customers to “copy” and “modify” the software, 

and to “provide access to and use” of the software to “third parties”—

such as Rimini Street, Inc.—that “provide services” including support 

and maintenance. 

The district court, however, construed the licenses as precluding 

Rimini’s software support processes, ruling (and instructing the jury) 

that Rimini was liable for copyright infringement for doing exactly what 

the licenses expressly authorize.  Under the correct construction of the 

licenses and the evidence adduced at trial, Rimini is entitled to 

judgment as a matter of law on Oracle’s copyright claims. 

Even under the district court’s erroneous interpretation of the 

licenses, the jury found that Rimini’s infringement was “innocent” in 

that Rimini had “no reason” to believe that its services were infringing.  

ER453, ER562 (emphases added).  The jury found that a $35.6 million 

fair market value license fully compensated Oracle for the “innocent” 
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infringement adjudicated at trial, and rejected Oracle’s claims of willful 

infringement, intentional interference, and punitive damages. 

In violation of the Reexamination Clause, however, the district 

court disregarded the jury’s verdict by finding that Rimini’s actions, 

including its defense at trial, were “based on a clear misreading of 

Oracle’s software licensing agreements” and exhibited a “callous” and 

“conscious disregard” for Oracle’s intellectual property.  ER16, ER26 

(emphases added).  For this reason and others, the injunction and 

award of over $75 million in attorneys’ fees, costs, and prejudgment 

interest—more than twice the jury’s copyright damages verdict—cannot 

stand.  

JURISDICTIONAL STATEMENT 

The district court had jurisdiction over Oracle’s claims under the 

Copyright Act, 17 U.S.C. §§ 101 et seq., pursuant to 28 U.S.C. § 1331.  

The district court entered a permanent injunction on October 11, 

2016 (ER5-9), and final judgment on October 18, 2016 (ER1-2).  Rimini 

filed timely notices of appeal on October 11, 2016 (ER137) and October 

19, 2016 (ER127).  This Court has jurisdiction under 28 U.S.C. §§ 1291 

& 1292. 
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ISSUES PRESENTED 

1. Whether Oracle’s software licenses authorize third-party 

support providers to make copies of the software. 

2. Whether the permanent injunction should be dissolved 

because (a) the traditional factors for equitable relief were not met and 

(b) the injunction ordered is impermissibly overbroad and vague. 

3. Whether the award of $46 million in attorneys’ fees and 

costs under the Copyright Act is unwarranted. 

4. Whether prejudgment interest should have been calculated 

using the rate prevailing at the time of judgment. 

ADDENDUM TO BRIEF 

The addendum attached to this brief contains the pertinent 

constitutional and statutory provisions and rules.  See Cir. R. 28-2.7. 

STATEMENT OF THE CASE 

I. Factual Background 

Oracle develops and licenses “software that’s designed to work 

across a large enterprise” by handling such tasks as “payroll, … 

ordering materials, shipping products, [or] dealing with customers.”  

ER1334:19-1335:9. Over time, Oracle acquired several companies that 
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developed such enterprise software, including PeopleSoft, J.D. Edwards, 

and Siebel; and Oracle developed its own Database product.  Oracle 

International Corporation owns the copyrights in the enterprise 

software, and Oracle America, Inc. “provides the direct support services 

to the customers.”  ER821:18-822:3.  Oracle licenses the software to its 

customers for large one-time payments, and then offers continued 

support for which it charges large annual payments.  ER1265:2-6, 

ER1090:12-19.    

“Oracle customers are not … required to use Oracle for support.”  

ER1092:2-4.  Nevertheless, Oracle has dominated the aftermarket for 

support services for its software despite having no copyrights or other 

exclusive rights over such support.  ER1092:2-4, ER1040:23-1041:7.  

Oracle makes a “94 percent” profit on its support services.  ER1093:14-

17; see also ER832:10-14, ER813:4-7, ER684:16-19. 

Some Oracle customers opt for either third-party support or self-

support instead of contracting with Oracle, mainly because of the high 

cost and low quality of Oracle support.  See, e.g., ER643:13-644:8, 

ER648:23-649:5, ER658:13-14.  The trial evidence revealed that Oracle’s 

customers endured long delays in service response time, and that 
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Oracle’s technicians often “didn’t have a lot of experience” with the 

underlying software (ER641:6-7) and were “not … customer focused” 

(ER752:16-17).  One customer explained that when he discussed the 

possibility of leaving Oracle, Oracle employees became “aggressive and 

at points hostile” with him.  ER647:6-648:6.  And Oracle threatened to 

charge customers that left it a steep penalty upon return: “50 percent of 

the back support.”  ER622:22.  Not one customer testified in Oracle’s 

favor at trial, but numerous customers testified that they had left 

Oracle because they were dissatisfied with Oracle.  ER959:5-9, 

ER934:2-11, ER871:20-25, ER857:16-858:7, ER634:1-635:8, ER669:24-

670:24. 

Rimini provides third-party support for Oracle’s PeopleSoft, J.D. 

Edwards, Siebel, and Database products, for clients ranging from 

Fortune 500 companies to governments, schools, and hospitals.  See, 

e.g., ER805:16-20, 833.  (Rimini also supports other software platforms 

not at issue in this case.) 

Rimini offers superior and more personalized support at better 

prices—typically one-half of what Oracle charges.  E.g., ER745:15-21, 

ER749:25-752:22, ER684:23-685:1, ER653:14-15.  Rimini consistently 
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achieves a very high customer satisfaction level, and has won numerous 

awards for its service ability.  ER726:16-728:2.  The overwhelming 

evidence at trial demonstrated that Rimini’s support is “excellent.”  

ER752:13, ER745:19-21 (“Rimini … surpassed Oracle’s support level”); 

ER751:25-752:1, ER511:8-9 (Rimini is “superior” to Oracle). 

Oracle uses civil litigation to eliminate competitors in the 

enterprise software support industry.  ER673-76, ER790.  In previous 

lawsuits against other third-party support providers, Oracle has alleged 

copyright infringement without explaining how Oracle software can be 

supported in keeping with Oracle’s licenses.  Id.  Oracle took that same 

position against Rimini from the outset.  ER226.  To this day, Oracle 

has not provided any meaningful guidance on the software support 

processes permitted by Oracle’s software licenses.  Therefore, Rimini 

and its clients have been left to interpret the licenses to the best of their 

ability. 

II. Procedural Background 

In January 2010, Oracle sued Rimini for copyright infringement 

and a laundry list of additional claims, most of which it abandoned or 

lost.  E.g., ER1523-44. 
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A. Pre-Trial Proceedings 

Invoking the doctrine of copyright misuse, Rimini pleaded that 

Oracle was trying to leverage its exclusive rights to its software in order 

to gain control over the aftermarket for software support.  ER1563-71.  

On Oracle’s motion to dismiss, the district court rejected this defense 

(and counterclaim), holding that Oracle’s “licensing restrictions” were 

“well within Oracle’s statutory rights as a copyright holder and 

therefore do not constitute copyright misuse.”  ER1557. 

Oracle did not develop PeopleSoft, J.D. Edwards, or Siebel; rather, 

it purchased these products after each had been successfully developed 

and licensed to customers in the marketplace for many years.  In fact, 

most of the license agreements at issue were written by companies that 

Oracle acquired.  ER1073:14-23, ER1089:16-1090:5, ER630:24-632:2.  

Each license agreement expressly authorizes the licensee to use third-

party support, as Oracle has acknowledged.  ER1092:2-4.  As a result, 

before Oracle made those acquisitions, “other third parties were 

operating” in the software support market; the “business was 

permitted.”  ER1358:6-10, ER1299:6-13.  
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In a summary judgment order dealing with PeopleSoft, J.D. 

Edwards, and Siebel software, the court ruled that the licenses 

“unambiguously” precluded Rimini’s support practices (in particular, 

three aspects that Oracle named “cross use,” “local hosting,” and 

“cloning”), and that Rimini was liable for infringement as to PeopleSoft.  

See ER97-113.  The court determined that there were material disputes 

of fact regarding whether Rimini’s actions were within the J.D. 

Edwards and Siebel licenses.  ER117.  In a separate order, the court 

similarly interpreted the Oracle Database licenses as “unambiguous[ly]” 

prohibiting Rimini’s support practices and summarily adjudicated 

Rimini liable for infringement.  ER71. 

B. Rimini Changes Its Support Processes 

Rimini invested millions of dollars to revise its processes to 

conform to the court’s summary judgment orders.  ER403-06, ER399-

402, ER396-98, ER392-95, ER388-91.  Uncontradicted evidence in the 

record establishes that by July 2014 (more than a year before trial) 

Rimini had discontinued the specific practices—i.e., “cross use,” “local 

hosting,” and “cloning”—addressed at the summary judgment stage.  

See id.  
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In October 2014, Rimini filed a separate action requesting a 

declaration that its revised processes do not infringe.  Rimini Street, 

Inc. v. Oracle Int’l Corp., No. 2:14-cv-01699-LDG-VCF (D. Nev.) 

(“Rimini II”).  At Oracle’s request, and over Rimini’s objection, the 

district court refused to consolidate Rimini I and Rimini II (ER1434-

36), limited the trial evidence in Rimini I to support processes “Rimini 

used up to February 13, 2014” (thus excluding any evidence of Rimini’s 

“new support processes” (ER1500-02)), and held that all “claims, issues, 

and evidence related to the new support model are being addressed 

solely in [Rimini II]” (ER1428). 

C. The Evidence at Trial 

When trial commenced in September 2015, the district court had 

already found Rimini liable for infringing copyrights to PeopleSoft and 

Database and only a narrow question remained as to J.D. Edwards and 

Siebel.  The liability evidence thus focused almost entirely on whether 

Rimini “knew that [its processes infringed] the copyright[s].”  ER478:17-

18.  Oracle maintained that Rimini’s infringement was “willful” because 

it acted with “conscious disregard” for Oracle’s copyrights, “deliberately” 

ignoring the fact that the license agreements prohibited Rimini’s 
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processes.  ER478:15-479:3.  Rimini, in contrast, proved that it 

reasonably believed the past support processes were permitted by the 

licenses, consistent with the views of numerous sophisticated clients 

and the drafters of the licenses that were acquired by Oracle.  

ER1363:3-7, ER1299:4-22, ER1304:17-1305:5, ER1320:1-6. 

Oracle’s damages expert, Elizabeth Dean, testified that Oracle 

sustained “$128.3 million” in lost profits damages under the Copyright 

Act (as well as over $200 million under Oracle’s tort claims).  ER823:5-

7.  Ms. Dean assumed that all of the former Oracle customers that 

contracted with Rimini left Oracle because of Rimini’s infringement (see 

ER844:21), basing that assumption on the testimony of Oracle’s 

causation expert, Edward Yourdon, who initially speculated that “most 

of Rimini’s [clients] would have stayed with Oracle if Rimini hadn’t 

come along” (ER493:16-17). 

On cross examination, however, Mr. Yourdon admitted that 

Oracle loses 5% of its customers every year, and that these customers 

were leaving before Rimini even began competing with Oracle.  

ER868:22-869:1.  Indeed, the evidence demonstrated that Oracle’s 

attrition rate improved during the time Rimini competed against 
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Oracle.  ER958:7-22, ER850:11-852:24.  And Mr. Yourdon admitted that 

Rimini’s clients that were formerly with Oracle came from the 5% that 

were leaving regardless whether Rimini was in the market.  ER878:21-

24.  Consistent with this concession, several customers testified at trial 

that they canceled their Oracle support contracts due to Oracle’s poor 

service, the cost of Oracle support, and other factors.  E.g., ER934:2-11, 

ER871:20-25, ER857:16-858:7, ER634:1-635:8, ER669:24-670:3, 21-24.   

Rimini’s expert, Scott Hampton, testified that the proper measure 

of damages would be a fair market value license.  ER689:5-690:20, 

ER696:4.  

D. The Jury Verdict 

Oracle initially asserted 12 claims for relief, but abandoned most 

of those claims before the case was submitted to the jury.  See, e.g., 

ER1523-44.  The jury was ultimately presented with only Oracle’s 

claims for copyright infringement, inducing breach of contract, 

intentional interference with business relations, and computer hacking 

under state statutes.  See ER448-61.   

On Oracle’s copyright infringement claim, the jury found Mr. 

Ravin not liable.  ER 449.  The district court had previously ruled 
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Rimini liable for infringing the PeopleSoft and Database copyrights; the 

jury, applying the court’s license constructions as incorporated in the 

jury instructions, found Rimini liable for infringing the J.D. Edwards 

and Siebel copyrights.  Id.  The jury further found that Rimini’s 

conduct, while infringing, was not “willful”; on the contrary, the jury 

found that Rimini was an “innocent” infringer—meaning it was not 

“aware” and “had no reason to believe that its acts constituted 

infringement,” and thus that its interpretation of the licenses was both 

subjectively and objectively reasonable.  ER453, ER562.  The jury also 

found both Rimini and Mr. Ravin liable under the state anti-hacking 

statutes, but rejected Oracle’s claims for induced breach of contract, 

intentional interference, and punitive damages.  ER448-61. 

As to copyright damages, the jury found that Oracle lost zero 

profits, and that Rimini earned no profits, as a result of the 

infringement.  ER450-51.  Instead, the jury awarded Oracle a $35.6 

million “fair market value license” as full compensation under the 

Copyright Act.  ER451. 
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E. Post-Trial Rulings 

The district court denied Rimini’s post-verdict motion for 

judgment on Oracle’s copyright infringement claims.  ER54-56.   

The district court granted in substantial part Oracle’s motion for a 

permanent injunction, attorneys’ fees, and prejudgment interest, and 

separately entered Oracle’s proposed injunction word-for-word.  

Compare ER5-9, with ER166-70; see also ER15-19.  The court awarded 

Oracle $46,227,363.36 in attorneys’ fees and costs.  ER33.  And the 

court awarded Oracle $22.7 million in prejudgment interest—accepting 

Oracle’s invitation to use the rate “at the start of the infringement” 

rather than the rate in effect at the time of judgment, which increased 

the award by over $20 million.  ER22.   

On October 31, 2016, Rimini paid the judgment in full, subject to 

its right to appeal and repayment following appeal.  ER119-20, ER121-

25.  This Court subsequently granted Rimini’s motion to stay the 

permanent injunction pending appeal.  Ninth Cir. Dkt. 26. 

SUMMARY OF ARGUMENT 

I.  Rimini is entitled to judgment as a matter of law that it did not 

infringe Oracle’s copyrights.  Every Rimini client had a license from 

  Case: 16-16832, 01/19/2017, ID: 10272783, DktEntry: 28, Page 27 of 113



 

 14  

Oracle that allowed copying and modification of the software for support 

purposes and authorized third parties to provide those services.  

Contrary to the district court’s reading, the licenses permitted Rimini to 

copy the software (and supporting documentation) in order to perform 

support and maintenance. 

II.  The permanent injunction cannot stand.  Oracle failed to prove 

(and the district court did not find) the required causal nexus between 

any irreparable harm and the infringement.  Moreover, despite an 

express jury finding that Rimini was neither “aware” nor had any 

“reason to believe that its acts constituted infringement,” the court 

premised the injunction on its contrary belief that “the evidence in this 

action established Rimini’s callous disregard for Oracle’s copyrights … 

when it engaged in the infringing conduct”—in open violation of 

Rimini’s Seventh Amendment rights.  The ensuing injunction, which 

this Court has stayed pending appeal, should be dissolved.  And even if 

some injunctive relief could be justified, the injunction the court ordered 

is unlawfully overbroad and vague. 

III.  The award of attorneys’ fees and costs should be reversed 

because every relevant factor weighs decisively against an award.  The 
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district court’s view that Rimini’s defense was “not an objectively 

reasonable position” because it was “based on a clear misreading of 

Oracle’s software licensing” defies the jury’s verdict.  The award of fees 

and costs was also unreasonable for a variety of reasons, including the 

court’s refusal to apportion the award between Oracle’s partially 

successful copyright claim and the numerous claims that Oracle lost or 

abandoned. 

IV.  The district court erred in calculating prejudgment interest 

using the rate prevailing “on the date infringement began,” rather than 

the rate prevailing at the time of judgment.  This error resulted in a $20 

million windfall to Oracle. 

STANDARDS OF REVIEW 

“Denials of a party’s Rule 50 motion for judgment as a matter of 

law are reviewed de novo” (Monaghan v. Telecom Italia Sparkle of N. 

Am., Inc., 647 F. App’x 763, 768 (9th Cir. 2016)), as are “[t]he 

interpretation and meaning of contract provisions” (Flores v. Am. 

Seafoods Co., 335 F.3d 904, 910 (9th Cir. 2003)). 

 As to injunctive relief, the Court reviews “the legal conclusions de 

novo, the factual findings for clear error, and the decision to grant a 
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permanent injunction, as well as its scope, for an abuse of discretion.”  

Columbia Pictures Indus., Inc. v. Fung, 710 F.3d 1020, 1030 (9th Cir. 

2013). 

The Court reviews an award of attorneys’ fees for an abuse of 

discretion (Camacho v. Bridgeport Fin., Inc., 523 F.3d 973, 980 (9th Cir. 

2008)), and “an error of law” is always an abuse of discretion (AE ex rel. 

Hernandez v. Cty. of Tulare, 666 F.3d 631, 636 (9th Cir. 2012)). 

“Whether prejudgment interest is available is a question of law 

and is reviewed de novo.”  Polar Bear Prods., Inc. v. Timex Corp., 384 

F.3d 700, 716 (9th Cir. 2004), as amended, 2004 WL 2376507 (9th Cir. 

Oct. 25, 2004).  The amount of the ultimate award is reviewed for abuse 

of discretion.  Barnard v. Theobald, 721 F.3d 1069, 1078 (9th Cir. 2013). 

ARGUMENT 

The Court should direct entry of judgment for Rimini on all claims 

under the Copyright Act.  Even if liability is sustained, the court should 

vacate or reverse the district court’s post-trial rulings.1 

                                      
1  Rimini also joins Mr. Ravin’s separate brief seeking reversal of the 

judgment under state computer hacking laws.  See Fed. R. App. P. 

28(i). 
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I. Rimini Is Not Liable for Infringement as a Matter of Law 

The Copyright Act grants Oracle the exclusive right to reproduce 

its copyrighted works.  See 17 U.S.C. § 106(1).  Oracle accused Rimini of 

infringing the reproduction right by making copies of Oracle software in 

the course of providing maintenance and support services to Rimini 

clients.  In Oracle’s words, “this case [was] about Rimini’s copying.”  

ER1371; see also ER1522.   

Licensed copying, however, does not give rise to infringement 

liability.  Oddo v. Ries, 743 F.2d 630, 634 n.6 (9th Cir. 1984).  Oracle’s 

CEO admitted at trial that “Oracle customers are not … required to use 

Oracle for support” (ER1092:2-4), and the license agreements between 

Rimini’s clients and Oracle authorize the making of support copies.  

Accordingly, Rimini is entitled to judgment as a matter of law on 

Oracle’s Copyright Act claims.  See, e.g., Monaghan, 647 F. App’x 763, 

768 (reversing denial of Rule 50 motion on issue of contractual 

interpretation); Nam Soon Jeon v. 445 Seaside, Inc., 637 F. App’x 378 

(9th Cir. 2016); Eureka Water Co. v. Nestle Waters N. Am., Inc., 690 

F.3d 1139, 1145 (10th Cir. 2012); Gallatin Fuels, Inc. v. Westchester Fire 
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Ins. Co., 244 F. App’x 424, 433 (3d Cir. 2007); Crowe v. Wiltel Commc’ns 

Sys., 103 F.3d 897, 899 (9th Cir. 1996) (per curiam). 

A. The Licenses Authorize Support Copies 

The licenses expressly authorize third-party service providers to 

“use” the software, and Oracle conceded at trial that “to use the 

program, it has to be copied.”  ER1340:10-11.  Any copies made in the 

course of providing services to the licensee concerning the licensee’s own 

use of the software—which includes all the maintenance and support 

services provided by Rimini—are expressly authorized by the license 

agreements. 

It is a basic principle of copyright law that “in order to permit the 

full enjoyment of a right expressly granted, there is a necessary 

implication that certain collateral rights have also been granted.”  3 

Nimmer on Copyright § 10.10[C]; cf. 17 U.S.C. § 117(a)(1).  Oracle’s 

licensed customers thus “ha[ve] every right” “to fix, update, debug, 

customize, test and modify [their] copy of that program.” 2  Nimmer on 

Copyright § 8.08[D][2].  And in the absence of an express prohibition 

(see id. § 10.08[B] & n.44; id. § 10.10[B] & nn. 16-17), Oracle’s 

customers may contract with a third party to provide maintenance and 
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support services, including the making of necessary copies (see also Cal. 

Civ. Code § 2304 (“An agent may be authorized to do any acts which his 

principal might do”)).  Such a contractor “stands in the shoes” of the 

licensee for purposes of the rights granted under the license.  See, e.g., 

Automation By Design, Inc. v. Raybestos Products Co., 463 F.3d 749, 

758 (7th Cir. 2006); Storage Tech. Corp. v. Custom Hardware Eng’g & 

Consulting, Inc., 421 F.3d 1307, 1316-17 (Fed. Cir. 2005).2 

In keeping with these bedrock principles, the license agreements 

expressly authorize the licensees to use third-party providers (such as 

Rimini) to perform the maintenance on their software.  The PeopleSoft 

licenses authorize licensees to “provide access to and use of the 

Software … [to] third parties that … provide services to [the licensee] 

concerning [the licensee’s] use of the Software.”  E.g., ER1180.  J.D. 

Edwards licenses provide that third parties can “copy the … Software … 

to the extent necessary … to support the [licensee].”  ER1171.  Siebel 

                                      

 2 Although S.O.S., Inc. v. Payday, Inc., 886 F.2d 1081 (9th Cir. 1989), 

may have “blurred” the principle that licenses should be interpreted 

as permitting implied and necessary rights (2 Nimmer on Copyright 

§ 10.08[B] n.44), that case involved ownership rights that the 

copyright holder expressly retained, whereas Oracle did not retain 

the exclusive right to make copies for support purposes. 
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licenses permit “third parties … to install, integrate, and otherwise 

implement” the software.  ER1163.  And the Database customer 

licenses provide that the software may be used “for [the licensee’s] 

internal business operations,” and that the licensee “may allow [its] 

agents and contractors to use [the software] for this purpose.”  ER1183.3   

Indeed, Oracle expressly granted the right to copy its software to 

each of Rimini’s clients.  Each license states, in some form or another, 

that the licensee may “make a reasonable number of copies of the 

software.”  E.g., ER1177.  Oracle admitted at trial that the right to copy 

extends not only to “production” copies (copies of software “for its 

intended use” (ER1129:17-18)), but also to copies for “development 

environment[s]” and copies for “test environment[s]” (ER1064:24-

1065:5).  The licenses thus permit copying of the software necessary for 

                                      

 3 The district court held that a merger clause in the free developer 

license (which had narrower permitted uses) prohibited Rimini from 

relying on its clients’ Database licenses.  ER66, ER1207-09.  That 

ruling was inconsistent with the court’s earlier summary judgment 

order, which recognized that the download source was irrelevant 

where Rimini’s clients had licenses for the software.  ER98.  The 

merger clause has nothing to do with Rimini’s assertion of its clients’ 

licenses as a defense to infringement liability. 
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“[t]he licensee [to] perform[] its own maintenance and support.”  

ER1046:24-1047:1. 

In short, the licenses authorize Rimini’s clients to access and use 

the software in the course of providing support services, and the 

licenses expressly grant the right to “copy” and “modify” software in the 

course of doing so.  E.g., ER1177. 

The district court, however, held that although the PeopleSoft 

licenses gave third parties “access to and use” of the software, those 

licenses did not explicitly allow third-party “copying,” and therefore 

Rimini’s challenged support practices were not authorized by these 

provisions.  ER103-04; see also ER71 (similar construction of Database 

licenses).  Moreover, relying on Stewart v. Abend, 495 U.S. 207, 222-24 

(1990), the court held that Rimini could not rely on the right to “modify” 

PeopleSoft in order to make copies, because, in the court’s view, 

“modification” is distinct from “copying.”  ER108.  

Contrary to the district court’s holding, the licensee’s “use of the 

Software” encompasses all of the customer’s licensed uses—e.g., copying 

and modification to support the software.  See, e.g., Alki Partners, LP v. 

DB Fund Servs., LLC, 4 Cal. App. 5th 574, 604-05 (2016) (general words 
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in contract are construed to embrace specific terms); Merriam Webster’s 

Collegiate Dictionary 1301 (10th ed. 1997) (“use” is “a method or 

manner of employing or applying something”).  Indeed, “use” of software 

is not even technologically possible without making a copy of the 

software.  See 17 U.S.C. § 117(a); Vernor v. Autodesk, Inc., 621 F.3d 

1102, 1109 (9th Cir. 2010); Sony Computer Entm’t, Inc. v. Connectix 

Corp., 203 F.3d 596, 600 (9th Cir. 2000); MAI Sys. Corp. v. Peak 

Computer, Inc., 991 F.2d 511, 518 (9th Cir. 1993).  Nor is modification of 

software possible without making a copy.  See 2 Nimmer on Copyright 

§ 8.09[A][1].  Copying and modifying the software are therefore “uses” 

authorized by the licenses because they are core functions necessary to 

provide software support.  See 2 Nimmer on Copyright § 8.08[D][2] 

(maintaining software requires “modify[ing]” it).  And the licenses 

further permit the licensee to “provide access to and use of the 

Software” to “third parties” that “provide services to Licensee 

concerning the Licensee’s use of the Software.”  ER1180 (emphases 

added). 

Significantly, the summary judgment order explained that “there 

is no evidence before the court that Rimini ... cannot perform its 
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contracted services without” making copies of the software.  ER104.  

The trial record, however, contains just such evidence:  Oracle admitted 

that third parties can provide support under the licenses (ER1092:2-4), 

and that “use” of the software “unavoidabl[y]” requires making a copy of 

the software (ER1340:15-19 (emphasis added)).  Oracle further 

admitted that the creation of testing and development copies was a 

permissible “use” of the software both by licensees and third parties 

hired by those licensees.  ER1046:21-1047:5, ER1064:20-1065:9 

(admitting that “to use the software appropriately” “a customer of 

Oracle needs to be able to make copies of the software”) (emphasis 

added).  And Oracle conceded that complex enterprise software 

“requires … fixes” (ER942:11-13), which necessitates software 

modification (see ER1345:18-20). 

No more is required to direct entry of judgment for Rimini on all 

the copyright claims.  Copying related to software support is a 

permitted “use” of the software by the licensee, and third parties are 

expressly permitted to engage in such “use.”  It necessarily follows that 

Rimini was entitled to make support copies, and the district court erred 

in concluding otherwise. 
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B. The District Court Misconstrued the Licenses 

The court failed to identify a single provision that actually 

prohibited Rimini’s support practices.  Because support is necessary 

and incidental to use of the underlying software, that should have been 

the end of the matter.  2 Nimmer on Copyright § 10.08[B].  Yet the 

district court devoted most of its summary judgment orders to 

particular restrictions on licensee and third-party use of the software.  

See, e.g., ER103-02 (discussing non-disclosure agreements).  Many of 

these are covenants rather than conditions; while they might form the 

basis for contract claims, they cannot serve as predicates for 

infringement liability.  See MDY Indus., LLC v. Blizzard Entm’t, Inc., 

629 F.3d 928, 939-41 (9th Cir. 2010).  The court also adopted at 

summary judgment—and instructed the jury at trial on—constructions 

of the licenses that imposed limitations on Rimini’s use of the software 

under the Copyright Act.  ER101-02, ER71, ER542, ER546-50.  That 

was legal error. 

Oracle summarized the district court’s critical constructions in its 

post-trial brief as follows: 
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 The PeopleSoft licenses “allow third-party copies of software 

and documentation only for a licensee’s internal data 

processing operations at its facilities.”  ER264 (emphasis 

added).   

 The J.D. Edwards and Siebel licenses allow “third-party copies 

for ‘archival,’ ‘backup,’ and … ‘emergency back-up’ purposes 

only.”  ER264 (emphasis added).   

The trial evidence makes clear that these constructions are erroneous.   

1.  Internal data processing operations.  The court held that 

the term “internal data processing operations”—used in the PeopleSoft 

and Database licenses—allows only “normal use” of the software and 

precludes the creation of “test” and “development” environments.  

ER101, ER71-72 (holding that none of Rimini’s copies of Database were 

for “internal business operations” but used “to develop and test updates 

for its clients”).   

The phrase “normal use” does not appear anywhere in the license 

agreements, and it was error for the district court to impose that term 

as a limitation.  Stockton Dry Goods Co. v. Girsh, 36 Cal. 2d 677, 679-80 

(1951).  In any event, copies created as part of software support 

  Case: 16-16832, 01/19/2017, ID: 10272783, DktEntry: 28, Page 39 of 113



 

 26  

constitute normal use of the software.  The right to make such copies is 

a necessary, “collateral” right.  3 Nimmer on Copyright § 10.10[C].  

Oracle admitted that a licensee can make test and development copies 

as a part of “a licensee’s internal data processing operations.”  

ER1046:21-1047:5, ER1064:20-1065:9.  It further admitted that third 

parties could make such copies as well, “as part of the internal 

business” of the licensee.  ER1046:21-1047:13.  All this phrase means, 

as Oracle acknowledged at trial, is that the licensee cannot use the 

software to compete with Oracle’s sales of software (ER1047:14-19), 

something Rimini has never done.  Oracle’s Database licenses make 

that clear by distinguishing between permissible use for “internal 

business operations” (including the right to permit “agents and 

contractors” to use the software for that purpose) and impermissible use 

“in [a] third party’s business operations.”  ER1183.   

As Rimini explained in opposing summary judgment on the 

ground that Oracle’s arguments presented genuine issues of material 

fact, the district court acted prematurely in construing the licenses in 

the absence of a fully developed record—as the ensuing trial 

established.  For example, in one of the summary judgment orders the 
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court said that copies made “to develop and test updates for clients” 

were not within the scope of the license.  ER102; see also ER71.  But 

Oracle admitted at trial that the right to copy extends not only to 

“production” copies (copies of software “for its intended use” 

(ER1129:17-18)), but also to copies for “development environment[s]” 

and copies for “test environment[s]” (ER1064:24-1065:5).  At the 

conclusion of trial, the court erred in adhering to its pretrial 

constructions—and denying Rimini’s Rule 50(b) motion—even though 

the trial evidence pointed up the errors made at summary judgment. 

2.  Facilities.  The district court interpreted the phrase 

“facilities” in the PeopleSoft licenses as precluding software maintained 

on Rimini’s servers, as distinguished from servers owned, leased, or 

otherwise “controlled” by the licensee.  See ER101 & n.10.  This 

interpretation of the licenses was incorrect and completely divorced 

from the reality of network computing. 

The term “facilities” is not defined in the agreement, standing in 

contrast to the word “Site,” which is explicitly and narrowly defined as 

“a specific, physical location of the Licensee’s Server.”  ER1181.  Oracle 

admitted at trial that one term was defined and the other was not.  
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ER1052:10-12, ER1055:12-17.  The narrow definition of “Site” means 

that the term “facilities” is broader than the “Site” of the licensee’s 

business, else “facilities” is rendered superfluous.  Cf. ASARCO, LLC v. 

Union Pac. R. Co., 765 F.3d 999, 1009 (9th Cir. 2014); Antonin Scalia & 

Bryan A. Garner, Reading Law:  The Interpretation of Legal Texts 170 

(2012).  The district court turned this principle on its head by reasoning 

that because the license mentioned “an off-site” location, this implied 

that “facilities” meant strictly on the licensee’s campus (or “Site”); in 

other words, it read the two terms as being identical.  ER101-02.  

But because “facilities” is not defined, it should be “understood in 

[its] ordinary and popular sense.”  Cal. Civ. Code § 1644.  And that 

sense is far broader than a physical building or location.  Merriam 

Webster’s Collegiate Dictionary 416 (“something that makes an action, 

operation, or course of conduct easier” such as “facilities for study”).  

Oracle admitted that the word “facility” is broader than the licensee’s 

headquarters, encompassing leased space, for example.  ER1059:1-9.  

And sophisticated companies like Oracle’s customers (and Rimini’s 

clients) do not keep all their servers on the actual premises of their 

principal place of business.   See ER1247:19-25, ER1259:25-1260:7.  
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They may own some, lease others, and contract with third parties for 

still more capacity.  All are encompassed within the plain meaning of 

“facilities.” 

3.  Archival or backup purposes.  The court instructed the jury 

that copies of the J.D. Edwards and Siebel licenses were infringing if 

made for other than archival purposes.  ER113.  That too was 

erroneous. 

The J.D. Edwards licenses expressly state that third parties may 

“copy” the software “to the extent necessary for [the licensee’s] archival 

needs and to support [the licensee].”  ER1171 (emphasis added).  By 

reading this provision to permit copies solely for archival purposes, the 

district court read “and to support” right out of the agreement.  Yet 

“support” is precisely what Rimini was providing, and precisely what 

the license authorizes Rimini to make copies for. 

As for Siebel, the court ignored the clear language permitting 

“third parties … to install, integrate, and otherwise implement” the 

software.  ER1163.  In context, this language authorizes copying for 

third party support purposes since copying and modification are 

necessary steps to installing, integrating, and otherwise implementing 
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the software—as Oracle functionally admitted at trial.  ER1340:15-

19,ER1046:21-1047:5, ER1064:20-1065:9. 

Both the text of the agreements and the evidence at trial 

established that licensees have been granted broad rights to engage in 

self-support, and that they can delegate the use of those rights to a 

third party.  In other words, Rimini’s practices of making copies and 

modifying software for support purposes—always for a client who 

possessed a valid license entitling the client to the end product (an 

environment or a fix, for example)—were themselves licensed, and 

Rimini was entitled to judgment as a matter of law. 

C. The Court’s Misconstructions Would Make the 

Licenses Unlawful 

Oracle has no legally enforceable right to exclude competitors in 

the aftermarket for software support.  Oracle cannot lawfully “use[] its 

copyrights to indirectly gain commercial control over [services it] does 

not have copyrighted” (Alcatel USA, Inc. v. DGI Techs., Inc., 166 F.3d 

772, 793 (5th Cir. 1999)), or limit the types of related services its 

customers can contract for (Practice Mgmt. Info. Corp. v. Am. Med. 

Ass’n, 121 F.3d 516, 520-21 (9th Cir. 1997)).  “Restricting competition in 

a market that is beyond the scope of [the] copyright” does not serve the 
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Copyright Act’s purpose of “motivat[ing] the creative activity of authors 

and investors for the sake of the public’s benefit.”  Omega S.A. v. Costco 

Wholesale Corp., 776 F.3d 692, 698-99 (9th Cir. 2015) (Wardlaw, J., 

concurring). 

“The copyright misuse doctrine does not prohibit using conditions 

to control use of copyrighted material, but it does prevent copyright 

holders from using the conditions to stifle competition.”  Apple, Inc. v. 

Psystar Corp., 658 F.3d 1150, 1159 (9th Cir. 2011).  At the pleading 

stage, the district court dismissed Rimini’s copyright misuse defense 

and counterclaim on the grounds that the licensing restrictions were 

“well within Oracle’s statutory rights as a copyright holder and 

therefore do not constitute copyright misuse.”  ER1557 (emphasis 

added).  At summary judgment, however, the court construed the 

“licensing restrictions” in a manner far exceeding any of Oracle’s 

“statutory rights as a copyright holder.”  The district court ruled that 

the right to “copy” and “modify” the software is granted “solely to the 

[licensee], and not to any third-party” (ER102 (emphasis added); see 

also ER71), and that the “plain, unambiguous language” of the license 
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agreements prohibited Rimini’s support practices (ER103).  The court 

then instructed the jury on these constructions at trial.  ER544-50. 

Either Oracle’s licenses permit the making of copies as required to 

support the software, in which case Rimini is entitled to judgment; or 

they do not, in which case Oracle is engaged in misuse (or, at least, the 

dismissal of this defense and counterclaim on the pleadings was 

erroneous).  In adopting Oracle’s preferred construction, the district 

court violated the canon that the licenses “must receive such an 

interpretation as will make [them] lawful.”  People ex rel. Lockyer v. 

R.J. Reynolds Tobacco Co., 107 Cal. App. 4th 516, 521 (2003).  An 

exclusive rights holder cannot expand its statutory monopoly via 

contract.  See Eastman Kodak Co. v. Image Tech. Servs., Inc., 504 U.S. 

451, 479 n.29 (1992); Brulotte v. Thys Co., 379 U.S. 29, 35 (1964).  And 

Oracle’s “license[s] must be construed in accordance with the purposes 

underlying federal copyright law” (S.O.S., Inc., 886 F.2d at 1088), which 

means that the licenses at issue here must be read to allow for third-

party support including necessary copying.   
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*  *  * 

The district court told the jury expressly that “Rimini Street has 

infringed Oracle’s copyrights” for PeopleSoft and Database (see 

ER467:35-468:4, ER548-50), and that for Siebel and J.D. Edwards, the 

jury had to find infringement if Rimini made copies for any other 

purpose besides archiving (ER546-47).  Yet the jury nevertheless found 

Rimini to be only an “innocent” infringer—one that did not “know” and 

had “no reason to know” it was infringing.  ER562; see also ER590 (no 

punitive damages if Rimini “acted based on an objectively reasonable 

belief” that its “conduct was not unlawful” based on what it believed 

“the licenses allowed”).  The jury thus recognized what the district court 

did not:  The licenses expressly allow for third-party support and 

copying, and the various limitations do not “unambiguously” preclude 

Rimini’s support processes.  Under a correct interpretation of the 

licenses, Rimini is entitled to judgment as a matter of law on Oracle’s 

claims under the Copyright Act because Rimini made copies of Oracle’s 

software solely in relation to the support of Oracle’s licensees’ software, 

which the licenses expressly authorized. 
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II. The Permanent Injunction Cannot Stand 

In the history of the Republic, no court has ever entered a 

permanent injunction under the Copyright Act against a defendant 

found to have “innocently” infringed.  To do so, the district court 

disregarded the jury’s finding and concluded that Rimini acted with 

“callous disregard” for Oracle’s copyrights.  The court then imposed an 

injunction that is both overbroad and unlawfully vague.   

A. No Injunction Should Have Issued 

Copyright injunctions are governed by the “four-factor test 

historically employed by courts of equity.”  eBay Inc. v. MercExchange, 

L.L.C., 547 U.S. 388, 390 (2006).  Under that test, Oracle was required 

to demonstrate “(1) that it has suffered an irreparable injury; (2) that 

remedies available at law, such as monetary damages, are inadequate 

to compensate for that injury; (3) that, considering the balance of 

hardships between the plaintiff and defendant, a remedy in equity is 

warranted; and (4) that the public interest would not be disserved by a 

permanent injunction.”  Id. at 391.  The district court committed 

reversible legal error at each step of the analysis, and thus issuance of a 

permanent injunction was an abuse of discretion.  Koon v. United 
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States, 518 U.S. 81, 100 (1996) (“A district court by definition abuses its 

discretion when it makes an error of law”). 

1.  Oracle failed to prove a causal nexus between any 

irreparable injury and Rimini’s infringement.  Copyright 

infringement by definition causes an invasion of “the right to exclude 

others,” but the invasion of this right, while compensable with actual or 

statutory damages under the Copyright Act, does not alone justify 

“permanent injunctive relief.”  eBay, 547 U.S. at 392.  Rather, the party 

seeking injunctive relief is required to show an independent harm that 

is irreparable.  See Apple v. Samsung Elecs. Co. (Apple II), 695 F.3d 

1370, 1374 (Fed. Cir. 2012).  And that irreparable harm must be caused 

by the infringement itself, as opposed to some other lawful aspect of 

competition between the parties.  Perfect 10, Inc. v. Google, Inc., 653 

F.3d 976, 981 (9th Cir. 2011).   

The only harm the district court identified in ordering an 

injunction was an alleged diminution in Oracle’s “business reputation 

and goodwill.”  ER16-17.  The court concluded that Rimini’s 

infringement allowed it to gain market share, apparently by telling 

Oracle customers that Oracle’s services were overpriced.  ER16-17.  The 
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jury, however, found that Oracle did not lose a single dollar and Rimini 

did not gain a single dollar as a result of the infringement, and that 

Rimini did not tortiously interfere with Oracle’s customer relationships.  

Even if the jury had found in Oracle’s favor on these points, the 

damages Oracle requested would have compensated for them—there is 

no irreparable harm.  Los Angeles Mem’l Coliseum Comm’n v. Nat’l 

Football League, 634 F.2d 1197, 1202 (9th Cir. 1980). 

In all events, the district court failed to make the requisite finding 

that there was a causal nexus between any harm and Rimini’s 

infringement.  In a recent series of important decisions, the Federal 

Circuit has emphasized the importance of this requirement, vacating a 

permanent injunction where a party failed to prove that the 

infringement (as opposed to some other lawful aspect) was the cause of 

the irreparable injury, even where every other element was satisfied 

and even after a full trial on the merits.  Apple v. Samsung Elecs. Co. 

(Apple III), 735 F.3d 1352, 1363 (Fed. Cir. 2013); Apple II, 695 F.3d at 

1374 (Fed. Cir. 2012); Apple v. Samsung Elecs. Co. (Apple I), 678 F.3d 

1314, 1324 (Fed. Cir. 2012).  This approach is consistent with this 
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Court’s precedent requiring a causal nexus in copyright actions.  Perfect 

10, 653 F.3d at 981. 

The district court here did not even mention this important 

requirement in entering a permanent injunction.  The most the court 

did was assert that “Oracle and Rimini directly compet[ing] with each 

other,” and that “Rimini infring[ing] Oracle’s copyrighted works,” 

“supports the issuance of a permanent injunction.”  ER16.  But the very 

purpose of the causal nexus requirement is to ensure that permanent 

injunctions are not used to enjoin “irreparable harm by otherwise lawful 

competition.”  Apple III, 735 F.3d at 1361 (holding such harm “does not” 

“weigh in favor of an injunction”).  Were it otherwise, a permanent 

injunction would always be warranted against an infringing competitor, 

a notion the Supreme Court has repeatedly rejected.  eBay, 547 U.S. at 

392-93. 

Oracle completely failed to address the causal nexus requirement 

in its motion for a permanent injunction.  When Rimini pointed out this 

failure in the district court, Oracle relied on testimony from its CEO 

that Rimini “broke the bonds and trust that we have with our 

customers ...  All of a sudden, they’re wondering whether we’ve treated 
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them fairly.”  ER323; see also id. (citing similar testimony from two 

experts).  But this testimony did not even concern infringement (it 

related to Oracle’s interference claim, which Oracle lost), and it does not 

prove that Rimini’s infringing acts caused Oracle to lose goodwill.  

Apple I, 678 F.3d at 1324 (“it is necessary to show that the infringement 

caused harm in the first place”).  In opposing Rimini’s stay application 

in this Court, Oracle cited this same testimony as well as testimony 

from Rimini executives regarding Rimini’s growth plans.  Ninth Cir. 

Dkt. 21-1 (citing ER1315:4-1317:6; ER1221:11-19; ER 928:25-929:5; 

ER918:11-920:6; ER704:21-24).  None of this was sufficient to carry 

Oracle’s burden of proving causal nexus.   

Oracle has identified no evidence that would support a finding 

that Rimini’s infringement was the cause of the supposed diminution in 

Oracle’s goodwill, as distinguished from Oracle’s poor support, high 

prices, poor customer satisfaction, or something else.  Apple I, 678 F.3d 

at 1324 (“it is necessary to show that the infringement caused harm in 

the first place”).  Rimini’s mere existence in the marketplace, or the 

superior support provided by Rimini, will not suffice:  Generalized 

testimony regarding competition is precisely what courts have rejected 
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as insufficient to establish the causal nexus requirement, as such 

evidence does not show that “infringing features of [the defendant’s 

conduct] drive consumer demand,” i.e., cause the loss of goodwill.  Apple 

II, 695 F.3d at 1375.   

2.  Legal remedies are adequate.  The court also erred in 

holding that the $35.6 million fair market value license awarded by the 

jury was inadequate to fully compensate Oracle for any infringement.  

eBay, 547 U.S. at 391.   

First, the court held that “certain harms suffered by Oracle like 

lost market share and company goodwill are intangible injuries difficult 

to quantify and compensate,” and therefore Oracle necessarily suffered 

irreparable harm.  ER17-18.  But even assuming Oracle had presented 

evidence of “goodwill acquired by infringement”—which it did not—it 

would have had to further prove that this harm was not “already 

acknowledged” in the “hypothetical license.”  Minco, Inc. v. Combustion 

Eng’g, Inc., 95 F.3d 1109, 1121 (Fed. Cir. 1996).  It failed to do so.   

In calculating the amount of the license, the jury was instructed to 

consider “the entire scope of the infringement” and all of Oracle’s 

supposed harm.  ER560.  Thus, to the extent there was any evidence of 
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harm to Oracle’s goodwill and reputation submitted at trial, the jury 

considered it in calculating the fair market value license.  See Oracle 

Am., Inc. v. Google Inc., 798 F. Supp. 2d 1111, 1117 (N.D. Cal. 2011) 

(fair market value license compensates rightsholder “for the actual 

infringement that took place—no more and no less”).  Oracle submitted 

no further evidence in support of its motion for an injunction.  As a 

result, the license fully compensates Oracle for any harm.  

Second, the district court expressly premised its injunction on 

Oracle’s supposed “lost market share” (ER16-18), even though the jury 

made a contrary finding that Oracle suffered zero lost profits (ER451).  

The court acknowledged the conflict between its ruling and the jury’s 

verdict, but said that because the evidence and expert testimony was 

too “complex and difficult” for the jury, its verdict (including no lost 

profits) somehow “supports Oracle’s claim that monetary damages alone 

are insufficient to fairly and fully compensate it.”  ER18.  

The district court’s conclusion is both wrong and misguided.  

Juries decide difficult and complex issues every day, and “[i]t has long 

been recognized that by law the jury are judges of the damages.”  

Feltner v. Columbia Pictures Television, Inc., 523 U.S. 340, 353 (1998).  

  Case: 16-16832, 01/19/2017, ID: 10272783, DktEntry: 28, Page 54 of 113



 

 41  

The jury here found that the “best measure of actual damages” for “all 

acts of copyright infringement” was a fair market value license worth 

$35.6 million.  ER450-51 (emphases added).  Contrary to the court’s 

conclusion, this damages award is not “rendered equitable simply 

because [the value of the award is] not fixed or readily calculable from a 

fixed formula.”  Feltner, 523 U.S. at 353.  Indeed, “in cases where the 

amount of damages was uncertain[,] their assessment was a matter so 

peculiarly within the province of the jury that the Court should not alter 

it.”  Dimick v. Schiedt, 293 U.S. 474, 480 (1935) (emphasis added); see 

also Tennant v. Peoria & P.U. Ry. Co., 321 U.S. 29, 35 (1944).  The 

court’s order conflicts with these bedrock principles, constituting yet 

another legal error requiring reversal. 

Third, the district court held that the right to exclude in and of 

itself is “difficult to compensate solely through monetary compensation,” 

thereby justifying an injunction.  ER18.  This conflicts with the 

Supreme Court’s guidance that an injunction may not “automatically 

follow[] a determination that a copyright has been infringed.”  eBay, 547 

U.S. at 392-93.  Moreover, Oracle already chose to give up the right to 

exclude by licensing its software, and this willingness to license cuts 
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against the issuance of an injunction.  See, e.g., XpertUniverse, Inc. v. 

Cisco Sys., Inc., 2013 WL 6118447, at *13 (D. Del. Nov. 20, 2013) 

(“money damages are rarely inadequate for a patentholder that is 

willing to forego its exclusive right for some manner of compensation”). 

3.  A remedy in equity is not warranted.  Oracle was also 

required to demonstrate that “considering the balance of hardships 

between the plaintiff and defendant, a remedy in equity is warranted.”  

eBay, 547 U.S. 391.  The district court here failed to even acknowledge 

that the injunction announced a “major departure from the long 

tradition of equity practice” by permanently enjoining an adjudicated 

innocent infringer, an unprecedented action under the Copyright Act.  

Id.; see also id. at 394-95 (Roberts, C.J., concurring); id. at 395-96 

(Kennedy, J., concurring).  This constitutes another reversible error. 

a.  Oracle incorrectly told the district court that “courts can and do 

enter injunctions against innocent infringers.”  ER328.  The lone case 

cited by Oracle, however, involved a preliminary injunction against a 

defendant who no jury had found to be innocent.  Jackson v. MPI Home 

Video, 694 F. Supp. 483, 492, 493 (N.D. Ill. 1988).  Oracle also cited a 

provision of the Copyright Act that expressly authorizes an injunction 
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against innocent infringers in circumstances not present here (see 17 

U.S.C. § 405(b)), which confirms that Congress did not intend innocent 

infringers to be enjoined otherwise.   

Oracle then told this Court:  “Nor is Rimini correct in its claim 

that no court has ever issued a permanent injunction under the 

Copyright Act against a party adjudicated to be an innocent infringer.”  

See Ninth Cir. Dkt. 21-1 at 10.  Oracle cited three cases—one in which 

the defendants consented to the injunction (D.C. Comics Inc. v. Mini 

Gift Shop, 912 F.2d 29, 36 (2d Cir. 1990)); another that concerned a 

“plagiarism” claim under New York law, not the Copyright Act (De 

Acosta v. Brown, 146 F.2d 408 (2d Cir. 1944) (affirming 50 F. Supp. 615, 

617 (S.D.N.Y. 1943)); and an unpublished district court decision where 

the defendant did not even challenge entry of an injunction (Broadcast 

Music, Inc. v. Coco’s Development, 1981 WL 1364, at *1 (N.D.N.Y. 

1981)).   

To be sure, “injunctions may be issued without a showing of willful 

or deliberate infringement” (Williams Elecs., Inc. v. Artic Int’l, Inc., 685 

F.2d 870, 878 (3d Cir. 1982)); but the absence of willfulness is a far cry 

from an affirmative jury finding of innocence.  Oracle has been unable 
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to identify a single precedent sustaining a permanent injunction under 

the Copyright Act in even remotely analogous circumstances.   

This Court has recognized that an infringer’s innocence may bear 

on the unavailability of injunctive relief.  See, e.g., Westinghouse Elec. 

Corp. v. Gen. Circuit Breaker & Elec. Supply Inc., 106 F.3d 894, 903 

(9th Cir. 1997) (affirming denial of injunction where “defendants were 

innocent infringers”).  The reason is simple:  the “purpose of an 

injunction is to prevent future violations” of the law.  United States v. 

W. T. Grant Co., 345 U.S. 629, 633 (1953).  Where, as here, the acts of 

infringement are innocent, there is no reason to deter future violations.  

See U.S. Dep’t of Commerce, White Paper on Remixes, First Sale, and 

Statutory Damages, U.S. Patent & Trademark Office, 91 (Jan. 2016) 

(innocent infringers “will not need to be deterred from future 

infringements”).  That is because an innocent infringer will conform its 

conduct once informed of the boundary inadvertently transgressed.  

Indeed, that is precisely what Rimini did here after receiving the 

district court’s rulings construing the licenses.  ER403-06, ER399-402, 

ER396-98, ER392-95, ER388-91. 

  Case: 16-16832, 01/19/2017, ID: 10272783, DktEntry: 28, Page 58 of 113



 

 45  

b.  To depart from over 200 years of equity practice, the district 

court ignored the jury’s finding of innocence, and made its own finding 

that the jury had expressly rejected—namely, that “the evidence in this 

action established Rimini’s callous disregard for Oracle’s copyrights.”  

ER16.  Oracle submitted this language in haec verba (ER328), and in 

adopting it, the district court violated the Reexamination Clause of the 

Seventh Amendment.  

“[T]he Seventh Amendment provides a right to a jury trial on all 

issues pertinent to an award of statutory damages” under the Copyright 

Act.  Feltner, 523 U.S. at 355.  The Reexamination Clause, in turn, is 

even “more important” than the jury trial right itself (Parsons v. 

Bedford, 28 U.S. (3 Pet.) 433, 447 (1830) (Story, J.)), because it prevents 

judges from second-guessing the jury’s factual findings—including as to 

damages.  See Dimick, 293 U.S. at 487-88.  “It is the jury, not the court, 

which is the fact-finding body.”  Tennant, 321 U.S. at 35.  Thus, as this 

Court has explained, “it would be a violation of the seventh amendment 

right to jury trial for the court to disregard a jury’s finding of fact.”  

Floyd v. Laws, 929 F.2d 1390, 1397 (9th Cir. 1991); see also Teutscher v. 

Woodson, 835 F.3d 936, 944 (9th Cir. 2016) (jury findings bind all 
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federal courts “in determining both liability and relief on … equitable 

claims”).   

The jury was asked in special interrogatories in the verdict form 

whether Rimini’s infringement was “innocent,” meaning Rimini did not 

“know” and had “no reason to believe” its third-party support processes 

were infringing, and the jury answered “yes.”  ER453, ER562.  Oracle 

has tried to sweep this finding under the rug as “advisory” (ER134), but 

that is wrong.  The jury was asked to award statutory damages 

(ER452), and a necessary predicate to calculate statutory damages is a 

determination regarding whether the infringement was “innocent” or 

“willful” (or neither).  See, e.g., Peer Int’l Corp. v. Pausa Records, Inc., 

909 F.2d 1332, 1336 (9th Cir. 1990).  Moreover, a verdict is advisory 

only where the action is “not triable of right by a jury” (Fed. R. Civ. P. 

39(c) (emphasis added)), yet copyright damages clearly are (Feltner, 523 

U.S. at 355). 

Because “callous disregard” is the antithesis of “innocence,” the 

district court’s finding violated the Reexamination Clause, and the 

injunction issued on the basis of this finding cannot stand. 
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4.  The public interest does not favor an injunction.  Finally, 

Oracle was required to show that the “public interest would not be 

disserved by a permanent injunction.”  eBay, 547 U.S. at 391.  The 

district court held that this factor favored an injunction “because Rimini 

has repeatedly represented to the court that its current business model 

is not based on its prior infringing conduct.”  ER19.  But because the 

overbroad injunction is not limited to prior infringing conduct, the 

public interest factor cuts against an injunction, particularly where it 

will be used to stifle lawful competition in the aftermarket for software 

support.  See Alcatel USA, 166 F.3d at 793-95.  Indeed, Oracle 

represented to the district court that it could use the injunction to 

challenge “borderline” conduct that “push[es] the envelope” and “is close 

to the line.”  ER173:4-9, ER174:17, ER176:13-18.  Oracle’s threatened 

use of an injunction to police lawful conduct is wholly improper, and 

Rimini and its clients should not have to operate under the Damocles’ 

sword of contempt.   

B. The Injunction Is Impermissibly Overbroad and 

Vague 

The district court engaged in “the regrettable practice of adopting 

the findings drafted by the prevailing party wholesale” (Silver v. Exec. 
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Car Leasing Long-Term Disability Plan, 466 F.3d 727, 733 (9th Cir. 

2006)), and adopted Oracle’s faulty proposed injunction word-for-word.  

Rimini filed numerous detailed and specific objections to the language 

in the injunction (ER362-69, ER153-58), but the district court 

completely ignored them and entered Oracle’s proposed injunction 

without modification.  The resulting injunction is simultaneously 

overbroad and vague.     

1.  The injunction is overbroad.  The injunction impermissibly 

prohibits acts that were not adjudicated infringing at trial.  See 4 

Nimmer on Copyright § 14.06[C][1][a] (“the scope of the injunction 

should be coterminous with the infringement”); Price v. City of Stockton, 

390 F.3d 1105, 1117 (9th Cir. 2004) (injunction must be “narrowly 

tailored … to remedy only the specific harms shown by the plaintiffs, 

rather than ‘to enjoin all possible breaches of the law’”). 

For example, the injunction prohibits “access.”  ER7 (“Rimini shall 

not … access JD Edwards software source code”); ER8 (prohibiting 

Rimini from “access[ing] Siebel software source code”).  But the district 

court held that the licenses permit access in its order construing the 

relevant licenses.  ER103 (“the plain, unambiguous language of Section 
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14.2 only allows for the City of Flint to provide access to and use of the 

software”).  The court also held that the “right to access and use the 

licensed software is separate from a right to reproduce or copy the 

software.”  ER103-04.  And it was this separate right—the reproduction 

right—that Oracle challenged at trial.  ER1371 (“this case is about 

Rimini’s copying”). 

The prohibition on “access” is also improper as a statutory and 

constitutional matter.  Accessing source code is not copyright 

infringement, as it does not relate to a protected right under the Act.  

Sony Corp. of Am. v. Universal City Studios, Inc., 464 U.S. 417, 447 

(1984) (“An unlicensed use of [a] copyright is not an infringement unless 

it conflicts with one of the specific exclusive rights conferred by the 

copyright statute”).  Nor can the court prohibit “accessing” source code 

without violating the First Amendment, because such a prohibition is 

tantamount to enjoining Rimini from reading a copyrighted book.  See 

Garcia v. Google, Inc., 786 F.3d 733, 747 (9th Cir. 2015) (en banc); 

Intellectual Ventures I LLC v. Symantec Corp., 838 F.3d 1307, 1322-29 

(Fed. Cir. 2016) (Mayer, J., concurring). 
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The injunction that Oracle proposed and the district court 

accepted verbatim is transparently Oracle’s attempt to pre-judge 

Rimini’s current processes, which Oracle successfully persuaded the 

district court to keep completely out of Rimini I.  ER1500-02, ER1434-

36, ER1428.  

2.  The injunction’s terms are impermissibly vague.  The 

injunction does not provide Rimini with “fair notice” of what conduct is 

enjoined in violation of Federal Rule of Civil Procedure 65(d) and the 

Due Process Clause.  Columbia Pictures Indus., Inc. v. Fung, 710 F.3d 

1020, 1047 (9th Cir. 2013); Reno Air Racing Ass’n, Inc. v. McCord, 452 

F.3d 1126, 1134 (9th Cir. 2006). 

The injunction forbids certain conduct that would bring about a 

“benefit,” as well as the “use” of Oracle software “to support” licensees.  

ER7 (“us[ing] a specific licensee’s PeopleSoft environment to develop or 

test software updates or modifications for the benefit of any other 

licensee”) (emphasis added).  These terms are vague and undefined, 

resulting in material uncertainty as to the injunction’s scope.  For 

example, after a Rimini engineer produces an update “us[ing]” Oracle’s 

software for a “specific licensee,” succeeding clients will “benefit” in 
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some sense simply because the engineer has already undertaken the 

learning process for producing the update.  Id.   

These terms also raise significant due process concerns by failing 

to provide Rimini with adequate notice of proscribed conduct before that 

conduct results in a contempt proceeding.  E.g., Stone v. Godbehere, 894 

F.2d 1131, 1133 (9th Cir. 1990). 

III. The District Court Erred in Awarding Attorneys’ Fees and 

Costs  

The district court granted Oracle an astronomical amount of fees 

and costs ($46 million)—wholly disproportionate to the infringement 

verdict and to Oracle’s limited degree of success in the case.  The award 

is replete with legal error, and should be reversed even if liability is 

sustained. 

A. Oracle Is Not Entitled to Any Fees 

Under the Copyright Act, fees are not automatic; a court “may … 

award a reasonable attorney’s fee to the prevailing party.”  17 U.S.C. 

§ 505 (emphasis added).  Courts are required to assess several non-

exclusive factors in making this determination, such as the objective 

reasonableness of the losing party’s litigating position, the degree of 

success, the need for deterrence, the need for compensation, the overall 
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purposes of the Copyright Act (VMG Salsoul, LLC v. Ciccone, 824 F.3d 

871, 887 (9th Cir. 2016)), and whether infringement was “innocent.”  

McCulloch v. Albert E. Price, Inc., 823 F.2d 316, 323 (9th Cir. 1987), 

abrogated on other grounds by Fogerty v. Fantasy, Inc., 510 U.S. 517, 

525 (1994).  Here, the court erred in its analysis of each of these factors, 

and therefore the award should be vacated. 

1.  Rimini’s litigating position was reasonable.  The Supreme 

Court held last Term that courts must give “substantial weight to the 

objective reasonableness of the losing party’s position” in deciding 

whether to award fees.  Kirtsaeng v. John Wiley & Sons, Inc., 136 S. Ct. 

1979, 1983 (2016) (emphasis added).  Doing so fulfills the purposes of 

the Copyright Act because it “both encourages parties with strong legal 

positions to stand on their rights and deters those with weak ones from 

proceeding with litigation.”  Id. at 1986.  In line with that principle, this 

Court has held that in “close and difficult case[s],” it is clear error to 

find that a party “acted objectively unreasonably.”  Seltzer v. Green Day, 

Inc., 725 F.3d 1170, 1181 (9th Cir. 2013); see also SOFA Entm’t, Inc. v. 

Dodger Prods., Inc., 709 F.3d 1273, 1280 (9th Cir. 2013) (losing party’s 
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position was unreasonable when it “should have known from the outset 

that its chances of success in [the] case were slim to none”).    

Here, Rimini maintained throughout the litigation that the plain 

language of the license agreements permitted its third-party support.  

The district court (erroneously) rejected that argument, and the jury 

was instructed on the court’s narrow license constructions.  

Notwithstanding being told that Rimini infringed, and that its 

interpretation of the licenses was erroneous, the jury held that Rimini 

was an “innocent” infringer, with “no reason” to believe that its services 

were infringing (ER453, ER562 (emphases added)), thereby finding that 

Rimini’s defense was objectively reasonable. 

In awarding attorneys’ fees, the district court made findings that 

contradict the jury’s—the court found that Rimini’s “litigation position” 

was “not an objectively reasonable position” because it was “based on a 

clear misreading of Oracle’s software licensing agreements and a 

conscious disregard for the manner that Rimini used and housed 

Oracle’s copyrighted software programs on its own servers.”  ER26.  
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This conclusion simply cannot be squared with the jury’s verdict, and 

therefore violates the Reexamination Clause.4 

2.  An innocent infringer need not be deterred.  This Court 

has held that “the defendant’s status as [an] innocent, rather than a 

willful or knowing, infringer” may “justify the denial of fees.”  

McCulloch, 823 F.2d at 323; see also Brayton Purcell LLP v. Recordon & 

Recordon, 487 F. Supp. 2d 1124, 1129-30 (N.D. Cal. 2007).  Despite 

Rimini’s arguments on this very point, the court never even mentioned 

the jury’s innocence finding in its decision awarding fees.  ER24-31.  

This alone justifies reversal. 

Additionally, the jury’s finding of innocent infringement 

eviscerates the “deterrence” rationale of the district court (ER27), 

because innocent infringers “will not need to be deterred from future 

                                      
4 The district court cited a pretrial ruling relating to Rimini’s deletion of 

certain files.  Although fee-shifting may take into account “a party’s 

litigation misconduct” (Kirtsaeng, 136 S. Ct. at 1989), any portion of a 

fee award made as a sanction must be proportional to the misconduct.  

See, e.g., Viva Video, Inc. v. Cabrera, 9 F. App’x 77, 80 (2d Cir. 2001).  

Since the court (at Oracle’s urging) had already given a spoliation 

instruction to the jury (ER539), it was improper to impose any 

additional consequences for the same conduct; at minimum the court 

was required to specify the amount of the fees being awarded as a 

sanction. 
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infringements.”  U.S. Dep’t of Commerce, White Paper on Remixes, First 

Sale, and Statutory Damages, U.S. Patent & Trademark Office, 91 (Jan. 

2016).  Any deterrence necessary was achieved by the jury’s license 

award of $35.6 million, as well as Rimini’s alterations to its support 

processes.  ER403-06, ER399-402, ER396-98, ER392-95, ER388-91. 

3.  The remaining factors weigh against an award.  The 

district court held that Oracle’s “degree of success” weighed in favor of 

an award of fees because a $50 million verdict is “substantial” 

“regardless of what could have been issued in the case.”  ER25.  But 

“degree of success” is relative to the amount sought; it is not an 

arbitrary number.  McGinnis v. Kentucky Fried Chicken, 51 F.3d 805, 

810 (9th Cir. 1994) (“abuse of discretion for the district court to award 

attorneys’ fees without considering the relationship between the extent 

of success and the amount of the fee award”).  Just as $250,000 is 

substantial under some circumstances but not others, $50 million is not 

substantial here in relation to what Oracle sought.  Oracle prevailed on 

(at best) 3 out of 12 claims, and obtained only a fraction of the damages 

sought against only one of the defendants it sued.  Indeed, Oracle 

rejected Rimini’s Rule 68 offer of $100 million—double the entire 
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verdict.  ER31 n.6.  And it spent millions more on attorneys’ fees than 

the jury awarded.  This is a low degree of success.   

The district court also held that the need to compensate Oracle 

weighed in favor of an award because Oracle must be made “whole” as a 

result of Rimini’s infringement “at Oracle’s expense.”  ER27.  This 

reasoning presumes an award of attorneys’ fees in every infringement 

case, a presumption the Supreme Court rejected thirty years ago.  

Fogerty, 510 U.S. at 521 n.6 (rejecting presumption that fees should be 

awarded “as a matter of course”).  Moreover, using the Supreme Court’s 

metaphor in Fogerty, Oracle is a “corporate behemoth[]” that can afford 

to finance copyright lawsuits, not a “starving artist” who could be 

discouraged from protecting his copyrights due to the threat of 

attorneys’ fees.  Id. at 524. 

Finally, the court concluded that the “purposes of the Copyright 

Act” favored an award of fees because “it rewards owners of intellectual 

property, like Oracle, for pursuing their rights.”  ER28.  This reasoning 

would again lead to an award of fees in every case, but no such 

presumption is permitted.  Rather, the purposes of the Copyright Act 

would be served by a denial of fees, because it would encourage parties 
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with a viable (or at minimum good-faith) license defense to resist 

overreaching claims of infringement.  Mattel, Inc. v. MGA Entm’t, Inc., 

705 F.3d 1108, 1111 (9th Cir. 2013) (“failure to vigorously defend” 

against infringement lawsuit could “usher[] in a new era of copyright 

infringement aimed not at promoting expression but at stifling the 

‘competition’ upon which America thrives”). 

Because the court committed legal error in analyzing each 

relevant factor, primarily Rimini’s objectively reasonable position, the 

award should be vacated in its entirety. 

B. The Fee Award Is Excessive 

Even if the district court was authorized to award some fees in 

this case, it committed numerous errors in exercising that authority. 

1.  The award is not apportioned.  Oracle prevailed on only a 

fraction of the claims it pursued and obtained only a fraction of the 

damages it sought, yet the district court failed to apportion Oracle’s 

attorneys’ fees, instead awarding Oracle its fees for all the claims it 

pursued—even those it lost or abandoned. 

Oracle alleged 12 claims against Rimini and Mr. Ravin, but lost, 

withdrew, or abandoned all of those claims except for copyright 
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infringement (which it lost as to one defendant and obtained only an 

innocent infringement finding as to the other), and the state anti-

hacking claims (which should not withstand appeal).  Moreover, the 

jury awarded Oracle only about a quarter of its requested compensatory 

damages, and rejected all of Oracle’s requests for punitive or enhanced 

damages.   

In fact, because Oracle had largely prevailed on copyright 

infringement liability at summary judgment, the year leading up to 

trial was focused almost entirely on theories and claims on which 

Oracle lost.  Oracle devoted vast resources to attempting to establish 

that Rimini and Mr. Ravin “knew that [their] acts” constituted 

infringement, and that they engaged in “fraud” and in “conscious 

disregard” of the license agreements.  ER478:15-479:3.  Similarly, 

Oracle focused its case at trial on Rimini’s alleged “wall of lies,” for 

which Oracle claimed hundreds of millions in damages.  ER473:5, 

ER498:10-14.  But the jury unambiguously rejected these claims.  

Oracle swung for the fences but hit only a single—it should not get a 

home run fee award. 
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Oracle did not even attempt to apportion its fee request to account 

for the claims on which it did not prevail, boldly asserting that it was 

entitled to essentially all its fees.  ER1918-50.  Oracle chose this route 

even though many of the fees it sought were demonstrably attributable 

to the claims on which it lost, as well as its unsuccessful efforts to prove 

willful infringement.  E.g., ER1755-73 (collecting examples from Oracle 

invoices).  The district court accepted Oracle’s approach, and allowed 

Oracle to recover for all of its work on the case.5 

Thus, the question before this Court is stark:  Where, as here, a 

party loses or withdraws most of its claims and has only marginal 

success on the remainder, is the district court required to apportion fees 

to account for the mixed result?  Only if the answer is “no” could the fee 

award here be affirmed.  If the answer is “yes,” then the fee award must 

be reversed—not remanded—because Oracle refused to engage in any 

                                      
5 The only reductions made by the district court were (i) a reduction in 

fees for improper billing practices, (ii) a reduction of costs for similar 

reasons, and (iii) a reduction for one of Oracle’s experts who abandoned 

half of her expert report in response to Rimini’s Daubert motion.  None 

of these reductions had anything to do with Oracle’s degree of success.   
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apportionment analysis or submit any evidence on which its fees could 

be apportioned.6 

The Supreme Court has already answered this question with a 

resounding “yes.”  Hensley v. Eckerhart, 461 U.S. 424, 436 (1983) (“the 

most critical factor [in determining the reasonableness of the fee award] 

is the degree of success obtained”); Farrar v. Hobby, 506 U.S. 103, 114 

(1992) (courts are “obligated to give primary consideration to the 

amount of damages awarded as compared to the amount sought”).  This 

Court has held the same.  Mahach-Watkins v. Depee, 593 F.3d 1054, 

1063 (9th Cir. 2010) (affirming 80% cut in light of plaintiff’s “limited 

success” on one federal claim and no success on state law claims); 

McGinnis, 51 F.3d at 810.   

Since Oracle made the conscious decision to put on no evidence of 

apportionment, it should get nothing. 

2.  The award does not reflect local hourly rates.  Rimini 

submitted expert evidence demonstrating that the fee award was 

excessive because it was calculated at rates far exceeding those in the 

                                      
6 By contrast, Rimini offered four proposed alternative methodologies of 

apportioning Oracle’s fees and costs.  See ER222, ER1827, ER1750-51.  

The district court entirely ignored them. 
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local community (Las Vegas); using local attorney rates, the fee award 

should be reduced by $9.2 million.  See ER1789-1802.  Oracle did not 

challenge this calculation or that this number represents a reasonable 

amount of fees at the local rate.  The only evidence Oracle presented in 

its motion regarding the local community rates was an affidavit from its 

own counsel, which is insufficient as a matter of law.  Jordan v. 

Multnomah Cnty., 815 F.2d 1258, 1262-63 (9th Cir. 1987) (“The fee 

applicant has the burden of producing satisfactory evidence, in addition 

to the affidavits of its counsel, that the requested rates are in line with 

those prevailing in the community”).   

Instead, Oracle argued, and the district court held, that the 

requested rates were reasonable because they were the rates charged by 

counsel.  ER29-30.  That was reversible error.  Welch v. Metro. Life Ins., 

Co., 480 F.3d 942, 946-47 (9th Cir. 2007) (“the determination of a 

reasonable hourly rate is not made by reference to rates actually 

charged the prevailing party,” but to the “prevailing community rates”).  

Accordingly (and in the alternative to awarding Oracle nothing), the 

award should be vacated and reduced by an additional $9.2 million. 
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C. The Cost Award Is Excessive 

The district court erred in awarding $4.9 million in taxable, and 

$12.7 million in non-taxable, costs. 

1.  The court miscalculated taxable costs.  Oracle sought $4.9 

million for deposition, eDiscovery, and “other” unidentified taxable 

costs.  ER31.  Rimini explained in its opposition brief that taxable costs 

amounted to $3.2 million, based on Oracle’s own evidence, and that 

Oracle had reached the $4.9 million number based on a math error.  

ER1772.  In its reply brief, Oracle admitted this error, amending its 

request to seek only $3.2 million in taxable costs.  ER178-79.  

Notwithstanding this concession, the district court awarded Oracle $4.9 

million in taxable costs anyway.  ER31.  For this reason alone, the 

taxable cost award must be reduced by $1.7 million to account for the 

error Oracle admitted below but the district court failed to take into 

account. 

2.  The award of non-taxable costs should be reversed.  The 

Court further erred in awarding $12.7 million in non-taxable costs 

under 17 U.S.C. § 505, because only taxable costs are available under 

the Copyright Act. 
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The cost statutes, 28 U.S.C. §§ 1920 and 1821 (implemented 

through Federal Rule of Civil Procedure 54), provide that only five 

categories of costs may be awarded to the prevailing party absent “plain 

evidence of congressional intent to supersede those sections.”  Crawford 

Fitting Co. v. J.T. Gibbons, Inc., 482 U.S. 437, 445 (1987); W. Va. Univ. 

Hosps., Inc. v. Casey, 499 U.S. 83, 87 (1991).   

The Copyright Act provides that “the court in its discretion may 

allow the recovery of full costs by or against any party.”  17 U.S.C. 

§ 505.  The courts of appeals are divided on whether this provision 

authorizes the award of non-taxable costs.  The majority rule is “no.”  

See, e.g., Pinkham v. Camex, Inc., 84 F.3d 292, 295 (8th Cir. 1996); 

Artisan Contractors Ass’n, of Am., Inc. v. Frontier Ins. Co., 275 F.3d 

1038 (11th Cir. 2001).  This Court has rejected the majority approach, 

reasoning that it would “read[] the word ‘full’ out of the statute.”  

Twentieth Century Fox Film Corp. v. Film Entm’t Distrib., 429 F.3d 869, 

885 (9th Cir. 2005). 

Twentieth Century Fox has been abrogated by Marx v. General 

Revenue Corp., 133 S. Ct. 1166 (2013), which held that Rule 54(d) 

controls the award of costs unless a statute is “contrary” to the rule.  Id. 
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at 1173 (“For instance, a statute providing that ‘plaintiffs shall not be 

liable for costs’ is contrary to Rule 54(d)(1) because it precludes a court 

from awarding costs to prevailing defendants”).  The Court specifically 

rejected the argument that “any statute that specifically provides for 

costs displaces Rule 54(d)(1), regardless of whether it is contrary to the 

Rule.”  Id.  Lower courts have recognized this contradiction between 

Marx and Twentieth Century Fox.  See, e.g., Tempest Publishing, Inc. v. 

Hacienda Records and Recording Studio, Inc., 141 F. Supp. 3d 712, 723-

24 (S.D. Tex. 2015).  In view of supervening precedent, the panel can 

and should follow the majority rule that non-taxable costs are 

unavailable under the Copyright Act.  Cf. Trader Joe’s Co. v. Hallatt, 

835 F.3d 960, 967-68 & n.4 (9th Cir. 2016).  This requires reducing the 

award in this case by $12.7 million. 

*  *  * 

The district court’s $46 million award of fees and costs should be 

reversed.  No fees and costs were appropriate both because the 

Kirtsaeng factors weigh against any award and because the district 

court refused to apportion fees.  Alternatively, the award should be 

reduced by $23.6 million because of the erroneous decision to award 
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$9.2 million in fees (based on unreasonable rates), $12.7 million in 

erroneous non-taxable costs, and $1.7 million in erroneous taxable 

costs.7 

IV. The Prejudgment Interest Award Should Be Reduced 

The district court awarded Oracle prejudgment interest (over 

Rimini’s objection) at the incorrect rate, resulting in an award of $22.7 

million (ER1), nearly 10 times more than the $2.4 million calculated at 

the statutory interest rate.  This Court should reduce the award by 

$20.3 million to correct the district court’s legal error and to avoid an 

unjustified windfall to Oracle. 

This Court has held that 28 U.S.C. § 1961—which establishes the 

rate for post-judgment interest—also presumptively governs awards of 

prejudgment interest.  Saavedra v. Korean Air Lines Co., 93 F.3d 547, 

555 (9th Cir. 1996) (“Although this section governs post-judgment 

interest, this court has applied its presumption in favor of using T-Bill 

rates in the context of prejudgment interest”).  And this Court has 

                                      
7 Rimini made Oracle a $100 million Rule 68 offer of judgment, which 

Oracle refused.  ER31 n.6.  If Oracle retains less than that amount 

following this appeal, it may not obtain fees and costs incurred after 

rejecting Rimini’s offer.  
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specifically approved the use of Section 1961 to set prejudgment 

interest in copyright actions.  Frank Music Corp. v. Metro-Goldwyn-

Mayer Inc., 886 F.2d 1545, 1552 (9th Cir. 1989) (“This is the same rate 

on which postjudgment interest is based”). 

Section 1961 directs courts awarding interest to use the 52-week 

Treasury bill rate for “the calendar week preceding the date of 

judgment.”  28 U.S.C. § 1961(a) (emphasis added).  This rate “reflect[s] 

market rates and thereby fully compensates aggrieved parties.”  Price v. 

Stevedoring Servs. of Am., Inc., 697 F.3d 820, 836 (9th Cir. 2012) (en 

banc). 

Rimini submitted an expert declaration below establishing that in 

December 2015 prejudgment interest calculated at the rate specified in 

Section 1961 was $1,768,006.  ER1868, 1871.  Oracle did not dispute 

this rate or calculation.  Rather, as pertinent here, Oracle argued that 

the interest rate should be set at the earliest date of infringement 

(October 2006).  The district court sided with Oracle.  ER22.  Given the 

intervening financial crisis and the Federal Reserve’s monetary policies, 
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the two rates are dramatically different:  5.07% in October 2006 

compared to 0.54% in December 2015.8 

The district court recognized that the statutory rate controls 

unless “the equities demand a different rate,” and specifically found 

“that there is no basis to deviate from the standard Treasury rate ... in 

this action.”  ER22.  The court went on, however, “to set the 

prejudgment interest rate ... on the date infringement began, rather 

than at the time of judgment.”  Id.  The court cited no authority for 

using a date other than the one specified in the statute.  Indeed, 

although this Court has observed that “prejudgment interest was 

generally available in patent infringement cases from the date damages 

were liquidated, and in exceptional cases from the date of infringement” 

(Frank Music, 886 F.2d at 1551 (emphases added)), this Court has 

never suggested that prejudgment interest on a copyright award can 

run from the date of infringement rather than the date of judgment.  

Rather, where prejudgment interest is warranted under the Copyright 

Act, it is calculated at the statutory rate for the week preceding the 

                                      
8 The statutory rate was 0.61% in the week before judgment, resulting 

in a prejudgment interest amount of $2,416,437.88 under the proper 

methodology. 
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judgment.  Oracle USA, Inc. v. SAP AG, 2010 WL 5372996, *1 (N.D. 

Cal. Dec. 28, 2010).  The court did not cite a copyright case in which a 

court strayed from the statutory rate.    

Even if the district court had authority to choose a different date 

for calculating the prejudgment interest rate, it would have to make an 

exceptional case determination supported by findings made “on 

substantial evidence.”  Nelson v. EG & G Energy Measurements Grp., 

Inc., 37 F.3d 1384, 1391 (9th Cir. 1994).  The district court here, citing 

no evidence, based its decision on the hypothetical license award and 

Rimini’s defense against Oracle’s overreaching claims (ER22); but 

neither was “exceptional” or justified a departure from the statutory 

rate. 

First, there is nothing exceptional about a hypothetical license 

award.  The district court justified its departure from the statutory rate 

“because of the nature of the jury’s award of hypothetical license 

damages” (id.), but a hypothetical license is just one way of measuring 

copyright damages.  Oracle Corp. v. SAP AG, 765 F.3d 1081, 1087 (9th 

Cir. 2014).  In copyright cases involving hypothetical licenses, courts 

routinely apply the Section 1961 rate for prejudgment interest.  

  Case: 16-16832, 01/19/2017, ID: 10272783, DktEntry: 28, Page 82 of 113



 

 69  

Williams v. Bridgeport Music, Inc., 2015 WL 4479500, at *46 (C.D. Cal. 

July 14, 2015); Oracle, 2010 WL 5372996 at *1; Getty Images (US), Inc. 

v. Virtual Clinics, 2014 WL 358412, at *6 (W.D. Wash. Jan. 31, 2014).  

The district court’s approach would mean that a departure from the 

presumptive rate would be warranted in every such case. 

Nor does the district court’s approach make economic sense.  As 

Rimini’s expert witness explained, “applying this earlier rate would 

mean that although the rest of the world has been living under 

historically low interest rates since approximately early 2009—affecting 

everything from borrowing costs to returns on investments—Rimini 

would be saddled with a rate that is fixed at an artificially high point in 

Oracle’s favor.”  ER1871.  In other words, for nearly 8 of the 11 years 

(2009 through 2016) interest rates were exceptionally low; while for 3 of 

the 11 years (2006 through 2008) interest rates were higher.  Ignoring 

the lower rates that were applicable for nearly 8 of the 11 years since 

2006 would result in a windfall to Oracle, increasing its $35.6 million 

damages award by over 55% in less than a decade even though (i) 

Oracle lost zero customers and zero profits to Rimini, (ii) Oracle’s CEO 

testified that Rimini’s competition benefited Oracle, and (iii) the 
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country experienced a financial meltdown during the relevant time 

period, making such a profitable investment in the real world wholly 

unrealistic. 

Second, nothing about Rimini’s defense in this case was 

exceptional.  The Supreme Court recently offered guidance on what 

constitutes an “exceptional” case in the intellectual property context.  

Octane Fitness, LLC v. Icon Health & Fitness, Inc., 134 S. Ct. 1749, 

1756 (2014); Highmark Inc. v. Allcare Health Management System, Inc., 

134 S. Ct. 1744, 1748 (2014).  For purposes of fee-shifting under the 

Patent Act, the Court has said that an exceptional case is “simply one 

that stands out from others with respect to the substantive strength of a 

party’s litigating position … or the unreasonable manner in which the 

case was litigated.”  Octane Fitness, 134 S. Ct. at 1756.  Neither 

situation is present here.  As for the “manner in which the case was 

litigated,” the district court held that it would be inequitable to “allow 

defendants to reap a windfall by the lower interest rates that are now 

available simply because they engaged in discovery delays and other 

litigation tactics … that kept this action in litigation for several years.”  

ER22.  This was error because “[a]lthough a defendant’s bad faith 
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conduct may influence whether a court awards prejudgment interest, it 

should not influence the rate of the interest.”  Dishman v. UNUM Life 

Ins. Co. of Am., 269 F.3d 974, 988 (9th Cir. 2001) (emphases added).    

Moreover, the lawsuit was not even filed until January 2010; thus, 

even if litigation delays were an appropriate basis for departing from 

Section 1961, any delay attributable to Rimini could only reach back to 

January 2010 as a logistical matter.  And rates in January 2010 were 

even lower than when the judgment was entered (0.35% vs. 0.61%), so 

this point cannot justify the award in this case as a matter of law.    

In addition, the district court took two years to rule on summary 

judgment, and almost an entire year to rule on the parties’ post-trial 

motions.  These delays had nothing to do with Rimini’s litigation 

conduct.  Thus, while Rimini disagrees with any suggestion that it 

improperly “delayed” this litigation—which the district judge himself 

described as the most “complex case” he had seen in “over 45 years” of 

practice and time on the bench (ER445:7-14; see also ER117 (calling this 

an exceedingly “complex case” with summary judgment briefing over 

“200 pages” and “over 2,700 pages of exhibits” before “a heavily 
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burdened court”))—this consideration cannot remotely justify departure 

from the statutory interest rate. 

That leaves the substantive strength of the parties’ positions, 

which the district court did not even analyze in its departure from the 

statutory rate (itself an abuse of discretion).  It cannot be disputed that 

Rimini’s substantive position was strong:  Rimini successfully defended 

itself against the great majority of Oracle’s claims and allegations; 

indeed, but for the district court’s erroneous construction of the licenses, 

Rimini would have prevailed on the copyright claims, and even with 

those erroneous constructions, the jury exonerated Mr. Ravin and found 

Rimini’s conduct, while infringing, to be “innocent.”  Oracle’s rhetoric 

notwithstanding, these facts do not warrant departure from the 

judgment-date rate of interest. 
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CONCLUSION 

The Court should direct entry of judgment for Rimini on the 

copyright infringement claim.  In the alternative, the Court should 

dissolve the permanent injunction; reverse the award of attorneys’ fees 

and costs outright or, alternatively, reduce it by at least $23.6 million; 

and reduce the award of prejudgment interest by $20.3 million. 

 

 Respectfully submitted, 

Dated:  January 19, 2017  GIBSON, DUNN & CRUTCHER LLP 

s/ Mark A. Perry                                  . 
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STATEMENT OF RELATED CASES 

Pursuant to Circuit Rule 28-2.6, Appellants Rimini Street, Inc. 

and Seth Ravin identify the following related cases pending in this 

Court:  The two consolidated matters pending in this appeal (Case No. 

16-16832 & Case No. 16-16905) are the only related cases pending 

before this Court. 

 

Dated:  January 19, 2017   s/ Mark A. Perry                               . 

Mark A. Perry 
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ADDENDUM 

 

 Pursuant to Circuit Rule 28-2.7, this addendum includes the 

following pertinent constitutional and statutory provisions and rules, 

reproduced verbatim: 

Exhibit A: U.S. Const. amends. I, V, and VII 

 

Exhibit B: 17 U.S.C. §§ 106, 502, and 505 

 

Exhibit C: 28 U.S.C §§ 1821, 1920, and 1961 

 

Exhibit D: Federal Rule of Civil Procedure 65 
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Amendment I. Establishment of Religion; Free Exercise of..., USCA CONST Amend. I

 © 2017 Thomson Reuters. No claim to original U.S. Government Works. 1

United States Code Annotated
Constitution of the United States

Annotated
Amendment I. Religion; Speech and the Press; Assembly; Petition

U.S.C.A. Const. Amend. I

Amendment I. Establishment of Religion; Free Exercise of Religion; Freedom
of Speech and the Press; Peaceful Assembly; Petition for Redress of Grievances

Currentness

Congress shall make no law respecting an establishment of religion, or prohibiting the free exercise thereof; or abridging
the freedom of speech, or of the press; or the right of the people peaceably to assemble, and to petition the Government
for a redress of grievances.

<Historical notes and references are included in the full text document for this amendment.>
 

<For Notes of Decisions, see separate documents for clauses of this amendment:>
 

<USCA Const Amend. I--Establishment clause; Free Exercise clause>
 

<USCA Const Amend. I--Free Speech clause; Free Press clause>
 

<USCA Const Amend. I--Assembly clause; Petition clause>
 

U.S.C.A. Const. Amend. I, USCA CONST Amend. I
Current through P.L. 114-254. Also includes P.L. 114-256 to 114-280, 114-282 to 114-286, and 114-321.

End of Document © 2017 Thomson Reuters. No claim to original U.S. Government Works.
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Amendment V. Grand Jury Indictment for Capital Crimes;..., USCA CONST Amend....

 © 2017 Thomson Reuters. No claim to original U.S. Government Works. 1

United States Code Annotated
Constitution of the United States

Annotated
Amendment V. Grand Jury; Double Jeopardy; Self-Incrimination; Due Process; Takings

U.S.C.A. Const. Amend. V full text

Amendment V. Grand Jury Indictment for Capital Crimes; Double Jeopardy;
Self-Incrimination; Due Process of Law; Takings without Just Compensation

Currentness

No person shall be held to answer for a capital, or otherwise infamous crime, unless on a presentment or indictment of a
Grand Jury, except in cases arising in the land or naval forces, or in the Militia, when in actual service in time of War or
public danger; nor shall any person be subject for the same offence to be twice put in jeopardy of life or limb; nor shall
be compelled in any criminal case to be a witness against himself, nor be deprived of life, liberty, or property, without
due process of law; nor shall private property be taken for public use, without just compensation.

<Historical notes and references are included in the full text document for this amendment.>
 

<For Notes of Decisions, see separate documents for clauses of this amendment:>
 

<USCA Const. Amend. V--Grand Jury clause>
 

<USCA Const. Amend. V--Double Jeopardy clause>
 

<USCA Const. Amend. V--Self-Incrimination clause>
 

<USCA Const. Amend. V-- Due Process clause>
 

<USCA Const. Amend. V--Takings clause>
 

U.S.C.A. Const. Amend. V full text, USCA CONST Amend. V full text
Current through P.L. 114-254. Also includes P.L. 114-256 to 114-280, 114-282 to 114-286, and 114-321.

End of Document © 2017 Thomson Reuters. No claim to original U.S. Government Works.
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Amendment VII. Civil Trials, USCA CONST Amend. VII

 © 2017 Thomson Reuters. No claim to original U.S. Government Works. 1

United States Code Annotated
Constitution of the United States

Annotated
Amendment VII. Civil Trials

U.S.C.A. Const. Amend. VII

Amendment VII. Civil Trials

Currentness

In Suits at common law, where the value in controversy shall exceed twenty dollars, the right of trial by jury shall be
preserved, and no fact tried by a jury, shall be otherwise reexamined in any Court of the United States, than according
to the rules of the common law.

Notes of Decisions (1580)

U.S.C.A. Const. Amend. VII, USCA CONST Amend. VII
Current through P.L. 114-254. Also includes P.L. 114-256 to 114-280, 114-282 to 114-286, and 114-321.

End of Document © 2017 Thomson Reuters. No claim to original U.S. Government Works.
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§ 106. Exclusive rights in copyrighted works, 17 USCA § 106

 © 2017 Thomson Reuters. No claim to original U.S. Government Works. 1

KeyCite Yellow Flag - Negative Treatment

 Proposed Legislation

United States Code Annotated
Title 17. Copyrights (Refs & Annos)

Chapter 1. Subject Matter and Scope of Copyright (Refs & Annos)

17 U.S.C.A. § 106

§ 106. Exclusive rights in copyrighted works

Effective: November 2, 2002
Currentness

Subject to sections 107 through 122, the owner of copyright under this title has the exclusive rights to do and to authorize
any of the following:

(1) to reproduce the copyrighted work in copies or phonorecords;

(2) to prepare derivative works based upon the copyrighted work;

(3) to distribute copies or phonorecords of the copyrighted work to the public by sale or other transfer of ownership,
or by rental, lease, or lending;

(4) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and motion pictures and other
audiovisual works, to perform the copyrighted work publicly;

(5) in the case of literary, musical, dramatic, and choreographic works, pantomimes, and pictorial, graphic, or
sculptural works, including the individual images of a motion picture or other audiovisual work, to display the
copyrighted work publicly; and

(6) in the case of sound recordings, to perform the copyrighted work publicly by means of a digital audio transmission.

CREDIT(S)
(Pub.L. 94-553, Title I, § 101, Oct. 19, 1976, 90 Stat. 2546; Pub.L. 101-318, § 3(d), July 3, 1990, 104 Stat. 288; Pub.L.

101-650, Title VII, § 704(b)(2), Dec. 1, 1990, 104 Stat. 5134; Pub.L. 104-39, § 2, Nov. 1, 1995, 109 Stat. 336; Pub.L. 106-44,
§ 1(g)(2), Aug. 5, 1999, 113 Stat. 222; Pub.L. 107-273, Div. C, Title III, § 13210(4)(A), Nov. 2, 2002, 116 Stat. 1909.)

Notes of Decisions (279)

17 U.S.C.A. § 106, 17 USCA § 106
Current through P.L. 114-254. Also includes P.L. 114-256 to 114-280, 114-282 to 114-286, and 114-321.
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§ 106. Exclusive rights in copyrighted works, 17 USCA § 106

 © 2017 Thomson Reuters. No claim to original U.S. Government Works. 2

End of Document © 2017 Thomson Reuters. No claim to original U.S. Government Works.
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§ 502. Remedies for infringement: Injunctions, 17 USCA § 502

 © 2017 Thomson Reuters. No claim to original U.S. Government Works. 1

United States Code Annotated
Title 17. Copyrights (Refs & Annos)

Chapter 5. Copyright Infringement and Remedies (Refs & Annos)

17 U.S.C.A. § 502

§ 502. Remedies for infringement: Injunctions

Currentness

(a) Any court having jurisdiction of a civil action arising under this title may, subject to the provisions of section 1498 of
title 28, grant temporary and final injunctions on such terms as it may deem reasonable to prevent or restrain infringement
of a copyright.

(b) Any such injunction may be served anywhere in the United States on the person enjoined; it shall be operative
throughout the United States and shall be enforceable, by proceedings in contempt or otherwise, by any United States
court having jurisdiction of that person. The clerk of the court granting the injunction shall, when requested by any other
court in which enforcement of the injunction is sought, transmit promptly to the other court a certified copy of all the
papers in the case on file in such clerk's office.

CREDIT(S)
(Pub.L. 94-553, Title I, § 101, Oct. 19, 1976, 90 Stat. 2584.)

Notes of Decisions (513)

17 U.S.C.A. § 502, 17 USCA § 502
Current through P.L. 114-254. Also includes P.L. 114-256 to 114-280, 114-282 to 114-286, and 114-321.

End of Document © 2017 Thomson Reuters. No claim to original U.S. Government Works.

  Case: 16-16832, 01/19/2017, ID: 10272783, DktEntry: 28, Page 99 of 113

http://www.westlaw.com/Browse/Home/StatutesCourtRules/UnitedStatesCodeAnnotatedUSCA?transitionType=DocumentItem&contextData=(sc.Category)&rs=clbt1.0&vr=3.0
http://www.westlaw.com/Browse/Home/StatutesCourtRules/UnitedStatesCodeAnnotatedUSCA?guid=N8C83BBC3829747EEBAEACCCD4E072E43&transitionType=DocumentItem&contextData=(sc.Category)&rs=clbt1.0&vr=3.0
http://www.westlaw.com/Link/Document/FullText?findType=l&cite=lk(17USCAD)+lk(17USCAR)&originatingDoc=N6340DAE0A06711D8B8FABFF7D35FC9C0&refType=CM&sourceCite=17+U.S.C.A.+%c2%a7+502&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&pubNum=1000546&contextData=(sc.Category)
http://www.westlaw.com/Browse/Home/StatutesCourtRules/UnitedStatesCodeAnnotatedUSCA?guid=NDCC5628E521B459D9D5001CF0463CC77&transitionType=DocumentItem&contextData=(sc.Category)&rs=clbt1.0&vr=3.0
http://www.westlaw.com/Link/Document/FullText?findType=l&cite=lk(17USCAC5R)&originatingDoc=N6340DAE0A06711D8B8FABFF7D35FC9C0&refType=CM&sourceCite=17+U.S.C.A.+%c2%a7+502&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&pubNum=1000546&contextData=(sc.Category)
http://www.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=28USCAS1498&originatingDoc=N6340DAE0A06711D8B8FABFF7D35FC9C0&refType=LQ&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Category)
http://www.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=28USCAS1498&originatingDoc=N6340DAE0A06711D8B8FABFF7D35FC9C0&refType=LQ&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Category)
http://www.westlaw.com/Link/Document/FullText?findType=l&pubNum=1077005&cite=UUID(I3EBA84836D-094354B800E-F480BFDD0A2)&originatingDoc=N6340DAE0A06711D8B8FABFF7D35FC9C0&refType=SL&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Category)
http://www.westlaw.com/Link/RelatedInformation/NotesofDecisions?docGuid=N6340DAE0A06711D8B8FABFF7D35FC9C0&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=NotesOfDecision&contextData=(sc.Category)


§ 505. Remedies for infringement: Costs and attorney's fees, 17 USCA § 505

 © 2017 Thomson Reuters. No claim to original U.S. Government Works. 1

United States Code Annotated
Title 17. Copyrights (Refs & Annos)

Chapter 5. Copyright Infringement and Remedies (Refs & Annos)

17 U.S.C.A. § 505

§ 505. Remedies for infringement: Costs and attorney's fees

Currentness

In any civil action under this title, the court in its discretion may allow the recovery of full costs by or against any party
other than the United States or an officer thereof. Except as otherwise provided by this title, the court may also award
a reasonable attorney's fee to the prevailing party as part of the costs.

CREDIT(S)
(Pub.L. 94-553, Title I, § 101, Oct. 19, 1976, 90 Stat. 2586.)

Notes of Decisions (481)

17 U.S.C.A. § 505, 17 USCA § 505
Current through P.L. 114-254. Also includes P.L. 114-256 to 114-280, 114-282 to 114-286, and 114-321.

End of Document © 2017 Thomson Reuters. No claim to original U.S. Government Works.
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United States Code Annotated
Title 28. Judiciary and Judicial Procedure (Refs & Annos)

Part V. Procedure
Chapter 119. Evidence; Witnesses (Refs & Annos)

28 U.S.C.A. § 1821

§ 1821. Per diem and mileage generally; subsistence

Currentness

(a)(1) Except as otherwise provided by law, a witness in attendance at any court of the United States, or before a United
States Magistrate Judge, or before any person authorized to take his deposition pursuant to any rule or order of a court
of the United States, shall be paid the fees and allowances provided by this section.

(2) As used in this section, the term “court of the United States” includes, in addition to the courts listed in section 451
of this title, any court created by Act of Congress in a territory which is invested with any jurisdiction of a district court
of the United States.

(b) A witness shall be paid an attendance fee of $40 per day for each day's attendance. A witness shall also be paid the
attendance fee for the time necessarily occupied in going to and returning from the place of attendance at the beginning
and end of such attendance or at any time during such attendance.

(c)(1) A witness who travels by common carrier shall be paid for the actual expenses of travel on the basis of the means
of transportation reasonably utilized and the distance necessarily traveled to and from such witness's residence by the
shortest practical route in going to and returning from the place of attendance. Such a witness shall utilize a common
carrier at the most economical rate reasonably available. A receipt or other evidence of actual cost shall be furnished.

(2) A travel allowance equal to the mileage allowance which the Administrator of General Services has prescribed,
pursuant to section 5704 of title 5, for official travel of employees of the Federal Government shall be paid to each witness
who travels by privately owned vehicle. Computation of mileage under this paragraph shall be made on the basis of a
uniformed table of distances adopted by the Administrator of General Services.

(3) Toll charges for toll roads, bridges, tunnels, and ferries, taxicab fares between places of lodging and carrier terminals,
and parking fees (upon presentation of a valid parking receipt), shall be paid in full to a witness incurring such expenses.

(4) All normal travel expenses within and outside the judicial district shall be taxable as costs pursuant to section 1920
of this title.

(d)(1) A subsistence allowance shall be paid to a witness when an overnight stay is required at the place of attendance
because such place is so far removed from the residence of such witness as to prohibit return thereto from day to day.
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(2) A subsistence allowance for a witness shall be paid in an amount not to exceed the maximum per diem allowance
prescribed by the Administrator of General Services, pursuant to section 5702(a) of title 5, for official travel in the area
of attendance by employees of the Federal Government.

(3) A subsistence allowance for a witness attending in an area designated by the Administrator of General Services as
a high-cost area shall be paid in an amount not to exceed the maximum actual subsistence allowance prescribed by
the Administrator, pursuant to section 5702(c)(B) of title 5, for official travel in such area by employees of the Federal
Government.

(4) When a witness is detained pursuant to section 3144 of title 18 for want of security for his appearance, he shall be
entitled for each day of detention when not in attendance at court, in addition to his subsistence, to the daily attendance
fee provided by subsection (b) of this section.

(e) An alien who has been paroled into the United States for prosecution, pursuant to section 212(d)(5) of the Immigration
and Nationality Act (8 U.S.C. 1182(d)(5)), or an alien who either has admitted belonging to a class of aliens who are

deportable or has been determined pursuant to section 240 of such Act (8 U.S.C. 1252(b) 1 ) to be deportable, shall be
ineligible to receive the fees or allowances provided by this section.

(f) Any witness who is incarcerated at the time that his or her testimony is given (except for a witness to whom the
provisions of section 3144 of title 18 apply) may not receive fees or allowances under this section, regardless of whether
such a witness is incarcerated at the time he or she makes a claim for fees or allowances under this section.

CREDIT(S)
(June 25, 1948, c. 646, 62 Stat. 950; May 10, 1949, c. 96, 63 Stat. 65; May 24, 1949, c. 139, § 94, 63 Stat. 103; Oct. 31,

1951, c. 655, § 51(a), 65 Stat. 727; Sept. 3, 1954, c. 1263, § 45, 68 Stat. 1242; Aug. 1, 1956, c. 826, 70 Stat. 798; Mar. 27,
1968, Pub.L. 90-274, § 102(b), 82 Stat. 62; Oct. 27, 1978, Pub.L. 95-535, § 1, 92 Stat. 2033; Dec. 1, 1990, Pub.L. 101-650,
Title III, §§ 314(a), 321, 104 Stat. 5115, 5117; Oct. 14, 1992, Pub.L. 102-417, § 2(a)-(c), 106 Stat. 2138; Sept. 30, 1996,
Pub.L. 104-208, Div. C, Title III, § 308(g)(5)(E), 110 Stat. 3009-623.)

Notes of Decisions (411)

Footnotes
1 So in original. Reference in parenthesis should probably be “(8 U.S.C. 1229a)”.

28 U.S.C.A. § 1821, 28 USCA § 1821
Current through P.L. 114-254. Also includes P.L. 114-256 to 114-280, 114-282 to 114-286, and 114-321.
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United States Code Annotated
Title 28. Judiciary and Judicial Procedure (Refs & Annos)

Part V. Procedure
Chapter 123. Fees and Costs (Refs & Annos)

28 U.S.C.A. § 1920

§ 1920. Taxation of costs

Effective: October 13, 2008
Currentness

A judge or clerk of any court of the United States may tax as costs the following:

(1) Fees of the clerk and marshal;

(2) Fees for printed or electronically recorded transcripts necessarily obtained for use in the case;

(3) Fees and disbursements for printing and witnesses;

(4) Fees for exemplification and the costs of making copies of any materials where the copies are necessarily obtained
for use in the case;

(5) Docket fees under section 1923 of this title;

(6) Compensation of court appointed experts, compensation of interpreters, and salaries, fees, expenses, and costs of
special interpretation services under section 1828 of this title.

A bill of costs shall be filed in the case and, upon allowance, included in the judgment or decree.

CREDIT(S)
(June 25, 1948, c. 646, 62 Stat. 955; Oct. 28, 1978, Pub.L. 95-539, § 7, 92 Stat. 2044; Oct. 13, 2008, Pub.L. 110-406,

§ 6, 122 Stat. 4292.)

Notes of Decisions (1520)

28 U.S.C.A. § 1920, 28 USCA § 1920
Current through P.L. 114-254. Also includes P.L. 114-256 to 114-280, 114-282 to 114-286, and 114-321.

End of Document © 2017 Thomson Reuters. No claim to original U.S. Government Works.
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United States Code Annotated
Title 28. Judiciary and Judicial Procedure (Refs & Annos)

Part V. Procedure
Chapter 125. Pending Actions and Judgments (Refs & Annos)

28 U.S.C.A. § 1961

§ 1961. Interest

Effective: December 21, 2000
Currentness

(a) Interest shall be allowed on any money judgment in a civil case recovered in a district court. Execution therefor may
be levied by the marshal, in any case where, by the law of the State in which such court is held, execution may be levied
for interest on judgments recovered in the courts of the State. Such interest shall be calculated from the date of the entry
of the judgment, at a rate equal to the weekly average 1-year constant maturity Treasury yield, as published by the Board

of Governors of the Federal Reserve System, for the calendar week preceding. 1  the date of the judgment. The Director
of the Administrative Office of the United States Courts shall distribute notice of that rate and any changes in it to all
Federal judges.

(b) Interest shall be computed daily to the date of payment except as provided in section 2516(b) of this title and section
1304(b) of title 31, and shall be compounded annually.

(c)(1) This section shall not apply in any judgment of any court with respect to any internal revenue tax case. Interest
shall be allowed in such cases at the underpayment rate or overpayment rate (whichever is appropriate) established under
section 6621 of the Internal Revenue Code of 1986.

(2) Except as otherwise provided in paragraph (1) of this subsection, interest shall be allowed on all final judgments

against the United States in the United States Court of Appeals for the Federal circuit, 2  at the rate provided in subsection
(a) and as provided in subsection (b).

(3) Interest shall be allowed, computed, and paid on judgments of the United States Court of Federal Claims only as
provided in paragraph (1) of this subsection or in any other provision of law.

(4) This section shall not be construed to affect the interest on any judgment of any court not specified in this section.

CREDIT(S)
(June 25, 1948, c. 646, 62 Stat. 957; Apr. 2, 1982, Pub.L. 97-164, Title III, § 302(a), 96 Stat. 55; Sept. 13, 1982, Pub.L.

97-258, § 2(m) (1), 96 Stat. 1062; Jan. 12, 1983, Pub.L. 97-452, § 2(d)(1), 96 Stat. 2478; Oct. 22, 1986, Pub.L. 99-514, § 2,
Title XV, § 1511(c)(17), 100 Stat. 2095, 2745; Oct. 29, 1992, Pub.L. 102-572, Title IX, § 902(b)(1), 106 Stat. 4516; Dec.
21, 2000, Pub.L. 106-554, § 1(a)(7) [Title III, § 307(d)(1)], 114 Stat. 2763, 2763A-636.)
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Notes of Decisions (477)

Footnotes
1 So in original. The period probably should not appear.

2 So in original. Probably should be “Circuit,”.

28 U.S.C.A. § 1961, 28 USCA § 1961
Current through P.L. 114-254. Also includes P.L. 114-256 to 114-280, 114-282 to 114-286, and 114-321.

End of Document © 2017 Thomson Reuters. No claim to original U.S. Government Works.

  Case: 16-16832, 01/19/2017, ID: 10272783, DktEntry: 28, Page 106 of 113

http://www.westlaw.com/Link/RelatedInformation/NotesofDecisions?docGuid=NCFEAAD70A35911D88B25BBE406C5D950&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=NotesOfDecision&contextData=(sc.UserEnteredCitation)


 

  

 

 

 

 

 

 

 

 

EXHIBIT D 

 
 

  Case: 16-16832, 01/19/2017, ID: 10272783, DktEntry: 28, Page 107 of 113



Rule 65. Injunctions and Restraining Orders, FRCP Rule 65

 © 2017 Thomson Reuters. No claim to original U.S. Government Works. 1

United States Code Annotated
Federal Rules of Civil Procedure for the United States District Courts (Refs & Annos)

Title VIII. Provisional and Final Remedies (Refs & Annos)

Federal Rules of Civil Procedure Rule 65

Rule 65. Injunctions and Restraining Orders

Currentness

(a) Preliminary Injunction.

(1) Notice. The court may issue a preliminary injunction only on notice to the adverse party.

(2) Consolidating the Hearing with the Trial on the Merits. Before or after beginning the hearing on a motion for a
preliminary injunction, the court may advance the trial on the merits and consolidate it with the hearing. Even when
consolidation is not ordered, evidence that is received on the motion and that would be admissible at trial becomes
part of the trial record and need not be repeated at trial. But the court must preserve any party's right to a jury trial.

(b) Temporary Restraining Order.

(1) Issuing Without Notice. The court may issue a temporary restraining order without written or oral notice to the
adverse party or its attorney only if:

(A) specific facts in an affidavit or a verified complaint clearly show that immediate and irreparable injury, loss, or
damage will result to the movant before the adverse party can be heard in opposition; and

(B) the movant's attorney certifies in writing any efforts made to give notice and the reasons why it should not be
required.

(2) Contents; Expiration. Every temporary restraining order issued without notice must state the date and hour it
was issued; describe the injury and state why it is irreparable; state why the order was issued without notice; and be
promptly filed in the clerk's office and entered in the record. The order expires at the time after entry--not to exceed 14
days--that the court sets, unless before that time the court, for good cause, extends it for a like period or the adverse
party consents to a longer extension. The reasons for an extension must be entered in the record.

(3) Expediting the Preliminary-Injunction Hearing. If the order is issued without notice, the motion for a preliminary
injunction must be set for hearing at the earliest possible time, taking precedence over all other matters except hearings
on older matters of the same character. At the hearing, the party who obtained the order must proceed with the motion;
if the party does not, the court must dissolve the order.
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(4) Motion to Dissolve. On 2 days' notice to the party who obtained the order without notice--or on shorter notice set
by the court--the adverse party may appear and move to dissolve or modify the order. The court must then hear and
decide the motion as promptly as justice requires.

(c) Security. The court may issue a preliminary injunction or a temporary restraining order only if the movant gives
security in an amount that the court considers proper to pay the costs and damages sustained by any party found to have
been wrongfully enjoined or restrained. The United States, its officers, and its agencies are not required to give security.

(d) Contents and Scope of Every Injunction and Restraining Order.

(1) Contents. Every order granting an injunction and every restraining order must:

(A) state the reasons why it issued;

(B) state its terms specifically; and

(C) describe in reasonable detail--and not by referring to the complaint or other document--the act or acts restrained
or required.

(2) Persons Bound. The order binds only the following who receive actual notice of it by personal service or otherwise:

(A) the parties;

(B)the parties' officers, agents, servants, employees, and attorneys; and

(C) other persons who are in active concert or participation with anyone described in Rule 65(d)(2)(A) or (B).

(e) Other Laws Not Modified. These rules do not modify the following:

(1) any federal statute relating to temporary restraining orders or preliminary injunctions in actions affecting employer
and employee;

(2) 28 U.S.C. § 2361, which relates to preliminary injunctions in actions of interpleader or in the nature of interpleader;
or

(3) 28 U.S.C. § 2284, which relates to actions that must be heard and decided by a three-judge district court.

(f) Copyright Impoundment. This rule applies to copyright-impoundment proceedings.
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CREDIT(S)
(Amended December 27, 1946, effective March 19, 1948; December 29, 1948, effective October 20, 1949; February 28,

1966, effective July 1, 1966; March 2, 1987, effective August 1, 1987; April 23, 2001, effective December 1, 2001; April
30, 2007, effective December 1, 2007; March 26, 2009, effective December 1, 2009.)

ADVISORY COMMITTEE NOTES
1937 Adoption

Note to Subdivisions (a) and (b). These are taken from U.S.C., Title 28, [former] § 381 (Injunctions; preliminary injunctions
and temporary restraining orders).

Note to Subdivision (c). Except for the last sentence, this is substantially U.S.C., Title 28, [former] § 382 (Injunctions;
security on issuance of). The last sentence continues the following and similar statutes which expressly except the United
States or an officer or agency thereof from such security requirements: U.S.C. Title 15, §§ 77t(b), 78u(e), and 79r(f)
(Securities and Exchange Commission). It also excepts the United States or an officer or agency thereof from such
security requirements in any action in which a restraining order or interlocutory judgment of injunction issues in its favor
whether there is an express statutory exception from such security requirements or not.

See U.S.C., [former] Title 6 (Official and Penal Bonds) for bonds by surety companies.

Note to Subdivision (d). This is substantially U.S.C., Title 28, [former] § 383 (Injunctions; requisites of order; binding
effect).

Note to Subdivision (e). The words “relating to temporary restraining orders and preliminary injunctions in actions
affecting employer and employee” are words of description and not of limitation.

Compare [former] Equity Rule 73 (Preliminary Injunctions and Temporary Restraining Orders) which is substantially
equivalent to the statutes.

For other statutes dealing with injunctions which are continued, see e.g.:

U.S.C., Title 28 former:
§ 46 [now 2324] (Suits to enjoin orders of Interstate Commerce Commission to be against United States)

§ 47 [now 2325] (Injunctions as to orders of Interstate Commerce Commission; appeal to Supreme Court; time for
taking)

§ 378 [former] (Injunctions; when granted)

§ 379 [now 2283] (Injunctions; stay in State courts)

§ 380 [now 1253, 2101, 2281, 2284] (Injunctions; alleged unconstitutionality of State statutes; appeal to Supreme
Court)

§ 380a [now 1253, 2101, 2281, 2284] (Injunctions; constitutionality of Federal statute; application for hearing; appeal
to Supreme Court)
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U.S.C., Title 7:
§ 216 (Court proceedings to enforce orders; injunction)

§ 217 (Proceedings for suspension of orders)

U.S.C., Title 15:
§ 4 (Jurisdiction of courts; duty of district attorney; procedure)

§ 25 (Restraining violations; procedure)

§ 26 (Injunctive relief for private parties; exceptions)

§ 77t(b) (Injunctions and prosecution of offenses)

1946 Amendment

Note. It has been held that in actions on preliminary injunction bonds the district court has discretion to grant relief in the
same proceeding or to require the institution of a new action on the bond. Russell v. Farley, 1881, 105 U.S. 433, 466. It is
believed, however, that in all cases the litigant should have a right to proceed on the bond in the same proceeding, in the
manner provided in Rule 73(f) for a similar situation. The paragraph added to Rule 65(c) insures this result and is in the
interest of efficiency. There is no reason why Rules 65(c) and 73(f) should operate differently. Compare § 50, sub. n of the
Bankruptcy Act, 11 U.S.C. § 78, sub. n, under which actions on all bonds furnished pursuant to the Act may be proceeded
upon summarily in the bankruptcy court. See 2 Collier on Bankruptcy, 14th ed. by Moore and Oglebay, 1853-1854.

1948 Amendment

The amendment effective October 1949, changed subdivision (e) in the following respects: in the first clause the
amendment substituted the words “any statute of the United States” for the words “the Act of October 15, 1914, c. 323,
§§ 1 and 20 (38 Stat. 730), U.S.C., Title 29, §§ 52 and 53, or the Act of March 23, 1932, c. 90 (47 Stat. 70), U.S.C., Title
29, c. 6”; in the second clause of subdivision (e) the amendment substituted the reference to “Title 28, U.S.C., § 2361”
for the reference to “Section 24(26) of the Judicial Code as amended, U.S.C., Title 28, § 41(26)”; and the third clause
was amended to read “Title 28, U.S.C., § 2284,” etc., as at present, instead of “the Act of August 24, 1937, c. 754, § 3,
relating to actions to enjoin the enforcement of acts of Congress.”

1966 Amendment

Subdivision (a)(2). This new subdivision provides express authority for consolidating the hearing of an application for a
preliminary injunction with the trial on the merits. The authority can be exercised with particular profit when it appears
that a substantial part of the evidence offered on the application will be relevant to the merits and will be presented
in such form as to qualify for admission on the trial proper. Repetition of evidence is thereby avoided. The fact that
the proceedings have been consolidated should cause no delay in the disposition of the application for the preliminary
injunction, for the evidence will be directed in the first instance to that relief, and the preliminary injunction, if justified
by the proof, may be issued in the course of the consolidated proceedings. Furthermore, to consolidate the proceedings
will tend to expedite the final disposition of the action. It is believed that consolidation can be usefully availed of in
many cases.
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The subdivision further provides that even when consolidation is not ordered, evidence received in connection with an
application for a preliminary injunction which would be admissible on the trial on the merits forms part of the trial
record. This evidence need not be repeated on the trial. On the other hand, repetition is not altogether prohibited. That
would be impractical and unwise. For example, a witness testifying comprehensively on the trial who has previously
testified upon the application for a preliminary injunction might sometimes be hamstrung in telling his story if he could
not go over some part of his prior testimony to connect it with his present testimony. So also, some repetition of testimony
may be called for where the trial is conducted by a judge who did not hear the application for the preliminary injunction.
In general, however, repetition can be avoided with an increase of efficiency in the conduct of the case and without any
distortion of the presentation of evidence by the parties.

Since an application for a preliminary injunction may be made in an action in which, with respect to all or part of the
merits, there is a right to trial by jury, it is appropriate to add the caution appearing in the last sentence of the subdivision.
In such a case the jury will have to hear all the evidence bearing on its verdict, even if some part of the evidence has
already been heard by the judge alone on the application for the preliminary injunction.

The subdivision is believed to reflect the substance of the best current practice and introduces no novel conception.

Subdivision (b). In view of the possibly drastic consequences of a temporary restraining order, the opposition should
be heard, if feasible, before the order is granted. Many judges have properly insisted that, when time does not permit
of formal notice of the application to the adverse party, some expedient, such as telephonic notice to the attorney for
the adverse party, be resorted to if this can reasonably be done. On occasion, however, temporary restraining orders
have been issued without any notice when it was feasible for some fair, although informal, notice to be given. See the
emphatic criticisms in Pennsylvania Rd. Co. v. Transport Workers Union, 278 F.2d 693, 694 (3d Cir. 1960); Arvida Corp.
v. Sugarman, 259 F.2d 428, 429 (2d Cir. 1958); Lummus Co. v. Commonwealth Oil Ref. Co., Inc., 297 F.2d 80, 83 (2d Cir.
1961), cert. denied, 368 U.S. 986 (1962).

Heretofore the first sentence of subdivision (b), in referring to a notice “served” on the “adverse party” on which
a “hearing” could be held, perhaps invited the interpretation that the order might be granted without notice if the
circumstances did not permit of a formal hearing on the basis of a formal notice. The subdivision is amended to make it
plain that informal notice, which may be communicated to the attorney rather than the adverse party, is to be preferred
to no notice at all.

Before notice can be dispensed with, the applicant's counsel must give his certificate as to any efforts made to give notice
and the reasons why notice should not be required. This certificate is in addition to the requirement of an affidavit or
verified complaint setting forth the facts as to the irreparable injury which would result before the opposition could be
heard.

The amended subdivision continues to recognize that a temporary restraining order may be issued without any notice
when the circumstances warrant.

Subdivision (c). Original Rules 65 and 73 contained substantially identical provisions for summary proceedings against
sureties on bonds required or permitted by the rules. There was fragmentary coverage of the same subject in the Admiralty
Rules. Clearly, a single comprehensive rule is required, and is incorporated as Rule 65.1.

1987 Amendment

The amendments are technical. No substantive change is intended.

2001 Amendment
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New subdivision (f) is added in conjunction with abrogation of the antiquated Copyright Rules of Practice adopted
for proceedings under the 1909 Copyright Act. Courts have naturally turned to Rule 65 in response to the apparent
inconsistency of the former Copyright Rules with the discretionary impoundment procedure adopted in 1976,
17 U.S.C. § 503(a). Rule 65 procedures also have assuaged well-founded doubts whether the Copyright Rules
satisfy more contemporary requirements of due process. See, e.g., Religious Technology Center v. Netcom On-Line
Communications Servs., Inc., 923 F.Supp. 1231, 1260-1265 (N.D.Cal.1995); Paramount Pictures Corp. v. Doe, 821
F.Supp. 82 (E.D.N.Y.1993); WPOW, Inc. v. MRLJ Enterprises, 584 F.Supp. 132 (D.D.C.1984).

A common question has arisen from the experience that notice of a proposed impoundment may enable an infringer to
defeat the court's capacity to grant effective relief. Impoundment may be ordered on an ex parte basis under subdivision
(b) if the applicant makes a strong showing of the reasons why notice is likely to defeat effective relief. Such no-notice
procedures are authorized in trademark infringement proceedings, see 15 U.S.C. § 1116(d), and courts have provided
clear illustrations of the kinds of showings that support ex parte relief. See Matter of Vuitton et Fils S.A., 606 F.2d 1
(2d Cir.1979); Vuitton v. White, 945 F.2d 569 (3d Cir.1991). In applying the tests for no-notice relief, the court should
ask whether impoundment is necessary, or whether adequate protection can be had by a less intrusive form of no-notice
relief shaped as a temporary restraining order.

This new subdivision (f) does not limit use of trademark procedures in cases that combine trademark and copyright
claims. Some observers believe that trademark procedures should be adopted for all copyright cases, a proposal better
considered by Congressional processes than by rulemaking processes.

2007 Amendment

The language of Rule 65 has been amended as part of the general restyling of the Civil Rules to make them more easily
understood and to make style and terminology consistent throughout the rules. These changes are intended to be stylistic
only.

The final sentence of former Rule 65(c) referred to Rule 65.1. It is deleted as unnecessary. Rule 65.1 governs of its own
force.

Rule 65(d)(2) clarifies two ambiguities in former Rule 65(d). The former rule was adapted from former 28 U.S.C. § 363,
but omitted a comma that made clear the common doctrine that a party must have actual notice of an injunction in order
to be bound by it. Amended Rule 65(d) restores the meaning of the earlier statute, and also makes clear the proposition
that an injunction can be enforced against a person who acts in concert with a party's officer, agent, servant, employee,
or attorney.

2009 Amendment

The time set in the former rule at 10 days has been revised to 14 days. See the Note to Rule 6.

Notes of Decisions (5935)

Fed. Rules Civ. Proc. Rule 65, 28 U.S.C.A., FRCP Rule 65
Including Amendments Received Through 12-1-16
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