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1 

 Plaintiff Pacific Coast Marine Windshields, Limited (“PCMW”) and counterclaim 

defendant Darren Bach, through their undersigned counsel and pursuant to Federal Rule of Civil 

Procedure 37(b)(2)(a), respectfully move the Court for an ordering sanctioning Defendant 

Malibu Boats LLC (“Malibu”) for its violation of the Court’s June 7, 2012 order compelling 

Malibu to produce and make available for inspection certain hard drives, computer files and 

other discovery.  Given the egregious nature of Malibu’s destruction of evidence, which it was 

ordered to produce, and the resultant prejudice, PCMW respectfully requests that the Court strike 

Malibu’s answers and counterclaims against PCMW and Bach, and order Malibu to pay 

monetary sanctions.    

I. STATEMENT OF FACTS1 

 Background of the Case.  PCMW manufactures windshields for recreational boats.2  Darren 

Bach is PCMW’s owner and chief executive officer.  PCMW and Bach have been in the business of 

designing and manufacturing boat windshields since 1989.  Bach has created a number of 

innovative designs.  In 2005, Bach developed a new design for a ski boat windshield.  The new 

windshield featured a very striking ornamental design and incorporated several innovations in the 

windshield frame.  The U.S. Patent Trademark Office issued U.S. Patent Number D555,070 (the 

‘070 Patent) and U.S. Patent Number 7,441,510 (the “’510 Patent”) to Bach, who is listed as the 

sole inventor.  The patents were subsequently assigned to PCMW. 

 Bach showed his new design to Malibu in 2005 and it was very eager to include the design in 

Malibu’s new line of ski and wakeboard boats for the 2006 model year.  PCMW developed 

manufacturing drawings of the windshield using computerized drafting software (“CAD”).  The 

CAD files containing PCMW’s manufacturing drawings were registered with the U.S. Copyright 

                                                 
1 Attached as Exhibit E to the Declaration of Nathan T. Paine is a timeline summarizing the key events highlighting 
the importance of the court-ordered Gilbert discovery and the defendants’ efforts to prevent PCMW from obtaining 
the Gilbert discovery, even after the Court granted PCMW’s motion to compel. 
2 Unless specifically noted otherwise, the facts contained in this background section are supported by the pleadings 
and papers already on file. 
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Office.  PCMW began production in the spring of 2006 and was very quickly supplying two 

hundred windshields a month to Malibu.    

 During late 2006 and early 2007 Malibu conspired with Marine Hardware and its owner, 

John Pugh, to pirate PCMW’s windshield design and make cheaper imitations in China.  To this 

end, Malibu obtained access to PCMW’s manufacturing drawings, specifications and its CAD files.  

Without the permission of PCMW, Robert Alkema, John Pugh and the companies they controlled 

created clones of the PCMW windshield design in part by using PCMW’s CAD files.   

 In 2007, Mr. Bach learned of Malibu’s plan to put inexpensive Chinese imitations of 

PCMW’s patented windshield design on its boats.  He sent an email to Alkema, notifying him of the 

‘070 Patent and Malibu’s need to obtain a license.  Despite receiving notice that the design 

infringed PCMW’s patents, Malibu began including the imitation windshield design as part of its 

boats in 2008 without PCMW’s permission.   

 Malibu Challenges the Fact that Darren Bach Is the Sole Inventor of Certain Patents.  

With its various answers and counterclaims filed in this action, Malibu has asserted that Darren 

Bach is not the true inventor of the ‘070 Patent or the ‘510 Patent.  Malibu’s original claim was that 

its employee, Dan Gasper, conceived of inventive contributions to the design and inventions 

disclosed in the patents.  On this basis, Malibu alleged that PCMW’s patents incorrectly omit 

Gasper as a co-inventor.   

 As the party challenging inventorship of the patents, Malibu has the burden of providing clear 

and convincing evidence to corroborate its claim that Dan Gasper, and not Darren Bach, is the true 

inventor of the patents.  Doc. No. 176 at 14-17 (discussion of burden of proof on party challenging 

inventorship).  With respect to the design patent at least, one would expect the clear and convincing 

corroborative evidence to take the form of drawings and/or sketches.  Malibu, however, has not 

identified any such drawings that corroborate its claim that Gasper is the true inventor.  Doc. No. 

253 at 11 (discussion of Malibu’s lack of corroborative evidence).  Instead, Malibu’s inventorship 

claim relies upon ambiguous statements made by Bach or his employees in emails as well as the 

testimony of two individuals who are closely aligned with Malibu’s interests in this litigation.  One 
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such individual is Neil Gilbert, who has been under contract with Malibu for years3 to create CAD 

files used in the design and manufacture of Malibu’s boats.  Gasper Dep. at 47:10-24 & 48:10-17.4 

Malibu’s Last-Filed Pleading Alleges that Gasper’s Only Inventive Contribution to 

the Patented Design Was the Top Rail.  Although Malibu has the burden of proving that 

Gasper made an inventive contribution to the conception of the ‘070 design by clear and 

convincing evidence, Malibu cannot seem to identify Gasper’s actual contribution.  In Defendant 

Malibu Boats, LLC’s Answer, Affirmative Defenses and Counterclaims to First Amended 

Complaint for Patent Infringement, Malibu alleged that Gasper conceived of “a frameless 

design” with “thick corner posts like the A pillars Mr. Gasper observed on the Shelby Cobra 

concept car.”  Doc. No. 45 at ¶ 11.  The corner post “included holes to improve the driver’s 

visibility.”  Id.  At Gasper’s deposition, the story changed.   Gasper claimed that he conceived of 

the idea of the top frame “hidden from the front view,” the “corner post idea” and added the 

claim that he conceived the “contour of the glass for the whole window.”  Gasper Dep. at 

146:15-22.  He did not claim to have invented the holes in the corner post.  Gasper also conceded 

in his deposition of June 10, 2011 that if Bach conceived of those three elements before he did, 

Gasper should not be listed as an inventor on the patent.  Id. at 147:14-148:11. 

 In July 2011, after Gasper’s deposition, Malibu filed Defendant Malibu Boats, LLC’s 

Answer, Affirmative Defenses and Counterclaims to the Second Amended Complaint for Patent 

Infringement.  In it Malibu further narrowed the elements of the ‘070 Patent which it claims 

Gasper invented to one:  it claimed only that Gasper invented the “top rail that is mounted 

inward of the windshield and substantially flush with the frontal surface of the windshield glass.”  

Doc. No. 80 at ¶ 13, 17.  This was not surprising given the complete lack of corroborating 

evidence to support an allegation that Gasper conceived of any element other than the top rail.  

Since July 2011, PCMW’s discovery and litigation efforts have been focused on disproving the 

                                                 
3 On information and belief, Malibu has recently renewed Gilbert’s contract. 
4 Unless stated otherwise, the deposition excerpts and exhibits cited in this motion are being submitted with the 
concurrently filed declaration of Nathan T. Paine. 
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allegation that Gasper made an inventive contribution to the top rail design depicted in the ‘070 

Patent.  

Gasper and Gilbert’s Relationship.  Gasper is the head of research and development at 

Malibu.  In that role, Gasper works closely with Gilbert, who creates CAD files for Gasper of 

various elements of Malibu’s boats.  As Gilbert admits, the two speak to each other on an almost 

daily basis, even discussing this litigation. 

Q.  When was the next prior conversation with Mr. Gasper? 
A.  I speak to him almost every day. So I'm just trying to figure out when it was about 

that windshield and I don't recall. 
Q.  So you speak to Mr. Gasper almost every day? 
A.  Yes. 
Q.  And sometimes it concerns this litigation? 
A.  Not very often, but -- 
Q.  But occasionally -- 
A.  Occasionally, yes. 
Q.  -- it concerns the lawsuit? 
A. Yes. 
Q.  And occasionally it concerns the -- the corner post windshield project? 

  A.  Yes. 

Gilbert Dep. at 181:14-182-4.   

 All of the computer drawings that would corroborate either Gilbert or Gasper’s claim of 

co-inventorship would normally be stored on Gilbert’s hard drives.  As Gilbert explained their 

collaborative process, Gasper would orally describe a design idea to Gilbert over the telephone 

and then Gilbert would try to create on his computer what Gasper described. 

Q.  What part do you disagree with? 
A.  He does not -- the way we work, he doesn't say I want a boat that is 

exactly this or a part that is exactly that. He articulates to me his thoughts 
as to what he may want or what he may think it looks -- should look like 
or so on and then he gives me sort of the freedom to interpret his wishes. 
But he has to direct the product on behalf of the company he works for. 
That I agree with. 

Id. at 145:14-23.  Gasper confirmed that this was in fact how he worked with Gilbert to allegedly 

create images of their alleged inventive contribution to the windshield design in the ‘070 Patent. 

A.  Neil created the CAD model under my direction. 
Q.  Okay. And what does that mean? 

Case 6:12-cv-00033-JA-DAB   Document 273   Filed 09/18/12   Page 8 of 30 PageID 8314



   5

A.  I explained to him the shape that I want. He draws it, so that we can view 
the image. Sends the image to me for viewing. And that's what this is. This 
is an image sent to me to view and confirm I either like it or I want to 
modify it and make it look different with changes, whatever. 

Q.  Okay. So you didn't create the drawing, you didn't use the computer 
software to create the image on Exhibit 4, right? 

A.  Well, Neil did. 
Q.  Right. You did not? 
A.  No. 
Q.  Okay. Same for Exhibit 5? 
A.  That's correct. 
Q.  Okay. How did you communicate to Mr. Gilbert what you wanted? 
A.  Verbally. 
Q.  By telephone? 
A.  Yeah. 

Gasper Dep. at 47:11-48:9.  Therefore, drawings to corroborate Gasper’s alleged conception of any 

aspect of the patented design and Gilbert’s alleged inventive contribution, if they exist, would have 

been created, modified, saved and stored on Gilbert’s hard drives.    

 Gasper’s Testimony Concerning The Production of Documents In Gilbert’s Possession.  

In an effort to determine the bases for Malibu’s claims concerning co-inventorship, PCMW took the 

deposition of Dan Gasper, Malibu’s head of research and development, on June 10, 2011.  At his 

deposition, Gasper testified that he worked with Gilbert to draw his first concept images for a corner 

post windshield during the end of October or beginning of November of 2005.  Gasper Dep. at 

49:18 through 51:24.  In responding to the subpoena served on him by PCMW, Gasper testified that 

he asked Gilbert for any drawings in his possession that might corroborate their alleged 

collaborative effort.  Id. at 52:8-16.  Gasper confirmed that Gilbert sent him everything he had in his 

possession, and that those documents had been produced in the case.   
 

Q.  Did you ask [Gilbert] in the process of gathering these documents whether 
he had a version and had that drawing? 

A.  I asked him for anything that he might have around that time frame. 
Q.  And did he send you what he had? 
A.  Yes. 
Q.  And has that all been produced in this case? 
A.  Yes. 
Q.  What did he send you? 
A.  He sent me one that is dated 11, I think 11-17. 
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Id.  The document dated “11-17,” which Gasper is referring to in his testimony, is an email from 

Gilbert to Gasper with a series of images of a boat with a corner post windshield attached.  Paine 

Decl., Ex. A (Gasper Dep. Ex. 11).   

 During his deposition, Gilbert admitted that Gasper asked him for emails from the relevant 

period, which is fall of 2005.5 

Q. Did Mr. Gasper ask you to provide him with copies of your emails to him? 
A.  He did ask at one point. 
Q.  And when was that? 
A.  I would suggest probably a year to 18 months ago. 
Q.  Twelve to 18 months ago? 
A.  Uh-huh. 
Q.   No, it was by voice. 
Q.  By telephone? 
A.  Yes. 
Q.  What exactly did he ask you for? 
A.  He asked for any emails that I had pertaining to the windshield corner post 

project. 
Q.  Did he ask for anything else? 
A.  No. 

Gilbert Dep. at 138:21-139:10.  Gilbert went on to testify, however, that contrary to Gasper’s sworn 

testimony quoted above, Gilbert did not have a single email to produce in response to Gasper’s 

request. 

Q. So then Mr. Gasper, some time in the last 12 to 18 months, requested that 
you send him copies of your emails concerning this project; correct? 

A.  Correct. 
Q.  Did you send him anything at that time? 
A.  I didn't have anything to send him. 
Q.  All of your emails were gone? 
A.  Yep. 
Q.  Okay. Now there have been a number of emails between you and Mr. 

Gasper that were produced here today. Where did those come from? 
A.  Those were his copies of the emails. Obviously, my side was gone, his 

side was not. 

                                                 
5 As explained in greater detail below, contrary to Gasper’s testimony, Gilbert testified that Gasper did not ask him 
for CAD files directly relevant to the corner post windshield project, so he did not send any back in June 2011.  
Gilbert Dep. at 182:20-183:16.   
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Id. at 141:2-9.  Gilbert’s explanation for the disappearance of all his emails from the relevant time 

period, which are obviously relevant to proving or disproving Gilbert and Gasper’s claim of 

inventorship, was due to a catastrophic hard drive failure. 

Q.  And is there a copy of that email? 
A.  None of the emails from that time, I -- I have.  That was -- and the reason 

why he asked me for emails or what I was -- or what -- the only 
information I could give him was that I lost my emails in that catastrophic 
failure on my email server, so I didn't have them. 

Id. at 139:24-140:4.6   

 In sum, Gilbert unequivocally testified that he lost all of his emails dated prior to his 

catastrophic hard drive failures in 2006.  Gasper, however, testified that in responding to PCMW’s 

discovery requests in 2011, Gilbert provided him with an email dated November 17, 2005, which 

according to Gilbert should not have existed.  And, amazingly, in response to the Court’s order 

compelling Malibu to produce Gilbert’s emails from his hard drive, Malibu produced that same 

November 17, 2005 email, Paine Decl. Ex. B, along with a number of other emails from 2005, id. 

Ex. C.  Thus, contrary to Gilbert’s sworn testimony, the alleged catastrophic hard drive failure of 

2006, does not appear to have wiped out all of Gilbert’s emails from the relevant 2005 time period.  

Instead, Gilbert’s testimony, which was contradicted by both Gasper and Malibu’s production, 

raises red flags as to how Gilbert’s emails from the relevant time period actually came to be deleted 

or at least as to why they were not produced back in June 2011.  In light of this false testimony, 

PCMW’s obvious concern is that Gilbert selectively and intentionally deleted or suppressed 

documents from his hard drive tending to disprove Malibu’s inventorship claim and then blamed the 

spoliation on alleged hard drive failures. 

 Malibu’s Late Production of CAD Files from Neil Gilbert.  Based on Gasper’s testimony 

concerning his search for documents relevant to corroborating his claimed contribution to the 

patented design, PCMW left the June 2011 deposition with the understanding that Malibu had 

requested and produced from Gilbert all of the drawings and CAD files that might corroborate 

                                                 
6 According to Gilbert, the catastrophic hard drive failure, which allegedly resulted in the loss of all email, occurred 
in 2006.  Gilbert Dep. at 168:6-8. 
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Malibu’s claim of co-inventorship.  Gasper testified that all the relevant images and or files 

concerning Gilbert and Gasper’s collaboration on the corner post windshield design had been 

produced. 

Q.  Okay. All right. Are you aware of any other models or CAD files showing 
the vent wing window that you created or that Mr. Gilbert created at your 
direction other than what we've seen here this morning? 

A.  No. I think, I think we've seen everything. 
Q.  So the exhibits that we've looked at which are, I think, Exhibits 4 through 

13, contain all of the drawings, models and CAD files that Mr. Gilbert 
created at your direction relating to the vent wing windshield? 

A.  For that period of time, yes, that these cover. After there may be 
additional, you know, in the development process, and I'm not sure, but I 
don't know. 

Q.  When you say after, what do you mean? 
A.  After the last one. Once we got to 12, yeah,12 is the step where we were 

down to, do we do chrome post or black post. All the rest of the shapes 
had been created now, so that's basically, you know, how we handed it off 
to Darren, the shapes we want to create the look. So if, if there was 
additional modeling required afterwards to further develop the window, I, 
there could have been, but I'm not, I can't remember. 

Q.  Okay. But you do recall that the drawings and models we've looked at 
were all the models that you created or that Mr. Gilbert created for you 
before handing it off to Darren? 

A.  Yes. 

Gasper Dep. at 96:10-97:10. But then on March 22, 2012, Malibu produced “a compressed file 

containing documents [it] received from Neil Gilbert.”  Doc. No. 166-1 (Ex. A).  The contents of 

the file contained two CAD files (the “Gilbert files”).7  Doc. No. 164 at 2-3.  One CAD file was 

named “cornerholes.prt” and the other file was named “windowtowercomp-c-holes.prt.”  Id. at 3.  

The first file contained a computer rendering of corner posts with four round holes, similar in 

appearance to the corner posts depicted in the ‘070 Patent.  Id.  The second file contained a 

computer rendering of a boat with a windshield and ski tower on it.  Id.  The windshield in this file 

bore some similarities to the windshield images found in the ‘070 Patent.  Id.   Both files identify 

Gilbert as the creator.  The properties of both CAD files also provide that the files were created in 

November 2002 – a full three years prior to when both Gasper and Gilbert claimed they created 

                                                 
7 Because Malibu designated the files “Confidential – Attorney Eyes Only,” the screen captures of the files are not 
being submitted as an exhibit to this motion. 

Case 6:12-cv-00033-JA-DAB   Document 273   Filed 09/18/12   Page 12 of 30 PageID 8318



   9

their reproductions of PCMW’s corner post windshield design.  There is no dispute that these CAD 

files in fact were not created in 2002, but PCMW contends, and Gilbert even admitted at his 

deposition, that there is no way to determine when Gilbert last modified or saved any changes to 

this file – whether that was in 2005 (as Malibu contends without evidence), in 2008 (after Malibu 

received notice of infringement), in 2010 (after PCMW filed its lawsuit) or in March 2012 (just 

before the file was suddenly produced).  

 Gilbert claims that in November 2005 he emailed the “windowtowercomp-c-holes” file to 

Gasper in .igs format.  Of course, there is no record of any such email.   

Q.  Did you provide him with the file in any format? 
A.  My recall is that I sent it to him as an IGES file. 
Q.  And when was that? 
A.  That would have been shortly after the date of the that email, which was 

11/15/2005. 
Q.  And is there a copy of that email? 
A.  None of the emails from that time, I -- I have.  That was -- and the reason 

why he asked me for emails or what I was -- or what -- the only 
information I could give him was that I lost my emails in that catastrophic 
failure on my email server, so I didn't have them. 

Q.  Okay. So you are saying you sent your CAD file, windowstowercomp-c, 
to Mr. Gilbert -- sorry -- Gasper in an .iges format? 

A.  No. I sent him the windshield portion of that file as an .iges format. He did 
-- he did not receive the other pieces, the deck, the -- the hull. Those he 
did not need. So they were extracted from that file. 

Q.  And this was sometime after November 11, 2005? 
A.  Yes, it would have been shortly thereafter. 
Q.  How do you know that? 
A.  Because he's not a patient man. 
Q.  How do you know you sent it to him. 
A.  It's my recollection that I did. 
Q.  You remembered that email? 
A.  I remember him asking for that and I remember him sending a version of 

it. I remember him asking for a Rhino format that I couldn't provide and 
having a discussion with him about that on the telephone. 

Q.  And you don't have a single email or scrap of paper or anything to 
substantiate that; is that correct? 

A.  I do not. He may. I do not. 
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Gilbert Dep. at 139:18-140:25.  As Gilbert claims, his copy of the email disappeared after the 2006 

hard drive crash.  And Gasper did not produce any such email in response to PCMW’s subpoena or 

with Malibu’s document production.   

 At his deposition, counsel for PCMW questioned Gilbert as to why he waited until March 

2012 to produce the CAD files.   

Q.  Did you provide Mr. Gasper with your windowstowercomp-c file when he 
asked you for your documents 12 to 18 months ago? 

A.  No. 
Q.  Why not? 
A.  Because he didn't ask for design files. He was asking for email. 

Gilbert Dep. at 142:23-143:4.  Again, Gilbert’s explanation was contradicted by Gasper’s own 

testimony in which he stated that he asked Gilbert for everything he had related to the corner post 

windshield project.  Gasper Dep. at 52:8-16. 

 The Relevance of Neil Gilbert’s Computers and Files.  As explained above, Malibu 

intends to challenge the fact that Darren Bach is the only inventor of the ‘070 and ‘510 patents.  In 

light of Malibu’s recent court filings, PCMW anticipates that Malibu will be relying on the 

testimony of its employee, Dan Gasper, and its contract worker, Neil Gilbert, at trial to corroborate 

its claim.  Therefore, information and CAD files stored on Gilbert’s hard drives are certainly 

relevant to proving or disproving co-inventorship.  As Malibu asserts that Gasper, working with 

Gilbert, conceived of certain elements of the patented design before Bach, i.e. the flush-mounted 

hidden top rail, the accuracy of the dates on the electronic files stored on Gilbert’s computer are 

especially important in disproving that that anyone other than Bach made any inventive contribution 

to the design.  Also, evidence that Gilbert might have deleted CAD files and other electronically 

stored information adverse to Malibu’s position on inventorship is also highly probative.  And a 

forensic analysis of Gilbert’s computer work station and CAD files became especially important in 

light of Gilbert’s own admission that the electronic files that Malibu is relying upon to support its 

claim of co-inventorship have dates that are false.  Gilbert Dep. at 156:15-157:2.  A forensic 

examination was further necessitated by Gilbert’s own admission that, aside from a forensic 
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examination of the CAD files, he knew of no record that would reveal when the CAD file(s) at issue 

was last modified.   

Q.  Is it possible there's any information on your hard drive that would tell us 
when that file, windowstowercomp-c, was last modified? 

A.  No. 
Q.  How do you know? 
A.  Because the dates for -- it gives you three dates when you show the 

properties. One was when it was created. One was when it was last 
accessed and one was when it was last modified, and all those dates on my 
computer read the exact same in 2002. 

A  2002 date. 
Q.  And how do you know that there's no other file or any other information 

on your computer that would have that information? 
A.  To the best of my computer experience and knowledge, I would suggest 

there isn't. If there's someone who knows how to dig into there further – 
knows how to dig into there further. 

Q.  And this is your PC that this file was created on? 
A.  Yes. 

Id. at 158:7-159:2.   

 The importance of the “windowtowercomp-c-holes.prt” CAD file and other electronically 

stored information on Gilbert’s hard drives to Malibu’s inventorship challenge is evident.  PCMW 

also anticipates that Malibu will rely on files from Gilbert’s hard drives in its defense of PCMW’s 

claims for copyright infringement and trade secrets misappropriation.  Moreover, since the 

production of the Gilbert files, the defendants have relied heavily upon the named 

“windowtowercomp-c-holes.prt” and emails exchanged between Gilbert and Gasper to establish 

Malibu’s inventorship claim.  See, e.g., Doc. Nos. 205 at 9 (relying on image of Gilbert file to 

oppose PCMW’s motion for summary judgment on inventorship) & 211 at 10-11 (relying on image 

of Gilbert file to in defendants’ motion for summary judgment on inventorship).8  The emails at 

issue attached images of boats with windshields, which were allegedly created by Gilbert.  Gasper, 

however, testified that the CAD file from which the images were created could not be located by 

Gilbert in responding to PCMW’s discovery.  The CAD file from which the images were created is 

                                                 
8 Defendants’ expert also relied on the same image from the Gilbert file in his rebuttal report.  Paine Decl. at ¶9. 
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important in that it reveals details and information that are not otherwise evident from the jpegs 

attached to the emails.9     

 In sum, Gilbert’s computer hard drives and the CAD files stored therein are of particularly 

high evidentiary value in this case given the defendants’ reliance on CAD files and other electronic 

information created and stored on Gilbert’s hard drive to support their inventorship claim. 

 PCMW Serves Additional Discovery Requests in Response to the Gilbert Production.  

Suspicious of the November 2002 creation dates on the Gilbert files, on April 6, 2012, PCMW 

propounded a set of discovery requests on Malibu specifically tailored to seek the discovery of 

documents relating to Gilbert.  Doc. No. 166-1 (Ex. D).  These discovery requests took on greater 

importance after PCMW learned of Malibu’s newest inventorship theory, which identified Gilbert 

himself as a potential co-inventor, just before the discovery cut-off.  The discovery requests sought 

information that would tend to disprove that the Gilbert files were actually created in November 

2002 or that Gilbert was an inventor of the patented design and would establish the close 

relationship between Malibu and Gilbert, thereby undermining his credibility as a corroborating 

witness for Malibu’s claim of inventorship.  In addition, PCMW propounded requests for the 

inspection of Gilbert’s hard drives and the computer files he created for Malibu.  Doc. No. 166-1 

(Ex. E).  The requests for inspection were made to enable PCMW to obtain the information 

necessary to allow a computer forensics expert to determine whether the dates on the Gilbert files 

had been altered or manipulated, to determine when the CAD files at issue were last saved or 

modified and to look for evidence tending to disprove Malibu’s claim that Gilbert and Gasper are 

co-inventors of the ‘070 Patent.   

  Malibu Fails to Produce Any Responsive Gilbert Documents Before His Deposition.  

On May 10, 2012, Malibu served its responses and objections to PCMW’s Sixth Set of Discovery 

and to PCMW’s requests for inspection.  Doc. No. 166-1 (Exs. F & G).  In addition to serving its 

responses and objections a day late, Malibu did not produce any documents.  Doc. No. 164 at ¶9.  

                                                 
9 The jpegs are merely pictures of the windshield design, whereas a CAD file may contain details such as critical 
tolerances and extrusion profiles necessary for the actual manufacture of the windshield.   
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Moreover, Malibu only objected to the requests for inspection, and did not provide an answer 

indicating whether they would permit or decline each request.  Doc. No. 166-1 (Ex. G).  Malibu’s 

failure to produce any documents responsive to the discovery requests concerning Gilbert was 

particularly egregious since Malibu knew that Gilbert’s deposition had been noted by its co-

defendants for May 15, 2012.  Paine Decl. at ¶10.  The production of documents in advance of 

Gilbert’s deposition was obviously necessary for PCMW to question Gilbert about his documents.  

The defendants’ noting of Gilbert’s deposition for the last day of discovery, coupled with Malibu’s 

failure to produce any documents responsive to PCMW’s latest discovery requests concerning 

Gilbert, appears to have been an orchestrated attempt by the defendants to prevent PCMW from 

obtaining important discovery and information concerning Gilbert.      

 Malibu Reveals New Inventorship Theory After Discovery Cut-off, Identifying 

Gilbert as a Co-Inventor.  As quoted above, Gilbert testified that he spoke with Gasper on 

almost a daily with topics including Malibu’s litigation with PCMW.  Yet, amazingly, not until 

the day of his deposition, which defendants repeatedly delayed to the final day of discovery, did 

Gilbert purportedly ever tell anyone that he thought he should be named an co-inventor on the 

‘070 Patent. 
 

Q.  So up until today, you have never told a soul that you think you're a 
coinventor on the 070 patent? 

A.  That's correct. 
Q.  Okay. And you say that here, as you sit today, with no knowledge 

whatsoever of what designs Darren Bach may have created prior to 
September 27th, 2007? 

A. I say that without that knowledge, yes. 

Gilbert Dep. at 188:16-23.  Malibu never filed any motion for leave to amend their pleadings to 

identify Gilbert as a potential co-inventor.  But, as evidenced by their recent court filings, Malibu 

has now adopted the position that Gilbert, too, is an omitted co-inventor. See, e.g., Doc. Nos. 205 at 

9 (relying on image of Gilbert file to oppose PCMW’s motion for summary judgment on 

inventorship) & 211 at 10-11.  To be clear, before the discovery cut-off had passed and expert 
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reports had been exchanged, Malibu never provided PCMW with notice of any kind of its claim that 

its contract employee, Gilbert, is an omitted co-inventor on the ‘070 Patent.   

 Court Orders Malibu to Make Gilbert’s Hard Drives and Computer Files Available for 

Inspection.  On May 15, 2012, PCMW filed a motion to compel Malibu to produce and make 

available for forensic analysis certain computer files as well as the hard drives of Gilbert.  Doc. No. 

165.  Malibu had refused to permit the discovery on the basis that Gilbert and his materials, 

including his hard drives, were not under the control of Malibu.  Doc. No. 173 at 8-9.  Malibu took 

this position despite the fact that Gilbert was admittedly under contract with Malibu, was 

cooperating with Malibu’s discovery efforts, including his appearance in Seattle for a deposition on 

the last day of discovery, and even permitted Malibu’s experts to examine his hard drives for 

evidence to support their inventorship counterclaim.  Id.  Moreover, as Gilbert admitted at his 

deposition, Gilbert works under Malibu’s direction, Gilbert Dep. at 144:5-13, and Malibu has 

historically been Gilbert’s primary source of income, generally accounting for about 50 percent of 

his income, id. at 111:3-113:4.  Malibu even agreed to pay Gilbert for his time and travel expenses 

to voluntarily appear at a deposition in Seattle to offer testimony in support of Malibu’s 

inventorship challenge.  Id. at 129:22-130:25 (admits to receiving payment from Malibu for his 

deposition testimony) & 168:16-171:24 (admits to receiving compensation from Malibu for his 

travel from Canada and his accommodations during his stay in Seattle for his deposition).   

 On June 6, 2012, Magistrate Judge Baker presided over a hearing on PCMW’s motion to 

compel.  Judge Baker held that the evidence established that Gilbert was in fact under Malibu’s 

control, and ordered the production of Gilbert’s hard drives for forensic analysis.  Doc. No. 175.  

Judge Baker also granted PCMW’s motion to compel the production of Gilbert’s CAD files for 

windshield and tower designs as well as communications between Gilbert and Malibu.  Id.  Judge 

Baker ordered that the materials be made available for inspection and/or forensic analysis within 10 

days of entry of the Court’s order.  Id.  Judge Baker also ordered, “[i]f the Gilbert-related discovery 

or the hard drive is not produced, then Mr. Gilbert will not be allowed to testify at trial.”  Id.       
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 Taking exception to Judge Baker’s finding that the Gilbert-related discovery, including 

Gilbert’s hard drives and computer files, was within Malibu’s control, Malibu filed an objection to 

the order.  Doc. No. 195.  Judge Antoon II subsequently affirmed.  Accordingly, it has been 

conclusively established in this case that for the purposes of discovery, Gilbert is within Malibu’s 

control.  

 PCMW’s Expert Discovers that a Hard Drives Wiping Program Was Executed the 

Night Before Their Court-Ordered Production.  After much negotiation on how the inspection of 

Gilbert’s hard drives and CAD files would be conducted, on July 5, 2012, counsel for Malibu and 

PCMW reached an agreement on an inspection protocol.  Holmes Decl. Ex. 3.  The inspection 

protocol, in relevant part, provides as follows: 

1. An image (the “Original Image”) of the complete Gilbert hard drive will 
made by TCS (PCMW's expert) ) at either TCS’s facility or at a location selected 
by Mr. Gilbert in Kelowna, B.C. Representatives of Mr. Gilbert and/or Malibu 
Boats may monitor the creation of the Original Image.  
 
2. Two complete working copies of the Original Image will be made by 
TCS. Working Copy 1 will be given to TCS, and Working Copy 2 will be given 
to Stroz Friedberg (the expert retained by Malibu Boats).  
 
3. The Original Image will be placed in a sealed evidence bag and placed 
temporarily in the TCS vault.   

Id.  Despite reaching an agreement on how the inspection would proceed on July 5, 2012, Gilbert 

did not offer to make his hard drives available for inspection until July 19, 2012.  Paine Decl. Ex. D.  

 On July 19, 2012, pursuant to the inspection protocol, PCMW’s computer forensics expert, 

Nigel Holmes, appeared in Kelowna, B.C. to create the original image of Gilbert’s computer hard 

drives.  Holmes then returned to his facilities to conduct his forensic analysis on the working copy.  

As part of his standard computer forensic procedure, Mr. Holmes analyzed whether any anti-

forensic software or applications had been run on Gilbert’s hard drives.  Holmes Decl. Ex. 2.  As 

Holmes explains in his report, “[a]nti-forensic software can be installed and run by users that will 

delete, or wipe data within the computer hard drive images, thus removing potential evidence that 

may be relevant to the case.”  Id. at 19.   

Case 6:12-cv-00033-JA-DAB   Document 273   Filed 09/18/12   Page 19 of 30 PageID 8325



   16

 Holmes discovered that on July 18, 2012 at 08:08:13 PM (PST), the night before Holmes was 

scheduled to inspect the Gilbert hard drives, Gilbert manually executed a program called CCleaner.  

Id.  As Holmes explains,  

CCleaner is an anti-forensic software application as described above. It can be 
configured to securely delete or even wipe data within the computer hard drive 
and permanently remove evidence of the deletion even occurring.  Due to the 
nature and design of CCleaner, it is not possible to determine what data was 
deleted.  I was, however, able to determine that CCleaner was manually executed 
on July 18, 2012, the night before the hard drives were made available for 
forensic preservation and inspection.   
 
Through my analysis of the hard drives, I made other findings that are consistent 
with the execution of CCleaner to wipe the hard drives.  For instance, according 
to Mr. Gilbert’s testimony, the hard drives I examined were from the work station 
he used on a regular basis for his design work for Malibu.  Normally, in 
conducting my forensic analysis, I would expect to see a list of files recently 
accessed by Mr. Gilbert in the registry portion of Mr. Gilbert’s computer.  When I 
examined the registry, however, it was empty.  The deletion of data normally 
populated in this registry is a specific function of CCleaner.  Therefore, the fact 
that this portion of the registry is empty is consistent with the finding that 
CCleaner was manually executed to wipe data from Mr. Gilbert’s hard drives.        

Id. at 19-20. Consequently, after much resistance and gamesmanship, Malibu did not finally make 

the hard drives available for inspection until after CCleaner had been executed.  This means that 

electronic data stored on the Gilbert hard drives as of March 2012 (when the hard drives had been 

available to Malibu’s experts for inspection) and as of June 7, 2012 (when the Court ordered the 

production of the hard drives to PCMW’s expert) had been permanently wiped before PCMW’s 

expert had access to the hard drives.   

 Mr. Holmes made other significant findings pertinent to this motion.  Mr. Gilbert testified 

that he purchased a new computer in November 2006 to rectify the issues caused by his computer 

crashes.  Gilbert Dep. at 119:2-121:18.  But Mr. Holmes determined the manufacture year for the 

hard drives in his computer is 2010, not 2006 as Mr. Gilbert testified.  Holmes Decl. Ex. 2 at 15.  

Moreover, Mr. Holmes determined that Mr. Gilbert’s explanation concerning the false 2002 time 

stamps of the key Gilbert files at issue is not supported by the evidence.   

Consequently, Mr. Gilbert’s testimony is inconsistent with my analysis of his hard 
drives in multiple respects. First, Mr. Gilbert’s computer hardware was replaced 
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in 2010, not 2006, as he testified. Second, the metadata from the files examined 
reveals a creation date of 2010, which is consistent with what I would expect to 
find from data being recovered from a failed hard drive and transferred to a new 
hard drive in 2010, but not in 2006 as Mr. Gilbert testified. Third, the recovery 
and transfer process should not have had an effect on the last modified date. 
Nevertheless, the files show a last modified date in 2002, which Mr. Gilbert 
admitted at his deposition to be inaccurate. Therefore, it is my opinion that Mr. 
Gilbert’s explanation for the 2002 last modified dates on his files is not supported 
by the evidence. 

Id.  Therefore, Gilbert is not a credible witness on issues concerning the storage, transfer, alteration 

or deletion (whether due to hardware failures or the manual execution of data wiping programs) of 

electronic data located on his hard drives. 

 

II. ARGUMENT 

A. Malibu’s Control Over Gilbert Has Already Been Conclusively Established. 

In order to avoid sanctions, PCMW anticipates that Malibu will argue that it should not be 

sanctioned for the destruction of evidence by Gilbert because he is not an employee of Malibu.  

This was the same argument advanced by Malibu in its opposition to PCMW’s motion to compel, 

Doc. No. 173 at 11-15, as well as in Malibu’s subsequent objection to the magistrate’s order, Doc. 

No. 193 at 3-4, and already rejected by the Court, Doc. No. 201.  The rules governing discovery are 

not concerned with whether Gilbert is a Malibu employee in a technical sense, but instead whether a 

relationship exists that gives Malibu control over Gilbert.  “Control is defined as a party’s legal 

right, authority, or practical ability to obtain the materials sought on demand.”  Desoto Health & 

Rehab, L.L.C. v. Philadelphia Indem. Ins. Co., 2010 WL 4853891, *3 (M.D. Fla. Nov. 22, 2010); 

see also Soliday v. 7–Eleven, Inc., 2010 WL 4788041 at *2 (M.D. Fla. Nov. 17, 2010) (accord); In 

re Wright, 2005 WL 6488101,*3 (N.D. Ga. Aug. 9, 2005) (“documents are considered to be under a 

party’s control when that party … [has] the practical ability, to obtain the documents from a non-

party to the action”).  Whether documents are in a parties “control” under Rule 34 is “broadly 

construed.”  See, e.g., Jans ex rel. Jans v. The GAP Stores, Inc., 2006 WL 2691800, *2 (M.D. Fla. 

Sept. 20, 2006) (court granting motion to compel ordering production of documents from party’s 

attorneys).  Courts have held that an agency-principal is sufficient to establish the requisite control 
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for discovery purposes.  See ANZ Advanced Tech., LLC v. Bush Hog, LLC, 2011 WL 814663, *9 

(S.D. Ala. Jan. 26, 2011) (finding that party had duty to produce the hard drives in question due to 

its “principal agent relationship”). 

There is no question that the Court has already correctly decided that Gilbert is under 

Malibu’s control for purposes of discovery.  Malibu has as much control over Gilbert as it does over 

its employees.  Malibu is Gilbert’s largest source of income, so Gilbert is dependent on Malibu for 

his livelihood just as an employee is dependent on an employer.  Gilbert and Gasper testified that 

Gilbert worked at Gasper’s direction, and that they had daily communication.  Gilbert’s cooperation 

with Malibu with its discovery efforts is further evidence of their control over him.  Malibu’s access 

to Gilbert’s hard drives to obtain the evidence they want, Gilbert’s voluntarily appearance at a 

deposition in the United States to offer evidence in support of Malibu and Malibu’s payment for 

Gilbert’s time and expenses associated with the deposition are all are evidence of Malibu’s control 

over Gilbert.  And upon information and belief, since his deposition, Gilbert has renewed his 

contract with Malibu.  

 There is no question that Malibu has control over Gilbert.  In fact, the Court has already 

decided that it does.  Malibu should be held responsible for the destruction of evidence from 

Gilbert’s hard drives after the Court ordered their production. 

B. Manually Running a Program to Wipe or Delete Data Off of the Hard Drives that 
Malibu Was Under Court Order to Produce Is Clearly Sanctionable 

 Rule 37(b) provides that a district court may impose sanctions for a party's failure to comply 

with discovery orders.  On June 7, 2012, The Court ordered Malibu to make Gilbert’s hard drives 

and computer files available for inspection by PCMW’s computer forensic expert.  PCMW’s expert 

has determined that the night before Malibu was scheduled to make Gilbert’s hard drives available 

for inspection, Gilbert manually ran CCleaner, a program specifically designed to destroy forensic 

evidence and signs of deletion or alteration of files stored on the hard drive.  PCMW’s expert made 

other findings consistent with the execution of CCleaner to permanently wipe data from the hard 

drives.  The data wiped from Gilbert’s hard drives can never be recovered, and there is no way to 
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accurately determine what evidence was destroyed.  The use of CCleaner to permanently destroy 

data and evidence stored on Gilbert’s hard drives after the Court ordered the production of those 

hard drives was a violation of the Court’s order and is sanctionable.   

C. The Appropriate Sanction Should Punish Malibu, Deter Others from Similar 
Misconduct and Remedy the Prejudice to PCMW. 

 The only question to resolve is the appropriate sanction in these circumstances. Permissible 

sanctions under Rule 37(b) are: 

(i)  directing that the matters embraced in the order or other designated facts 
be taken as established for purposes of the action, as the prevailing party 
claims; 

(ii)  prohibiting the disobedient party from supporting or opposing designated 
claims or defenses, or from introducing designated matters in evidence; 

(iii)  striking pleadings in whole or in part; 
(iv)  staying further proceedings until the order is obeyed; 
(v)  dismissing the action or proceeding in whole or in part; 
(vi)  rendering a default judgment against the disobedient party; or 
(vii) treating as contempt of court the failure to obey any order except an order 

to submit to a physical or mental examination. 

Fed. R. Civ. P. 37(b)(2)(A). District courts have “broad discretion” in determining the appropriate 

sanction for the violation of discovery orders.  Flury v. Daimler Chrysler Corp., 427 F.3d 939, 944 

(11th Cir. 2005).  As the Supreme Court has observed, “the most severe in the spectrum of 

sanctions provided by statute or rule must be available to the district court in appropriate cases, not 

merely to penalize those whose conduct may be deemed to warrant such a sanction, but to deter 

those who might be tempted to such conduct in the absence of such a deterrent.” Nat'l Hockey 

League v. Metropolitan Hockey Club, Inc., 427 U.S. 639, 643 (1976); see also Flury, 427 F.3d at 

944 (“sanctions for discovery abuses are intended to prevent unfair prejudice to litigants and to 

insure the integrity of the discovery process”).  The court acts within its discretion in entering 

default judgment against a party who fails to comply with pre-trial discovery orders. See Ins. Corp. 

of Ireland, Ltd. v. Compagnie des Bauxites de Guinee, 456 U.S. 694, 705 (1982).  Thus, the 

magnitude of sanctions awarded is bounded under Rule 37 only by that which is “reasonable” in 

light of the circumstances. Carlucci v. Piper Aircraft Corp., 775 F.2d 1440 (11th Cir. 1985).  

“When a party demonstrates a flagrant disregard for the court and the discovery process, however, 
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dismissal is not an abuse of discretion.”  Aztec Steel Co. v. Florida Steel Corp., 691 F.2d 480, 481 

(11th Cir. 1982). 

D. The Court Should Strike Malibu’s Answer and Counterclaims. 

 Given that Malibu bears the burden of proving with clear and convincing evidence that 

either Gilbert or Gasper made an inventive contribution to the design in the ‘070 Patent, it is clear 

from the record that the electronically stored information on Gilbert’s hard drive comprises some of 

the most probative evidence for PCMW to disprove Malibu’s theory.  After all, Gasper admitted 

that he himself never created any corroborative drawings, but instead orally directed Gilbert’s 

creation of Gasper’s design concepts on Gilbert’s computer.  While Malibu initially refused to 

produce this highly relevant and probative evidence, the Court ordered Malibu to produce the hard 

drives and other electronic files in Gilbert’s possession.  After the parties agreed to the inspection 

protocol, Malibu and Gilbert delayed the actual inspection for two weeks.  PCMW’s expert finally 

obtained the hard drives on the July 19, 2012, but only after CCleaner had been manually run the 

night before.  The evidence establishes that the hard drives that Malibu produced for inspection 

were not the same hard drives that Malibu was ordered to produce by the Court on June 7, 2012, 

because the anti-forensics program had been executed on July 18, 2012.   

 This egregious conduct is deserving of harsh sanctions.  This is especially true under these 

circumstances given Malibu’s strong resistance to PCMW’s efforts to obtain the Gilbert discovery 

after Malibu’s late and suspicious production of the Gilbert files with the false dates.  Keep in mind 

that Gasper had previously testified that all relevant computer files had been produced in the case as 

of June 2011, and he knew of no other relevant files.  Gasper also testified that he had already asked 

for and received from Gilbert everything he had related to the corner post windshield project.  

Malibu, however, is now relying heavily upon the late-produced Gilbert files to corroborate its 

newest co-inventorship theory advanced for the first time after the close of discovery.  But even 

after PCMW successfully obtained an order from the Court compelling the Gilbert discovery, 

PCMW’s investigation continues to be frustrated by Malibu’s production of the hard drives only 
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after an anti-forensics program was executed.  Other courts have entered a default or dismissed 

claims under similar circumstances.   

 For instance, in Communications Center, Inc. v. Hewitt, 2005 WL 3277983 (E.D. Cal. 

2005), the magistrate recommended that the defendants’ answer be stricken and a default entered 

upon finding that the defendant had run a program similar to CCleaner after the court had ordered 

the production of hard drives for inspection.  In reaching its decision, the court found that “[b]ased 

on the inherent contradictions in his testimony” the defendant was not credible.  Id. at *2.  The court 

also found that the defendant’s use of wiping software on the hard drives “while under a court order 

to produce mirror images of these drives, was willful and in bad faith, and intended to destroy 

discoverable evidence.”  Id.  The court further held that “[d]efendant's conduct in responding to this 

court's discovery order thus represents a stark affront to the judicial process.”  Id.  The court 

rejected the defendant’s “innocent explanation” for the use of the wiping program where defendant 

claimed that he only intended to delete evidence of an online affair and his visits to embarrassing 

websites from his computer.  The court explained the prejudice to plaintiff. 
 

As plaintiff's expert testified, the data destroyed is “gone forever” and it is 
impossible to create mirror images of defendants' hard drives as they existed on 
May 20, 2004 [date of court’s order compelling production of hard drives]. Even 
defendant Hewitt has testified he cannot with certainty state which files he 
destroyed. At this point, plaintiff can never recover the documents this court 
found were discoverable.  

Id. at *2.  Given the irretrievable loss of data, the court found “the prejudice to plaintiff in the 

prosecution of this action cannot be overcome in light of defendant's flagrant disregard of this 

court's order.”  The magistrate recommended that the district court strike the defendant’s answer 

and enter a default.  Id. at * 3.  The magistrate also ordered defendant to pay $145,811.75 to 

plaintiff for attorney fees and costs. 

In Leon v. IDX Systems Corp., 2004 WL 5571412 (W.D. Wash. 2004), the court sanctioned 

the plaintiff upon finding that plaintiff had run a wiping program to delete electronic information 

from his hard drive.  The court levied the most severe sanction of dismissal even though plaintiff’s 
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use of the program was not a violation of any specific discovery order.  Although the plaintiff 

predictably argued that he only deleted files that were irrelevant to the litigation, the court aptly held 

that “a party responsible for the destruction of potential evidence has no right to a presumption that 

the documents destroyed were irrelevant.  On the contrary, courts must draw the strongest 

inferences allowable in favor of the party denied access to potentially relevant evidence.”  Id. at *3.      

In deciding the severity of the sanction commensurate to plaintiff’s bad faith act of wiping 

his hard drive, the court sought to ensure that the plaintiff would “not profit through his misdeeds” 

while also deterring those who might be tempted to emulate the plaintiff’s behavior, which the court 

deemed to be “egregious.”  Id. at *5.  In concluding that any sanction short of dismissal would not 

be useful, the court explained,     
 

A ruling excluding evidence would be futile, as the most salient evidence has 
been destroyed and any material that might have been helpful to the Defendants 
cannot be produced due to the wiping of the hard-drive. Fashioning a jury 
instruction that creates a presumption in favor of the Defense would leave 
Defendants equally helpless to rebut any material the Plaintiff might use to 
overcome the presumption. Finally, while a fine might adequately punish Dr. 
Leon for his actions, it does nothing to arm the Defense with evidence to counter 
Plaintiff's claims.  In this case, the extreme nature of Dr. Leon's bad-faith 
behavior, combined with the harm done to Defendants merits a dismissal of Dr. 
Leon's claims with prejudice.    

Id.  In addition to the dismissal sanction, the court also ordered a monetary sanction of $65,000. 

 The facts in the case at bar are just as egregious as the facts in Hewitt and Leon, and Malibu 

is equally deserving of harsh sanctions.  The Court ordered Malibu to produce Gilbert’s hard drives.  

But Malibu did not make the hard drives available to PCMW’s expert until its contract employee, 

Gilbert, had manually run CCleaner.  Of course, the person who executed this anti-forensics 

program is the same person that Malibu has been touting as a co-inventor on PCMW’s patent only 

since the close of discovery.  And those hard drives just so happen to be where all of the electronic 

files tending to prove or disprove Malibu’s ever-changing inventorship story had been stored.   The 

only way to ensure that Malibu does not “not profit through [its] misdeeds” is to levy harsh 

sanctions.  On this record, PCMW respectfully requests that Malibu’s answer and counterclaims be 
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stricken, and that Malibu be ordered to pay a substantial monetary sanction. 

E. No Lesser Sanction Than Striking Malibu’s Answer and Counterclaims Will Suffice. 

 Although the Court has discretion to levy any of the sanctions listed in Rule 37(b)(2)(A), no 

sanction less than the striking of Malibu’s answers and counterclaims are sufficient.  The 

destruction of electronic data stored on the Gilbert hard drives goes to the heart of the copyright, 

trade secrets and inventorship issue, which Malibu relies upon heavily in its defenses and 

counterclaims.  The execution of a wiping program on Gilbert’s hard drives has prevented PCMW 

from effectively examining the best source for evidence tending to refute Malibu’s ever-changing 

inventorship theories, the latest of which, perhaps not coincidentally, includes Gilbert as a co-

inventor.  This act was made more egregious by the fact that, as the Court expressly found before 

entering the order to compel, Malibu’s experts were granted access to Gilbert’s hard drives in 

March 2012, before CCleaner was run.  In other words, Malibu had an opportunity to obtain any 

evidence it found beneficial to its claims whereas PCMW was never afforded the same opportunity 

because CCleaner was run the night before the hard drives were produced to PCMW.   

 No sanction short of striking Malibu’s answer and counterclaims will return the parties to 

the position in which they would have been but for the destruction of evidence, which was 

potentially favorable to PCMW.  Malibu's conduct has precluded this action from being decided on 

the merits.  The jury can no longer weigh conflicting evidence because Malibu has ensured that 

whatever evidence on the Gilbert hard drives that may have been favorable to PCMW will never see 

the light of day.  And as mentioned above, the execution of CCleaner was done only after Malibu 

had already searched the same hard drives for evidence beneficial to its claims.  

 Monetary sanctions alone are inadequate as they cannot substitute for PCMW's presentation 

of its case to the jury. Evidentiary sanctions such as shifting the burden of proof also are insufficient 

because Malibu arrogated to itself the right to decide what evidence would be made available for 

trial.  Any argument from Malibu that Gilbert ran CCleaner to delete only files “irrelevant” to the 

litigation is meritless. Gilbert is untrained in the law and is not privy to the various ways in which 

PCMW could prove its case or the particular trial strategy of PCMW's counsel.  To the extent 
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Malibu argues that the hard drives as they were produced still contain a substantial number of 

potentially relevant files, there is no assurance that such evidence is as persuasive for PCMW's 

claims or defenses as that which was destroyed by the CCleaner program.  Accordingly, no sanction 

less than striking Malibu’s answers and counterclaims is adequate. 

F. At a Minimum the Court Should Strike All Defenses and Counterclaims Concerning 
Inventorship and Exclude Gilbert’s Testimony and Documents from Trial.  

 On this record, PCMW believes that severe sanctions are warranted to ensure that Malibu 

does not profit from its violation of the Court’s discovery order.  While PCMW requests that the 

Court strike Malibu’s answers and counterclaims in their entirety, at a minimum, the Court should 

strike all of Malibu’s defenses and counterclaims concerning inventorship of the ‘070 and ‘510 

Patents.  Anything short of this sanction would essentially reward the violation of the Court’s order.  

For instance, if the Court were to levy a lesser sanction such as exclusion of Gilbert’s testimony or 

the Gilbert files from trial, Malibu would still be able to pursue its co-inventorship claim through 

Gasper.  And Malibu would be able to do so with the benefit of knowing that whatever evidence on 

the Gilbert hard drives that might have been useful to PCMW’s defense was permanently destroyed 

by the CCleaner program.  Handicapping PCMW’s defense through the destruction of evidence in 

violation of the Court’s order is tantamount to preventing the case from being decided on the merits.  

In other words, the jury can no longer weigh all the conflicting evidence because by running 

CCleaner, Malibu has ensured that any evidence on the Gilbert hard drives favorable to PCMW’s 

defense on inventorship and/or PCMW’s copyright and trade secrets claims will never see the inside 

of the courtroom.   

 For these reasons, at a minimum, Malibu’s defenses and counterclaims related to 

inventorship of the ‘070 and ‘510 Patents should be stricken to ensure that Malibu does not profit 

from the destruction of evidence in violation of the Court’s order.  Furthermore, the Court should 

exclude Gilbert from testifying at trial and exclude from evidence all computer files and documents 

that Malibu obtained from Gilbert.  Without such an order, PCMW anticipates that the Malibu will 

use Gilbert’s testimony and documents to support their counterclaims and defenses concerning 
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inventorship and to support their defenses on PCMW’s copyright infringement and trade secrets 

misappropriation claims.      

III.  CONCLUSION 

 PCMW respectfully requests that the Court levy harsh sanctions on Malibu.  PCMW 

respectfully requests that the Court strike Malibu’s answers and counterclaims in their entirety.  

Short of that, PCMW requests that the Court sanction Malibu by striking all defenses and 

counterclaims concerning inventorship, and then exclude Gilbert’s testimony and documents, 

including computer files, from trial.  Whichever of the sanctions the Court ultimately chooses, 

PCMW asks that the Court also order Malibu to pay a substantial monetary sanction. 

Local Rule 3.01(g) Certification 

 In accordance with Local Rule 3.01(g), the undersigned certifies that he has conferred with 

Malibu attorneys concerning the issues raised in this motion. 
 

Respectfully submitted this 18th day of September 2012. 
 

 s/ Robert E. Rohde   
Robert E. Rohde 
WA Bar No. 12809 
Admitted Pro Hac Vice 
Rohde & Van Kampen PLLC 
1001 Fourth Avenue, Suite 4050 
Seattle, WA  98154 
Telephone: (206)386-7356 
Facsimile: (206)405-2825 
E-mail: brohde@rohdelaw.com 
Lead Counsel for Plaintiff Pacific Coast 
Marine Windshields Limited    
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s/Ava K. Doppelt 
Ava K. Doppelt 
Florida Bar No. 39378 
Allen, Dyer, Doppelt, Milbrath & Gilchrist, PA 
255 S Orange Ave - Ste 1401  
PO Box 3791  
Orlando, FL 32802-3791  
Telephone: (407)841-2330  
Facsimile: (407)841-2343  
E-mail: adoppelt@addmg.com 
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